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A word from the editor

About Venner Shipley:

We are an innovative intellectual property firm based in Europe. Our 
firm has a long history and a vast amount of experience in relation to 
all aspects of intellectual property. 
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We are still finding ourselves settling into the post-COVID-19 world, and we
are enjoying being back in the office. For now, we are working in a hybrid 
way, getting the best out of spending time in the offices with our teams and 
colleagues as well as working from home.

There has been much discussion in the press in recent months of a patent
waiver in respect of COVID-19 vaccines. But what does this actually mean
and could it ensure equitable access to COVID-19 vaccines for everyone?
My colleague Kirsty Simpson looks at this question in "Would a patent
waiver for COVID-19 vaccines be effective?"

We continue to be at the forefront of patenting computer-implemented inventions and
we are closely following how G1/19 has been shaping case law. My colleague Peter Thorniley
also covers the recent DABUS high court judgements in "The Ghost in the Machine", and my
colleague Gary Whiting explores "IP Rights in Open Source Software."

From a regulatory point of view, this edition includes an update on the latest developments
regarding the UP/UPC, as well as an update on patent law reform in Germany by my
German colleague Michael Fischer. Also, Clare Turnbull and Ian Grey, my colleagues from
our trade mark and design teams, explore a number of important changes to UK law and
practice in their article "Brexit Shakedown."

No Inside IP edition would be complete without case law updates from our patents, trade mark 
and design teams, and this issue includes a wide variety of such articles.

A big thank you to all our contributing authors, and I hope you find something of interest!
Staying connected is of the upmost importance to us, so please reach out if you have any
suggestions, questions or ideas for future content. I am, together with my colleagues across
the UK and Germany, as always, only an email or call away.

Simon Taor

Partner
staor@vennershipley.co.uk



Would a Patent Waiver 
for COVID-19 Vaccines 
be Effective? 
There has been much discussion in the press in recent months of a patent 
waiver in respect of COVID-19 vaccines. But what does this actually mean, and 
could it ensure equitable access to COVID-19 vaccines for everyone? 
Development of vaccines for new 
diseases typically takes decades. 
However, less than 11 months after 
the sequence of SARS-CoV-2 was 
published, the United Kingdom gave 
temporary regulatory approval to the 
mRNA COVID-19 vaccine developed 
by Pfizer and BioNtech. The Oxford 
University and AstraZeneca vaccine 
followed shortly thereafter, with the 
Moderna vaccine now also approved.
 
COVID-19 vaccination programmes 
have been implemented at an 
impressive speed in, for example, 
Israel, the UK and the United States, 
but the pace of vaccination in 
developing countries has been far 
slower. In many cases, those countries 
home to pharmaceutical companies 
that have developed vaccines have 
been ahead of the curve in deploying 
them. This is in part due to being first 
in the queue to place orders and in 
part due to contractual obligations 
being enforced, requiring that supply 
agreements with home nations be 
fulfilled first.

Richer nations acknowledge the 
global nature of the pandemic and 
agree that the incidence of the 
virus in other populations poses a 
continuing risk to them despite their 
own vaccination success. As a result, 
the COVID-19 Vaccines Global Access 
(Covax) program is a worldwide 
initiative initiated by the World Health 
Organisation where higher-income 
countries pay for vaccine doses 
and lower-income countries receive 
vaccines paid for by donations. 
Pharmaceutical firms are also 
expected to make concrete pledges to 
increase supplies in these developing 
countries. Nevertheless, vaccine 
inequality remains, and some have 
pointed to the world of intellectual 
property as a cause. 

Given the cost of vaccine development, 
it is not a surprise that companies will 
utilise the patent system to recoup 
some of that investment. However, a 
clear picture of the patent landscape 
is difficult to ascertain, with patent 
applications not being published 
until 18 months after they have filed. 
Furthermore, the work to develop 
the vaccines has built on previous 
vaccine development and mRNA virus 
manufacturing is known to be patent 
protected. 

But are patents 
really to blame for 
vaccine inequity? 
The principle 
underpinning the 
notion to waive 
patent protection is 
that every country 
should have the 
right to make its 
own vaccines 
during a pandemic. 

The campaign was initiated by India 
and South Africa as early as October 
2020 and is being backed by more 
than 100 countries. The argument is 
essentially that a temporary patent 
waiver would allow multiple parties to 
start production sooner, rather than 
manufacturing being concentrated 
in a small number of companies 
holding patents that serve as a block 
to others. The relevant legal basis for 
a World Trade Organisation (WTO) 
decision would be the Agreement on 

Trade-Related Aspects of Intellectual 
Property Rights (TRIPS Agreement), 
which was concluded by the members 
of the WTO in 1994.

Earlier this year, the Biden 
administration announced that the 
US would support a proposal to waive 
patents on COVID-19 vaccines in 
response to the need for more global 
supply. Members of the European 
Parliament also proposed to start 
negotiating a temporary waiver of 
the TRIPS Agreement on patents to 
improve global access to affordable 
COVID-19-related medical products 
and to address global production 
constraints and supply shortages. 
However, Germany and the UK remain 
against the move, along with the drug 
industry.

In the UK, statutory provisions exist for 
gaining access to patented intellectual 
property. So-called “Crown Use” 
under section 55 of the Patents Act 
1977 (Patents Act) provides for the 
government to order the making of a 
patented product or use of a patented 
process without consent from the 
patentee, rather than allowing a third 
party to do so upon request. This can 
be seen as a more extreme measure 
than compulsory licensing (where a 
third party can apply for a compulsory 
licence at any time after the expiration 
of three years from the date of grant) 
and was drafted specifically for use in 
emergencies, which would include a 
pandemic. Compensation for patent 
holders whose patents have been 
subject to Crown Use is provided for in 
section 57A of the Patents Act.

The above UK provision is in line with 
the TRIPS Agreement. Any country 
that is a WTO member is already 
able to enact such legislation and 
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therefore take action if they feel that 
a patent covering a COVID-19 vaccine 
is being used to limit the supply 
of vaccine doses/manufacturing. 
However, in accordance with this 
legislation, the patentee would 
have to be compensated. Since the 
outbreak of COVID-19, both Israel 
and India have invoked compulsory 
licensing provisions in order to license 
pharmaceutical patents owned by 
US producers and Bolivia has applied 
to the WTO to use this process to 
allow it to manufacture Johnson 
& Johnson’s COVID-19 vaccine. In 
September 2021, Brazil amended its 
compulsory licensing laws due to the 
political momentum of the COVID-19 
pandemic, such that any confidential 
data and trade secrets must be 
surrendered. Some argue that the 
compulsory licensing provisions are 
too complex. The proposed patent 
waiver, however, goes further than the 
existing TRIPS Agreement provisions 
for compulsory licensing/Crown Use, 
as it would effectively disregard, 
without compensation, the relevant 
patents. 

Any such proposal does not have 
the backing of the pharmaceutical 
industry. Much of the cost of vaccine 
development has been funded by 
the industry itself with no initial 
expectation of success. Companies 
have pledged to sell their vaccine at 
cost and greater funding of Covax 
has been proposed as a reasonable 
alternative. Furthermore, in the race 
to find treatments for COVID-19, many 
pharmaceutical companies have 
already taken action to relinquish  
       their exclusive rights. For  
          example, Gilead Sciences 

previously 
applied for 

and obtained “orphan” drug status 
for the use of Remdesivir in the 
treatment of Ebola, giving it access 
to additional protection due to its 
involvement in developing a treatment 
for a “rare” disease. This right has now 
been waived and Gilead Sciences is 
supporting new clinical trials of the 
drug. AbbVie announced that it will 
not enforce its patents for COVID-19 
trials involving the use of Kaletra, a 
combination drug which is approved 
for use in the treatment of HIV. 

Another key argument against a 
patent waiver is the premise of the 
patent system. Patents incentivise 
the creation of new inventions and 
without the protection a patent 
affords, there is no R&D incentive 
given the huge investment which is 
required. For example, some of the 
already patented mRNA technology 
which has taken much time, effort, 
and money to develop offers hope for 
vaccines for other diseases. If there 
were to be a patent waiver, there is 
little incentive for companies to invest 
in these technologies, many of which 
have positively assisted in COVID-19 
vaccine development.

And can it really be argued that 
patents are the bottleneck? In many 
of the countries where vaccination 
rates are low, the vaccines are unlikely 
to be patent protected. What about 
the supply of raw materials? Or the 
proprietary know-how required to 
manufacture vaccines that are not 
patent protected? How would that 
be negotiated? There is a reason that 
only a small number of companies 
are currently manufacturing COVID-19 
vaccines and many of those have 
undertaken licensing agreements 
to supply doses to lower-income 
countries. Any waiver would still 
require additional measures to be put 
in place to incentivise and fund the 

transfer of technology to low- 
and middle-income country 

manufacturers and to 
facilitate the supply 

of essential 
equipment 

and raw materials. In view of these 
issues, would a patent waiver be 
effective? Taking into account the 
significant manufacturing challenges 
and the need for any new party to 
conduct clinical trials, it would seem 
that a patent waiver/Crown Use/
compulsory licensing is unlikely to 
significantly speed up manufacture 
and vaccine inequality. Moreover, 
the vaccine landscape is changing 
constantly and the development of 
new vaccines may overtake the debate. 
Although the discussion gained 
momentum with the announcement 
by the US administration, at the time 
of writing little progress has been 
made in reaching any WTO patent 
waiver terms.

www.vennershipley.co.uk
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Doubling Down - 
Prohibition of Double 
Patenting Affirmed at 
the EPO 
Through the issuing of decision G 4/19, the Enlarged Board of Appeal (Enlarged 
Board) has established the legal basis for the prohibition of double patenting. 
But what does this mean for applicants at the European Patent Office (EPO)? 
Does it indicate a change in practice, or does it just make official the stance 
that examiners are already taking during examination? And what further 
developments should we expect and prepare for?

The restriction on double patenting, 
that is the ability for the EPO to refuse 
a European application if it claims the 
same subject-matter as a European 
patent granted to the same applicant 
and with the same effective date, has 
long been a contentious issue at the 
EPO. The concept of double patenting 
is not explicitly mentioned in the 
European Patent Convention (EPC), yet 
many at the EPO have felt that there is 
no legitimate reason for an applicant 
to have two patents granted for the 
same invention. Therefore, the EPO 
has relied on interpretation of more 
general provisions of the EPC in order 
to raise a double patenting objection, 
with applicants arguing in response 
that there is no legal basis for doing 
so. Slowly, a body of case law from the 
Boards of Appeal has built up in support 
of the prohibition and examiners have 
been able to raise objections with more 
confidence, but there has been some 
inconsistency in how cases have been 
decided. G 4/19 has now brought some 
clarity to this area.

The referral 
In 2019 the Board of Appeal, in 
decision T 318/14, referred three 
questions to the Enlarged Board 
to seek a definitive answer as to 
whether a European application 
could be refused for double patenting 
and under what circumstances. The 

Enlarged Board accepted the referral 
as G 4/19. The subject application in T 
318/14 claims priority from an earlier 
European application. The priority 
application was granted by the EPO 
and the pending claims for the subject 
application were completely identical 
to those granted for the priority 
application. The examining division 
therefore refused the application 
on the grounds of double patenting 
and the applicant filed the appeal to 
challenge that decision. However, 
the Board of Appeal could find no 
clear legal provision supporting the 
prohibition of double patenting, so it 
asked the Enlarged Board whether an 
application can be refused for double 
patenting and if so, what the conditions 
are for such a refusal. 

The prohibition has  
basis in law
The Enlarged Board answered the first 
referred question in the affirmative, 
confirming that the prohibition of 
double patenting does find basis 
in law. In particular, it stated that a 
European patent application can be 
refused under Articles 97(2) and 125 
EPC if it claims the same subject-matter 
as a European patent which has been 
granted to the same applicant and 
does not form part of the state of the 
art pursuant to Article 54(2) and (3) 
EPC.

With the second referred question, the 
Board of Appeal wanted to clarify the 
relationship that is required between 
the granted patent and pending 
application for the prohibition to 
apply. This was of particular relevance 
because the patent and application 
of the referral did not have the same 
filing date and so it was argued that 
there was a legitimate interest in such 
circumstances in obtaining grant of 
the pending application despite the 
duplication of the subject-matter 
from the granted priority application 
(i.e. due to the benefit of up to an 
additional year of protection). However, 
the Enlarged Board decided that an 
application can be refused irrespective 
of whether it: 

(a) was filed on the same date as;

(b) is an earlier application or a 
divisional application in respect of; 

or

(c) claims the same priority as, 
the European patent already granted.

The third referred question was 
directed at whether there is a 
legitimate interest in the grant of 
both the priority application and the 
subsequent application for the same 
subject-matter, due to the difference 
in the filing date and so term of the 
patent. However, the Enlarged Board 
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http://documents.epo.org/projects/babylon/eponet.nsf/0/9D699BFBD3CC2C11C12586FC00338610/$FILE/G_4_19_decision_of_the_Enlarged_Board_of_Appeal_of_22_June_2021_en.pdf
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https://www.epo.org/law-practice/case-law-appeals/recent/t140318ex1.html
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https://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar125.html
https://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar54.html
https://www.epo.org/law-practice/legal-texts/html/epc/2020/e/ar54.html
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decided an answer to that question 
was not required following its answer 
to the second question. 

A missed opportunity?

The Enlarged Board deliberately did 
not consider any questions regarding 
the meaning of “the same subject-
matter” or “the same applicant” in 
the prohibition, despite being asked 
to do so, because it defined such 
considerations as outside the limits of 
the referral. This is a shame, because 
there is clearly uncertainty on these 
points and there is likely to be a need 
for additional referrals in the future to 
address them. 

The question of what constitutes same 
subject-matter may cause particular 
difficulty for applicants. In the referral 
decision of course, the claims of the 
pending application were completely 
identical to those of the granted 
patent, so they clearly covered the 
same invention and subject-matter. 
On the other hand, for a patent 
and application that claim distinct 
inventions, invention A and invention 
B respectively, it is clear that they do 
not claim the same invention even if 
the later application also claims B+A, 
perhaps through a dependent claim; 
it is confirmed in the Guidelines for 
EPO examiners (GL; here) that this is 
generally permissible. 

The situation in reality though, is often 
not so clear-cut. It is accepted that an 
applicant may legitimately want to 
obtain quick protection for a preferred 
embodiment and then pursue the 
general teaching in a divisional 
application (see G 2/10 and GL), and 
that merely a partial overlap in scopes 
of protection is fine (see T 877/06 
referenced in GL). But how “partial” 
does a “mere partial overlap” have to 
be? Is it permissible for a dependent 
claim or particular combination 
of dependent claims in a broader 
divisional application to have complete 
identity with the narrower granted 
parent? There is some ambiguity 
on these points, which can cause 
difficulties for applicants.

Impact of the decision

The most obvious implication of the 
decision G 4/19 is that applicants who 
file a European priority application 
will need to carefully consider the 
fate of that application. If the priority 
application is allowed to grant, then it 
will be difficult to pursue a subsequent, 

priority claiming application to the 
same subject-matter, despite the extra 
term of protection that the subsequent 
application might provide.

A more subtle impact though is likely 
to be an emboldening of examiners 
when it comes to making double 
patenting objections. Indeed, whereas 
in the past, double patenting might 
only be mentioned if and when there 
was clear conflict between the claims 
of a pending application and its related 
application or patent, some examiners 
have already begun to routinely 
warn about the prohibition of double 
patenting in communications for 
divisional applications. The frequency 
of such general warnings and the 
frequency with which double patenting 
objections are actually raised, is likely 
to increase now that the examiners can 
point to decision G 4/19 as providing a 
clear legal basis for a double patenting 
objection.

We will get an indication of the likely 
impact of the decision on examiner 
behaviour when we see any updates 
on the subject of double patenting that 
are made to the GL – the next version 
should publish in February 2022 and 
then enter into force the following 
month.

Expectations for the future

It is difficult to predict with any 
certainty how the law and practice 
around double patenting will develop 
at the EPO. As mentioned above, it 
seems likely that examiners will be 
emboldened by decision G 4/19 and 
we are already seeing more mention 
of double patenting by examiners 
during the prosecution of divisional 
applications.

One concern is that examiners may 
seek to pursue objections more 
aggressively when there is not 
complete identity of claimed subject-
matter, but instead where there is 
partial overlap. In particular, we may 
start seeing examiners objecting 
to broader applications that wholly 
encompass narrower embodiments 
already granted, for example in the 
“narrow parent/broader divisional” type 
situations described above. Indeed, 
we are already seeing indications that 
some examiners are moving in this 
direction, with warnings issued during 
prosecution to avoid overlap with a 
parent patent where any claim of a 
divisional claims the same invention as 
any claim of the parent.

Examiners might, perhaps, seek to 
further challenge the presence of 
overlap along the lines of obiter dictum 
in decision G 2/10. As stated above, 
decision G 2/10 affirms the legitimacy 
in pursuing a narrow parent patent and 
then a broader divisional application. 
However, G 2/10 was about disclaimers 
and that decision also suggests, with 
reference to the “narrow parent/
broader divisional” situation, that in such 
circumstances, a disclaimer could be 
used to avoid a prohibition on double 
protection i.e. to remove any overlap at 
all between the scope of the two claim 
sets. The idea of the possible need for 
such a disclaimer at the EPO, perhaps 
to remove the specific embodiment 
of the granted parent from the claims 
of the divisional so as to eliminate 
any overlap at all, is worrying, not 
least because such preferred specific 
embodiments are often the most well 
described, supported, and exemplified 
in the application as filed. Thankfully, 
any argument about the need for such 
a disclaimer should be easy to rebut 
at the moment, not least because the 
Enlarged Board in decision  G 4/19 did 
state that “Secondly, the distinction 
between double protection (claims 
with overlapping scope) and double 
patenting also needs to be kept in mind” 
(see paragraph 2 of the reasons for the 
decision).

If we are correct in some of our 
predictions regarding examiner 
behaviour, then there is likely to also 
be resistance from applicants, which 
would naturally lead to another Enlarged 
Board referral on the subject of double 
patenting in due course, perhaps 
focused on the “same subject-matter” 
requirement of the prohibition. In the 
meantime, applicants should be mindful 
of the potential for double patenting 
objections when they have multiple 
applications with the same effective 
date and might consider carefully 
planning claim strategies to minimise the 
likelihood and impact of such objections.

www.vennershipley.co.uk
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EPO Considers 
Antibodies Defined by 
Reference to Deposited 
Hybridomas 

One of the issues covered by these 
new guidelines for EPO examiners 
is the situation where an antibody is 
defined by reference to a deposited 
hybridoma. This is specifically 
permitted by Rule 31 European Patent 
Convention (EPC), which deals with 
sufficiency of disclosure. 

However, recent Board of Appeal 
decision T 0032/17 found that mere 
reference to a hybridoma does 
not limit an antibody claim to a 
particular structure or sequence, 
making it harder for those applicants 
attempting to rely on deposit 
information to define their antibodies.

European Patent No. 2316854 
was granted with claims directed 
to a process for production of a 
hybridoma, and of a monoclonal 
antibody or fragments thereof, able to 
recognise specifically recited vitamin 
D metabolites. Thus, these claims 
defined the antibody in terms of its 
functional features and the process 
used to produce it, rather than in 
terms of the structural characteristics 
of the antibody itself. 

Further claims in the granted patent 
were directed to hybridoma suitable 
for the production of a monoclonal 
antibody of fragments thereof able 
to recognise the same vitamin D 
metabolites. 

The patent was opposed by 
five opponents and following 
maintenance of the patent in 
amended form following opposition 
proceedings, the case was referred to 
the Board of Appeal.

Technical features conferred by 
hybridoma deposit information

In their decision T 0032/17, the 
Technical Board of Appeal of the EPO 
considered whether: 

(a)  the process used to produce the 
antibody gives rise to the specific 
amino acid sequence and chemical 
composition of the claimed 
antibodies; and 

(b)  the skilled person is made aware 
of these structural characteristics 
of the antibodies by the teaching 
of the patent.

The patent did not provide any 
information about the chemical 
composition or amino acid sequence 
of the antibodies produced by the 
deposited hybridomas. As a result, 
the Board of Appeal found that “it is 
apparent that the chemical composition 
and/or the amino acid sequence of the 
antibodies produced by the deposited 
hybridomas cannot be inferred by the 
skilled person from the teaching of the 
patent in suit”. 

The Board of Appeal concluded that 
the process feature does not impart 
any identifiable technical feature on 
the claimed subject-matter and the 
sole technical feature defining the 
claimed monoclonal antibodies was 
the functional feature.

The Board of Appeal went on state 
that, where a process feature is the 
only feature allegedly conferring 

novelty to a product, the burden of 
proof for showing that the process 
feature results in a distinct and 
identifiable characteristic of the 
product (in the present case, this is 
the chemical composition and/or 
the specific amino acid sequences of 
the antibodies) falls on the patentee 
rather than on the opponent. In view 
of this, the patentee’s mere argument 
that the skilled person could have 
determined the amino acid sequence 
of the antibodies produced using 
the deposited hybridomas was not 
deemed enough to discharge the 
burden of proof.

Availability to the public of 
the deposited hybridoma 
The Board of Appeal also considered 
whether the claimed hybridomas 
were novel in light of the fact that they 
were deposited before the application 
was filed. In addition, the hybridomas 
were also mentioned in a product 
catalogue pre-dating the patent 
application. The parties attacking the 
validity of the patent alleged that the 
deposit of the hybridomas rendered 
them available to the public before 
the priority date. They also argued 
that the mention of the hybridomas in 
the catalogue constituted prior use of 
the claimed antibodies. 
 
The Board of Appeal noted that 
Rule 33¹ EPC provides that biological 
material (e.g. a hybridoma) “shall be 
available upon request to any person 
from the date of publication”. 

Antibodies have recently been receiving a lot of close attention at the European 
Patent Office (EPO), not least with a new section in the latest EPO Guidelines for 
Examination devoted to the complex case law relating to the field of antibody 
inventions. 
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As such, deposited hybridomas are 
made available to the public when 
the patent application is published. 
The Board of Appeal noted that there 
was a lack of evidence that anyone 
had obtained a sample before the 
application in question had been 
published and so the Board of Appeal 
found that the public availability of 
the deposited hybridomas post-dated 
the filing date of the application and 
that the depositing of the hybridomas 
before the priority date was not 
novelty destroying to the hybridoma 
product claim.

This decision on the availability 
to the public appears to suggest 
a divergence in the approach of 
the EPO and the courts of the 
United Kingdom on the question 
of disclosure. Recent case Claydon 
v Mzuri held that the test of prior 
use in the UK is the “potentiality” for 
public disclosure, rather than being 
a question of whether it had actually 
been disclosed. It remains to be seen 
how these two different approaches 
to this pivotal question develop 
before the EPO and the UK courts in 
future.

9
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The parties attacking 
the validity of the 
patent alleged 
that the deposit of 
the hybridomas 
rendered them 
available to the 
public before the 
priority date. ”

“
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Are We Moving Closer 
to Anticipation by 
Equivalence?
The landmark decision in Actavis v Eli Lilly (Actavis) in July 2017 changed the 
United Kingdom’s approach to the scope of protection of patent claims and 
introduced equivalents when considering patent infringement. The law in this 
area continues to evolve and recent cases suggest that the approach to validity 
may now consider equivalence. 

The most important decision in 
UK patent law in recent years was 
the Supreme Court’s decision in 
Actavis. Actavis was concerned with 
infringement by equivalents and 
subsequent cases made it clear 
that purposive claim construction 
remained the correct approach 
when considering novelty. However, 
nearly four years later, the UK 
courts are starting to consider the 
wider issues and what the so-called 
doctrine of equivalents may mean for 
assessments of novelty in the future. 
In this article we look at some of the 
recent decisions of the High Court 
and consider what this may mean for 
patentees going forward.

The Supreme Court’s 
decision in Actavis¹
The doctrine of equivalents is 
a legal principle established in 
Actavis, where the Supreme Court 
defined how the scope of protection 
should be assessed and this can 
mean it is widened beyond the 
normal interpretation of the claim 
when considering infringement by 
variants. In particular, instead of only 
purposively construing the claims, 
the Supreme Court considered 
infringement using a new two-part 
test:

(1)  Does the variant infringe any of 
the claims as a matter of normal 
interpretation? If not,

(2)  Does the variant nonetheless 
infringe because it varies from 
the invention in a way which is 
immaterial?

The second limb of the Supreme 
Court’s approach involves applying 
the reformulated Improver² questions. 
Of particular note is the notional 
addressee of the patent is now 
imbued with the knowledge that 
the variant does indeed work when 
considering whether it would have 
been obvious that it achieved the 
same result in the same way. Prior 
to this case and since the House of 
Lords’ judgment in Synthon³ , it was 
a settled legal principle of patent 
law in the UK that claims should 
be interpreted in the same way 
when considering either validity or 
infringement.

The UK courts start to 
consider the approach to 
validity
As Actavis only considered claim 
construction for the purposes of 
infringement, there has been much 
speculation as to how far the doctrine 
of equivalents would apply to novelty 
when validity is being assessed. In the 
months following Actavis, the High 
Court started to consider whether an 
equivalent, or variant, in the prior art 
would be enough to destroy novelty 
and overturn the patent in question. 
Some of these decisions are discussed 
briefly below.

In Mylan v Yeda⁴ (Mylan), the 
claimants sought revocation of 
the defendants’ patent by arguing 
that a piece of prior art disclosed 
an equivalent dosage regime that 
anticipated the claims and so 
destroyed novelty. The defendants’ 
position was that settled law meant 

that the claim would only lack novelty 
if the subject-matter disclosed by 
the prior art fell within the claim as 
purposively construed.

In his judgment, Arnold J. (as he then 
was) concluded that the Supreme 
Court had intended the first limb of 
the Actavis questions to still require 
the claim to be construed in order to 
determine what the person skilled 
in the art would have understood 
(i.e. purposive and not literal 
construction). When considering the 
second limb of the test, Arnold J. 
went on to say (albeit in obiter) that 
until the Supreme Court considers 
patent validity again, the doctrine 
of equivalents does not extend 
to the assessment of novelty and 
that purposive claim construction 
remained the correct approach.

In the later case of Fisher & Paykel 
v ResMed⁵ (Fisher), the claimants 
argued that the claims (relating to 
masks used to treat obstructive 
sleep apnoea) had a broad scope of 
protection and so were anticipated 
by the prior art, while the defendants 
argued for a narrower interpretation. 
In finding the defendants’ patent to be 
both anticipated by the prior art and 
obvious, Richard Meade QC (as he 
then was) sitting as Deputy High Court 
Judge, concluded that in the absence 
of a decision of a higher court, the 
approach taken by Arnold J. in Mylan 
was correct and that the “normal 
interpretation” required by the first 
limb of the test requires purposive 
construction.
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In addressing the second limb and 
the reformulated Improver questions, 
the judge stated that in his view the 
Supreme Court had equated “literal 
meaning” with “normal meaning” for 
the purpose of the reformulated 
questions. Although the judge did not 
give a view on whether a claim can 
actually be anticipated by a variant, 
he stated that it was an arguable view 
which will need to be considered by a 
higher court in due course.

Optis v Apple 
In the recent licensing dispute Optis 
v Apple, Mr. Justice Meade had to 
decide at the end of a technical trial 
whether Optis’ standard essential 
patent (SEP) was invalid for novelty. 
The SEP, relating to a mechanism 
for radio link control polling within 
Long Term Evolution networks, had 
previously been held valid by Mr. 
Justice Birss and later by the Court 
of Appeal in the Unwired Planet v 
Huawei dispute in 2015.

Although the SEP in question had 
been subject to earlier litigation, the 
Court had to consider the validity of 
the SEP afresh, in light of the new 
prior art before it. Apple argued, 
unsuccessfully, that the SEP was 
anticipated by the prior art, including 
an argument of anticipation by 
equivalence in the event that a piece 
of new prior art was not found to 
anticipate the SEP’s claims under 
ordinary construction. In effect, 
Apple argued that the disclosure 
of the prior art was an immaterial 
variation of the invention claimed 
by the SEP in dispute. Although on 
the facts the judge rejected Apple’s 
arguments on other grounds, he 
stated that a finding of anticipation 
by equivalence was not available in 
any event as Apple had not provided 
detailed legal argument and the 
position on equivalence had only 
been introduced at a late stage in 
proceedings by way of amendment. 
However, the judge considered how 
the doctrine of equivalents may apply 
to patent validity attacks in the future 
and stated that when an argument 
of anticipation by equivalence is 

advanced “it will need to be fully 
argued, including with reference to 
the law of other EPC jurisdictions and 
with how and whether people can be 
prevented practising the prior art, or if 
not, how and why not.”

Although the judge was clear that 
anticipation by equivalence was not 
available, he nevertheless proceeded 
to answer the reformulated Improver 
questions to determine if the prior 
art would fall within the scope of 
the SEP’s claims, concluding that the 
anticipation by equivalence argument 
would have failed, even if it had been 
available. In relation to question 1, 
Mr. Justice Meade considered that the 
prior art did not achieve substantially 
the same result as the SEP because 
the SEP avoided the issue of “prior 
polling”. In relation to question 2, 
the judge stated that there was 
no issue as to whether the skilled 
person would understand the prior 
art. Finally, in considering question 
3, the judge said that if he was 
wrong in relation to question 1, strict 
compliance with at least one of the 
disputed claim features was intended. 

Summary
To date, only alleged infringers have 
attempted, albeit unsuccessfully, to 
take advantage of the change to the 
law brought about by the decision 
in Actavis when pursuing revocation 
actions and challenging novelty. 
Although the outcome in Optis v 
Apple, as well as in Mylan and Fisher, 
was not in the end materially affected 
by the decision in Actavis and the new 
law concerning equivalents, it is only a 
matter of time before a case presents 
where these issues prove critical and 
need to be fully addressed. 

It is not certain that the law will 
evolve to consider equivalents in 
validity disputes though, because, as 
highlighted by Lord Justice Birss in 
the recent Facebook v Voxer case, the 
issues are complex. In that case, Birss 
LJ considered (obiter) the question of 
whether a Formstein defence (that an 
alleged equivalent lacks novelty or is 
obvious so that the claim scope must 

be confined to its normal construction 
in that respect) exists in English law. 
Had it been necessary, his Lordship 
would have held that such a defence 
does exist in English law and would 
have led to the conclusion that Voxer 
could not rely on the doctrine of 
equivalents in this case. The judge 
explained that if a patent is infringed 
under the doctrine of equivalents, 
then the scope of protection afforded 
by the patent could be confined to 
a normal interpretation if a broader 
interpretation under the doctrine 
of equivalents would render the 
patent invalid. In his reasoning, Lord 
Justice Birss said that it would be 
harsh to invalidate a claim using the 
doctrine of equivalents if the claim 
is valid on its normal construction. 
He was also concerned to promote 
certainty, which is always welcome. 
However, we expect these arguments 
to continue to be raised until fully 
addressed at the appellate level. 

Foretelling how a claim may 
eventually be construed during any 
future litigation is an important 
consideration many years earlier 
during patent prosecution and at 
present, there is uncertainty on how 
far equivalents may adjust our law 
and thinking. These recent decisions 
of the High Court show us how things 
may evolve, but only the Court of 
Appeal or ultimately the Supreme 
Court can settle things. In the 
meantime, it is likely that claimants 
in patent revocation actions will 
continue to seize every opportunity to 
exploit the argument where it serves 
their interests. 

James Tumbridge
jtumbridge@vennershipley.co.uk 
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dpountney@vennershipley.co.uk 
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Patents - To Infinity  
and Beyond?
Can territorial rights provide protection in outer space and how can space 
inventions be best protected?

It is difficult not to have seen the 
headlines over the last few months: 
Billionaires go to space! It is a 
signpost for space becoming more 
accessible. It may still seem a rather 
distant prospect for most, but the 
achievement of private companies 
such as SpaceX, Blue Origin, and Virgin 
Galactic who have demonstrated 
their reusable space technologies 
launches humanity closer to affordable 
commercial space travel.

A new space race?
The reasons that the space industry 
is making the giant leap towards 
affordable commercial travel is down 
to the huge amounts of time and 
money invested into the projects 
by private companies – a shift from 
the old model of solely state-backed 
projects. As the private companies 
invest more and more time and 
money into the technologies that 
are making all this possible, they are 
also increasingly keen to protect their 
intellectual property rights.

And in some cases, the application 
for intellectual property rights 
appears to be an attempt to frustrate 
competitors in their endeavours to 
reach the cosmos. For example, Blue 
Origin filed an application for a patent 
back in 2009 for the sea landing of 
space launch vehicles and associated 

systems and methods (US18724309), 
which was granted in 2014.

However, this may seem a little odd 
as it is SpaceX who is more closely 
associated with sea landing its 
reusable rockets. SpaceX’s business 
model was essentially formed around 
landing its test booster stages on 
sea-faring platforms and the granted 
patent may have essentially prevented 
SpaceX from operating. So, SpaceX had 
to do something to prove the patent 
was invalid. In fact, the lawyers for 
SpaceX filed two challenges against the 
patentability of Blue Origin’s patent, 
one citing prior art from 1998 and 
the other arguing that the technology 
disclosed in the patent was “old hat at 
best by 2014”. Blue Origin eventually 
accepted defeat and had most of its 
claims cancelled, clearing the way for 
SpaceX to continue to operate its sea 
landing rockets.

The trend toward reusable space 
vehicles provides an opportunity to 
maximise the potential of intellectual 
property rights. Reusable technology 
can cut the cost of space flight by 
millions of pounds and preventing 
a competitor from being as efficient 
evidently puts the rights holder at an 
advantage. 

However, the principle of intellectual 
property rights, such as patents, 
is that they are only enforceable 
within the territorial boundaries of 
the countries designated. This raises 

the question: how do you protect 
inventions in space?

Terrestrial law in outer 
space?

At first glance, there is a conflict 
between intellectual property 
rights and international space law. 
Intellectual property rights are 
monopolistic in nature and exist 
within the territorial boundaries of a 
state. However, Articles I and II of the 
Treaty on Principles Governing the 
Activities of States in the Exploration 
and Use of Outer Space, including 
the Moon and Other Celestial Bodies 
prescribe that the exploration and 
use of outer space for the benefit of 
mankind and the non-appropriation 
of outer space by any nation are 
fundamental principles under 
international space law. At least the 
non-appropriation principle appears 
to pour cold water on the idea of 
monopolistic rights in outer space.

As you might expect, international 
space law is as complex as the 
technology that enables us to get 
there. When it comes to intellectual 
property rights and specifically, 
patents, there is no law, treaty, or 
convention that has been tailored to 
deal with the apparently contrasting 
nature of space and intellectual 
property. However, there are a few 
pieces of legislation that we can use 
to guide us from our territorial rights 
to extra-terrestrial rights.

The same legislation that appears 
to discredit the application of 

12
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monopolistic rights to space sets 
out in Article 8 that a state does 
retain jurisdiction and control over 
objects it sends into outer space. 
Thus, a solution to bridge the gap 
between monopolistic rights and the 
non-appropriation of space would 
be to make patent law enforceable 
for objects in space that are under 
the jurisdiction and control of a 
given country. In some ways, this is 
analogous to having an embassy in 
another state, but in this case the 
other state is outer space.

In fact, this is exactly what the United 
States did in November 1990. The US 
Patents Act states that any invention 
made, used, or sold in outer space 
on board a spacecraft that is under 
the jurisdiction or control of the US 
is considered to be made, used, or 
sold on US territory, except where an 
international agreement has been 
entered into with states. Similar 
provisions exist in French patent law.

International agreements are 
common in joint projects, such as, 
for example, the International Space 
Station (ISS). The ISS is effectively 
a modular spacecraft that consists 
of modules provided by different 
partners. Each partner that supplies a 
module registers their flight elements 
and devices and therefore retains 
jurisdiction, control, and ownership 
over them. The law here is governed 
by an Intergovernmental Agreement 
and Article 21 specifically recognises 
the jurisdiction of each partner’s 
courts. This allows the national law 
of the partner to be applied in its 
module. Thus, on the ISS at least, if an 
invention is realised in, for example, 
a US space element, the US Patents 
Act will apply to the invention as 
it is deemed to have occurred on 
US territory. In addition to the US, 
Germany also modified its patent laws 
to specifically ensure they could be 
applied on board a European Space 
Agency registered module.

Optimising protection for 
space inventions
As you may have noticed, the term 
“register” has come up a couple of 
times and it actually has a key role 
in determining which set of national 
law applies to a space object or 
invention. The Registration Convention 
of 1975 provides the framework for 
the registration of space objects and 
provides that when a space object 

is launched, a launching state shall 
register the space object. However, the 
launching state encompasses more 
than merely the state which launches 
the space object. Alternatively, the 
launching state can be the state which 
procures the launching of the space 
object, the state from whose territory 
the space object is launched, or the 
state from whose facility a space object 
is launched.

The definition of a launching state 
appears to create an interesting 
loophole in monopolistic rights 
systems covering outer space, such 
as the US. For example, patent 
infringement on an invention in outer 
space can be avoided by registering 
the space object in a launching state 
in a country where the invention has 
not been patented.

This can make it difficult for patent 
owners to enforce their rights in 
space. Therefore, entities applying 
for patent rights have to take extra 
care when developing their strategy. 
For example, filing applications in 
each spacefaring country should be 
prioritised as everyone could use 
these countries as the registered 
launch state. Technologically 
advanced countries which may wish 
to go to space and countries with 
ideal launch locations should also be 
considered for patent protection. This 
being said, it should be remembered 
that there may be issues in providing 
the evidence that a space object is 
infringing a patent, especially if the 
space object does not return to Earth. 

Therefore, as the law across the globe 
is not unified and does not provide 
water-tight protection to space 
inventions, it appears that the best 
way to protect intellectual property 
rights for space inventions is still 
here on Earth. That is, applicants 
may prefer to focus on drafting 
patent claims that are infringed 
in the terrestrial territories of the 
states in which space inventions are 
manufactured. This, of course, does 
not cover infringing activities that 
take place in space, but terrestrial 
protection may be enough to prevent 
an infringing act being possible in 
space by preventing the means to 
infringe from leaving Earth. However, 
it may be the case that the national 
law from the country in which the 
space object is launched provides 
for exceptions to vehicles that 
temporarily enter that country’s 
territory (air, space, and territorial 

waters included) that a party could try 
to take advantage of. This temporary 
entrance usually does have to be 
lawful. Thus, such a defence, like 
much of the scenarios discussed 
herein, is yet to be formally decided 
by a real-life infringement case.

The above would appear to place 
more importance on intellectual 
property rights that relate to 
returning and reusable technology, 
mainly due to the presence of fewer 
hurdles to being able to detect and 
prove infringement. Therefore, in 
some ways, a specific set of laws for 
intellectual property rights may not be 
as important as once thought, until a 
mechanism for accurately detecting 
infringement in space is developed.

Outer space: the final 
frontier for patent law
In view of the above, it is clear that 
the most comprehensive intellectual 
property law that can be applied 
to space inventions is terrestrial 
law where the majority of space 
inventions are manufactured. 
Therefore, particular care should 
be taken in the choice of claim 
language in order to not only protect 
a space invention in space but also 
on Earth. Currently, this terrestrial 
law also provides more certainty to 
applicants as it is well established. 
The application of the law to the 
scenarios discussed above specifically 
related to inventions made in space 
and the registration of a space object 
in alternative registered states in an 
attempt to avoid infringement is less 
established and will require court 
judgments to set clear precedents.
Until clear precedents have been 
set out by the various courts 
around the world or until a specific 
piece of legislation dealing with 
space inventions in outer space is 
developed, it appears that the final 
frontier for patent law will remain 
outer space.
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Patent Law Reform in 
Germany: Injunction 
with a Proportionality 
Test – A Sharp Sword 
Becoming Blunt?

There is little or no dispute that 
injunctive relief is – or maybe was – a 
sharp sword; the bête noire of the 
automotive industry where injunctive 
relief may cause a stop of assembly 
lines and huge irrecoverable losses. 

Recently, a patent war broke out 
between Nokia and Daimler in which 
Nokia was taking action against 
Daimler because of infringement of 
a series of Nokia’s IP crown jewels – 
its standard essential patents (SEPs) 
– relating to telecommunications 
standards, which Daimler allegedly 
employed in the communication of 
its vehicles. In November 2020, the 
German government opted for a 
legislative initiative to compensate 
for this situation in Germany as an 
industrial location, by providing for 
a separate judicial examination of 
the effects of the patent action in 
injunction proceedings in the future. 
It is worthwhile mentioning that the 
legal systems of the other countries 
important for manufacturing and 
sales (e.g. the United Kingdom, the 
United States, China, and Korea) do 
not permit unilateral enforcement of 
property rights comparable with the 
situation in Germany. 

On 11 June 2021, the German 
Parliament passed the amendment 
of Section 139 Patent Act. The 

amendment is not so revolutionarily 
new since it effectively moulds the 
case law of the Federal Court of 
Justice into statutory law. In a decision 
of 2016 (known under its catchword 
“Wärmetauscher”), the Federal Court 
of Justice found that in exceptional 
cases in which the enforcement of 
injunctive relief, considering the 
principles of good faith, would cause 
unjustified hardship to the infringer, 
the claim for injunctive relief may be 
excluded or limited. The new version 
of Section 139 Patent Act which 
entered into force on 18 August 2021 
states this more precisely, with the 
addition of the following sentence:

The claim [to injunctive relief] is 
excluded to the extent that, under the 
special circumstances of a singular 
case and considering the principle of 
good faith, its enforcement would result 
in disproportionate hardship on the 
infringer or third parties beyond what is 
justified by the exclusionary right.

The automotive industry relies on a 
strong patent law. At the same time, 
with the development of connected 
vehicles, the automotive industry is 
moving more and more into the field 
of information and communications 
technology (ICT), which is very 
heavily penetrated by SEPs. The use 
of ICT technologies – such as in 4G 

and 5G – therefore require licences 
from SEP holders. However, SEP 
licensing has proven very difficult 
vis-à-vis companies in the automotive 
industry. The consequence of these 
SEP conflicts is now numerous patent 
injunction proceedings against 
vehicle manufacturers, involving very 
high licence claims in the triple-digit 
millions.

Under previous patent law, even if the 
patent in the networking technology 
of a motor vehicle represents only 
a functional and subcomponent 
of a complex product in terms of 
value, an owner of an SEP could 
demand injunctive relief without its 
proportionality being examined, for 
example because of the threat of a 
production stoppage. This also applies 
if nullity proceedings are pending with 
regard to this patent. The automotive 
industry therefore advocated that 
specific constellations of industrial 
sectors, based on the division of 
labour, be taken into account in the 
future proportionality test. 

While the automotive industry was 
the driving force behind the reform 
of Section 139 Patent Act, it should 
not be concealed that the chemical 
industry, another major industry in 
Germany, was very much against the 
reform heavily relies on a strong claim 

German courts are among the most popular forums worldwide for patent 
proprietors when it comes to enforcing their patents. Thanks to Germany’s 
bifurcated system and the speed of District Courts, a claimant may quickly 
obtain injunctive relief before a District Court based on a judicially determined 
infringement of a patent, without the validity of that patent having been 
confirmed by the German Federal Patent Court. 
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for injunctive relief particularly in view 
of the fact that the claim for damages 
is traditionally weak in Germany 
anyway. 
 
Only time will tell how the German 
courts will deal with the new Section 
139 Patent Act and which effects will 
ensue. It will be up to the SEP user 
itself to avoid injunctive relief by 
engaging in constructive licensing 
negotiations. 

If it fails to use that opportunity, 
it cannot rely on a defence that 
enforcing injunctive relief will 
cause inequitable hardship. Hence, 
it is already clear that the newly 
introduced exception will not apply 
to SEP cases since the established 
FRAND rules include a proportionality 
check. 

It may be that even the threat of 
the infringer becoming insolvent 
if injunctive relief is enforced is 
insufficient to deny the patent 
proprietor its injunctive relief. The 
same also applies to investments 
in product development, market 
development, or approval that may be 
jeopardised by the injunction – such 
restrictions are a typical consequence 
of the right to injunctive relief and 
for that reason cannot justify any 
exception. 

Wrapping up the discussion, there 
is little likelihood at present that 
the patent proprietor’s right to 
injunctive relief will be undermined 
by the new patent law. Having said 
that, infringers will of course try to 
make use of this exception in the 
years to come which is likely to result 
in discontent among those who 
advocated substantial limitations to 
the availability of injunctive relief. It 
will be interesting to see in a couple 
of years whether the entire discussion 
around the much-anticipated reform 
of the Section 139 Patent Act was 
much ado about nothing. Whatever 
the development will be, Venner 
Shipley will keep you informed.

Michael Fischer
mfischer@vennershipley.co.uk 



Intellectual Property 
Rights and Open Source 
Software - A Cocktail 
Case Study
This article explores the interplay between intellectual property rights (IPR) and 
open source software (OSS) and considers whether OSS and IPR can co-exist.
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Introduction

First, it is necessary to consider what 
open source software (OSS) actually 
is. 

Wikipedia® gives the following 
definition (https://en.wikipedia.org/
wiki/Open-source_software): 
“Open source software (OSS) is 
computer software that is released 
under a licence in which the copyright 
holder grants users the rights to use, 
study, change, and distribute the 
software and its source code to anyone 
and for any purpose.” 

The Open Source Initiative® (https://
opensource.org/osd) suggests that a 
licence is an open source licence if it 
meets many requirements, including 
requiring that the source code is 
disclosed, that modifications can be 
made and that such modifications 
may be distributed under the same 
terms as the licence of the original 
software.

There are other definitions, but it 
is clear that OSS is software that 
is released under an open source 
licence. There are many types of open 
source licence, with varying rights and 
obligations.

This article considers whether it is 
possible to use open source software 
when developing products for a 
business and also use IP rights to 
protect those products and, if so, 
what issues need to be taken into 
account. These issues are explored in 
the following fictional case study.

The Scenario

Assume that you have a successful 
small business that sells cocktails 
in cans. The cocktail is hand-mixed, 
which limits production. You have a 
plan to upscale.

You have developed a mixing 
apparatus that seeks to replicate 
your hand mixing. The apparatus 
has input taps that control the 
flow of the cocktail ingredients, 
and a motor to drive the mixing. 
You have also devised algorithms 
to control the apparatus and are 
currently developing software code to 
implement those algorithms.

You plan to develop the mixing 
apparatus, with a view to making 
fairly small batches of the cocktail in 
the short-term. This will serve as a 
proof-of-concept phase. The longer-
term plan is to sell the technology 
(and the intellectual property 
protecting that technology).

The Software Code
The cost of developing software code 
for your system from scratch is high, 
but your software developer has 

identified OSS modules that could 
significantly reduce both the timeand 
cost of developing the software.
As shown in the figure below, two 
code modules are envisaged: an 
“Ingredient Selection” module and a 
“Mixer Control” module. 

The Ingredient Selection code can 
be modified from an existing OSS 
selection algorithm. This requires a 
simple tweak to the software that will 
take almost no time at all.

The Mixer Control code is more 
complex and will require the writing 
of bespoke software code. Even 
here though, a number of OSS 
modules can be reused; for example, 
many sensors are required (e.g. 
temperature sensors and pressure 
sensors), which are available with 
OSS modules for translating module 
inputs and outputs. Such modules 
would be called by the main (bespoke) 
Mixer Control algorithm.

OSS Licences

What impact does the use of 
OSS have on the plan to sell the 
intellectual property in the cocktail-



www.vennershipley.co.uk

Gary Whiting
gwhiting@vennershipley.co.uk 

1717

www.vennershipley.co.uk
making business? The short answer is 
that it depends on the licence terms.
As discussed above, OSS is software 
that is released under an open source 
licence. An OSS licence is a legal 
agreement between the author(s) of 
the code and the user(s) of the code. 
There are many types of licence, 
but they are generally in one of two 
groups:

“Permissive” OSS licenses typically 
give the freedom to make, use, modify 
and share the software, but with the 
right to develop proprietary derivative 
works. They typically have very light-
touch requirements, such as keeping 
copyright notices and disclaimers in 
the code. Examples include BSD, MIT 
and Apache.

“Restrictive” OSS licences typically 
give the freedom to use, modify 
and share the software, but with a 
requirement to provide a licence to 
the modified software on the same 
terms. Examples include Gnu public 
licence (GPL) and Mozilla Public 
Licence (MPL).

Impact of OSS on IP Rights
In this case study, the intention is to 
develop a portfolio of IP rights that 
could be sold with the technology. 
Key IP rights here might include trade 
secrets, patents and copyright.

Trade Secrets

The cocktail recipe itself (and 
the ingredient selection code) is 
potentially a valuable trade secret. 
If the code on which the Ingredient 
Selection code is based has a 
restrictive OSS licence, then it may be 
necessary to share the modified code. 
This is likely to disclose your trade 
secret in the recipe (or at least make it 
impossible to protect the recipe using 
trade secret principles).

Patent rights

Aspects of the algorithm for 
controlling the mixing apparatus 
may be patentable. If the Mixer 
Control code uses OSS modules 
that have restrictive licences, these 

might restrict the extent to which any 
patent rights in control algorithms 
for controlling the mixing are 
enforceable. For example, the terms 
of the restrictive licence may require 
that an OSS licence to the modified 
software (and hence potentially to 
the patented invention) be made 
freely available. Moreover, as this is 
in the same system as the Ingredient 
Selection module, using such OSS 
modules might even risk forcing 
disclosure of the ingredient selection 
code (and the underlying trade 
secrets). 

Copyright

The software code developed for 
this project will be protected using 
copyright, but the extent of this 
protection will be impacted by the 
terms of the OSS modules that you 
use. For example, it is possible that 
the use of OSS modules relating to 

the sensors that are used by the 
Mixer Control algorithm might impact 
on copyright protection for the Mixer 
Control code.

In all cases, the use of “permissive” 
OSS licences will increase the IP 
protection that can be obtained and 
enforced. In reality, there are many 
forms of OSS licence that exist on a 
continuum between highly restrictive 
and highly permissive licences. Thus, 
it is necessary to fully understand the 
obligations that follow from each OSS 
licence that you use.

Final Remarks
This article set out to consider 
whether open source software and 
IP rights can co-exist and, if so, what 
issues need to take into account. 
The short answer is that OSS and IP 
rights can co-exist (particularly, if you 
are using permissive OSS modules), 
but care is required.

Issues that businesses should 
consider when working with OSS 
include the following:

• An OSS licence is a licence and 
should be treated as such. 
Who is responsible within your 
organisation for agreeing to such 
licences?

• If you are using OSS software, 
do you know what OSS licences 
are relevant? Do you know what 
obligations you have? Are you 
sure that you are meeting those 
obligations? Are you documenting 
this?

• Software teams are usually under 
pressure to delivery results 
quickly. This can increase the 
use of OSS. OSS is particularly 
attractive in development/proof-
of-concept phases, but such 
code has a habit of spilling over 
into end designs. Do you have 
controls in place to manage this?

• Should you restrict OSS use 
within your organisation to 
permissive OSS? Is the answer 
different for proofs-of-concept 
and final products? 

• Who is responsible in your 
organisation for answering these 
questions? Who is responsible 
for ensuring compliance with any 
OSS policies?

The answers to these questions will 
vary from business to business and 
may vary from project to project with 
a business. It can be difficult to strike 
the right balance between giving your 
R&D teams the freedom to develop 
concepts whilst ensuring that legal 
pitfalls are avoided. A good OSS 
policy, coupled with discussion and 
training is often critical to striking this 
balance.
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The Ghost  
in the Machine 
Regular readers of Inside IP will be aware of the efforts by a team led by 
Professor Ryan Abbott at the University of Surrey to obtain patent applications 
naming an AI system called DABUS (Device for the Autonomous Bootstrapping 
of Unified Sentience) as inventor. The inventions in question are a “Fractal 
Container” and a “Neural Flame”. Applications have been filed in a number of 
jurisdictions, testing the response of the patent system to AI-created inventions.

Recent months have seen significant 
milestones in this process. In 
a judgment handed down on 
21 September 2021, the United 
Kingdom’s Court of Appeal affirmed 
(albeit in a split decision) a lower 
court’s decision that the patent 
applications could not proceed as the 
requirements to name an inventor 
had not been met. Contrastingly, 
on 30 July 2021, a decision of an 
Australian court decided that an 
AI could be an inventor and that 
the applications should therefore 
progress.

The big questions, and the 
questions that matter
The concept of AI inventorship 
gets to a core issue about our 
relationship with technology and our 
understanding of ourselves. There 
is an association in the public mind 
between “invention” and moments of 
creative inspiration. If a machine can 
invent, then are we saying something 
about its similarity to human 
minds? These are big questions, 
and fascinating ones. Moreover, 
the DABUS AI is itself an impressive 
piece of technology, running with a 
sufficient degree of autonomy that 
these questions come into view.

However, when it comes to the 
relationship between patent law and 
inventorship, it is not altogether clear 
that we should expect answers to 
the big questions of consciousness 
and creativity. As the UK Court of 
Appeal notes, the phrase “first and true 
inventor” historically encompassed 
the first “importer”. Today, UK law 
refers to an inventor as the “actual 
deviser” of the invention. The concept 

of “invention” in patent law is not 
coterminous with the lightbulb-
moment of popular imagination; the 
philosophical nature of inspiration and 
the role of the conscious mind can be 
left to one side for these purposes.

For all that, the technology does 
demand answers to questions that 
may have far-reaching effects on 
patent law. Can AI create an invention 
and, if so, is that AI to be understood 
as an “inventor”? If such inventions are 
accepted to exist, who should own the 
patents to them?

Harmony and disharmony
Today’s international patent system is 
harmonised to an impressive degree; 
from the Paris Convention of 1883, 
through the TRIPS agreement of 
1994 and with many other initiatives 
and agreements in-between, the 
fundamentals of the patent system 
are remarkably consistent across 
jurisdictions. However, the contrast 
between the UK and Australian 
decisions (albeit that this may not 
be the end of the road in Australia 
at least) suggests that there may be 
further work to do if that consistency 
is to be maintained.

All three judges in the UK Court of 
Appeal found that, according to the 
UK Patents Act 1977, an “inventor” 
must be a person and as such, cannot 
be an AI. This analysis predominantly 
focused on the wording of the 
relevant statutory provisions, which 
do not appear to contemplate or 
allow for a non-human “inventor”. 
This conclusion is not the same as 
excluding the possibility that AI might 
create an invention – it is simply to 

say that such an invention would have 
come into effect without an “inventor” 
as the law understands it. We 
return to the consequences for such 
inventor-less inventions below, as this 
is the heart of the split between the 
judges at the UK Court of Appeal.

Australian law is worded differently, 
and the Australian judge therefore 
found more room to consider whether 
an AI could in theory be an “inventor”. 
That analysis was intriguing, with 
the judge finding that while the term 
“inventor” has historically implied an 
individual, there is no reason that this 
meaning could not evolve over time 
to encompass machines capable of 
performing the task of invention. One 
might argue that there is a distinction 
between recognising that the meaning 
of a word may evolve and actively 
introducing a new definition. However, 
the judge here was firm in the 
conclusion that AI can create inventions 
and appeared to derive from this 
starting point a necessity to fit the law 
to allow such inventions to be patented 
– AI’s ability to be an “inventor” was 
almost a by-product of this.

Finders, keepers
If both the UK and Australian courts 
accept at least the possibility of an 
AI-created invention, then what do we 
know about who might own a patent 
for such an invention? Here, one thing 
is clear – the owner will not be the AI 
itself. This creates a tension with the 
conventional understanding of the 
chain of title of patent ownership, 
which has often been thought of 
as some form of transfer from the 
inventor to the ultimate proprietor.

18
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The split between the UK judges 
concerned whether the absence 
of an inventor should necessarily 
matter. The majority view was that, 
in the absence of an inventor, a 
patent application will fail, if for no 
other reason than the technical 
ground that a patent applicant 
must declare the identity of the 
inventor and the manner in which 
the applicant obtained ownership. 
The minority view was that, while 
an AI system cannot be truly an 
inventor, there is nothing to prevent 
an application proceeding without 
accurate inventor details and further, 
that it is conceivable that the owner/
operator of an AI system might 
obtain ownership in its creations. 
While couched in technical language, 
this divide may have significant 
consequences – as Lady Justice 
Elisabeth Laing put it in deciding with 
the majority:

“If the inventor is not a person, but a 
machine, no person has, as a matter 
of law, a right to apply for a patent in 
respect of the machine’s inventions. It 
is as simple as that… If patents are to 
be granted in respect of inventions by 
machines, the 1977 Act will have to be 
amended.”

This was the heart of the issue in 
Australia too, where the judge felt 
that such an outcome would be an 
anathema to the “object clause” of the 
Australian patent act. That is, leaving 
such inventions unprotected was felt 
to go against the fundamental aims of 
the patent system – this was enough 
for the judge to justify the movement 
away from a dictionary definition of 
“inventor”. The Australian judge also 
felt that the inability of the inventor 
to own property did not necessarily 
prevent another party from deriving 
a right to the property as a result of 
their relationship with that inventor.

That is to say, while an AI cannot 
assign its property (because it 
has none), intellectual property 
arising from the AI’s activity could 
nevertheless be owned by another. 
The Australian judge saw no absolute 
requirement for formal assignment 
from one party to another for this 
to happen, arguing that ownership/
control of the machine may be 
sufficient to claim ownership of 
that machine’s output. The minority 
opinion in the UK worked on similar 
lines – arguing that there might be 
rights that come from owning an 

AI system (and also that it was not 
the UK Intellectual Property Office’s 
(UKIPO) place to judge whether this 
was true or not). This was a bridge too 
far for the majority at the UK Court 
of Appeal, who felt that the applicant 
had not shown any just reason in law 
why any rights arising from the AI’s 
activity would belong to them.

The object of the game
The patent system is designed to 
motivate and reward innovation. 
In those terms, is there a problem 
if AI-created inventions cannot be 
patented? Will this reduce the rate of 
human progress?

One might argue that without patent 
protection, there will be less incentive 
for AI-machines to be built and 
operated in such a way as to obtain 
these potential innovations. However, 
if the innovation is contingent upon 
this human endeavour, then perhaps 
the question falls away – those who 
put the conditions into effect for 
the AI to generate its output might 
be rightly considered the effective 
“inventors”, notwithstanding the 
autonomy in the AI process. It is the 
humans that need to be motivated, 
not the machines.

However, if invention-creating AI is 
a technology with the potential to 
launch a step change in innovation, 
then the patent system ought 
to be ready to reward the 
innovation necessary in 
creating those machines in 
the first place. Ultimately, 
the DABUS case is about 
whether the children of 
DABUS are patentable, but 
perhaps we are trying to run 
before we can walk. DABUS itself is 
a technological marvel with a known, 
human inventor. Yet this does not 
fit easily with existing precedent at 
the UKIPO or European Patent Office 
when assessing what is patentable 
– policymakers would be wise not to 
forget the importance of supporting 
innovation in AI itself as they worry 
about its creations.

Peter Thorniley 
pthorniley@vennershipley.co.uk 

19

www.vennershipley.co.uk



20

Update on the Latest 
Developments regarding 
the UP/UPC
There has recently been a significant decision of the German  
Federal Constitutional Court on the Unitary Patent/Unified Patent Court  
(UP/UPC) proposals. 
This decision removes one of the final 
hurdles to the implementation of 
that system. The UP/UPC proposals 
are designed to harmonise the 
patent litigation landscape across the 
European Union and, as a corollary, 
address some of the inefficiencies 
of the current validation process. 
Should they come into effect, they 
may have a profound effect on the 
patent litigation landscape in Europe. 
Please do get in touch with one of our 
attorneys if you would like to discuss 
any of the points raised below.

Prosecution of patent 
applications in Europe
The first thing to note is that 
prosecution to grant of patent 
applications in Europe remains 
unchanged. The existing European 
patent system is based on an 
intergovernmental treaty (the 
European Patent Convention) which 

is separate from the EU and covers 
38 member states, which include 
all 27 states of the EU and 11 other 
countries (including the United 
Kingdom). Through this, grant of 
European patent applications is 
handled by the European Patent Office 
(EPO). This process will be unaffected. 
Thus, European patent attorneys, 
whether based in the UK or elsewhere, 
will continue to act before the EPO to 
obtain granted patents in the existing 
way. Existing routes to grant at 
national offices remain unchanged.

When an application is granted by 
the EPO, the resulting patent is then 
validated in states of interest resulting 
in a bundle of national patents. Those 
national patents are then litigated 
in the national courts of individual 
member states. It is these phases of 
validation and litigation that may be 
affected by the UP/UPC package.

Proposed UP/UPC system

The proposed UP/UPC system has 
two aspects:

1.  The Unitary Patent (UP)
After a European patent is granted, 
it will be possible to request unitary 
effect and thereby obtain a UP for 
those member states of the EU in 
which the UP/UPC system has effect 
(at present 15 states have ratified). 
The aim here is to reduce validation 
costs and subsequent renewal costs, 
but in practice a cost saving is only 
likely to arise in comparison with 
validating in four or more member 
states under the current system. It will 
remain possible to choose to validate 
conventionally in individual member 
states and this, of course, will 
continue to be the approach taken 
for states that do not participate in 
the new system, such as the UK. Thus, 
for example, a granted European 
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patent system at the EPO, but at 
least in the short-term there will 
be dual systems operating in those 
states. Patentees will have choices 
to make as to how far they look to 
take advantage of, or indeed avoid 
the disadvantages of, the new court. 
While the UK will not participate in 
the UPC itself, we at Venner Shipley 
continue to be well-placed to advise 
and assist with your pan-European 
strategy. We will of course keep you 
advised as and when there are any 
further developments and particularly 
if a concrete starting date should be 
established, but in the meantime 
please do get in contact with us 
should you have any questions. 

patent application could be registered 
as a UP and additionally validated 
in the UK. Alternatively, the patent 
could be validated in the UK, France, 
and Germany only (a conventional 
“bundle” of national patents) – this 
would be less costly but would result 
in less territorial coverage compared 
to the UP + UK option.

2. The Unified Patent Court (UPC)
This is the litigation aspect of the 
system. It is a centralised court 
system (albeit there will be divisions 
of the court in various locations) to 
replace the current independent 
national courts for participating 
member states. Ultimately, the aim 
is that all patent litigation for those 
states will be handled by the UPC, 
but initially a hybrid system will exist. 
Practically, there are two points to 
note: 

(a)  if you obtain a UP at the validation 
stage, then this can only be 
litigated at the UPC; and 

(b)  for participating member states, 
conventional national validations 
will ultimately also be litigated at 
the UPC by default although there 
will be a transitional period (seven 
years at present, although this 
can be extended) during which 
actions may also be brought at the 
national courts and during which 
a patentee can opt-out individual 
patents from the jurisdiction of the 
UPC. 

The option to opt-out from the 
jurisdiction of the UPC is designed to 

address the concerns of patentees 
nervous to subject their assets to 
the decisions of an untested body in 
its infancy, particularly as this could 
lead to a central revocation of the 
case across all participating member 
states. There will be an option to 
opt back in if the patentee later 
considered it desirable. It is important 
to note that this opt-out procedure 
will apply to existing portfolios of 
European patents as well as to those 
granted in the future. Of course, 
litigation for those states that do not 
participate in the new system, both 
within and outside the EU (including 
the UK), will continue as at present.

Time frame

The German Federal Constitutional 
Court decision removes a major 
roadblock to the implementation of 
the UPC, but there are a number of 
steps that still need to occur before 
the system is up and running. The 
most optimistic estimates suggest 
the system may come into force in 
late 2022, but there remains ample 
opportunity for further delay beyond 
this point and indeed, ultimately, no 
absolute guarantee even at this late 
stage that more significant setbacks 
will not occur.

Final comments

Not only will the system initially only 
cover a subset of EU member states, 
which themselves are a subset of 
states participating in the European 
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However, since the EU Trade Mark 
Directive 2015 came into force in 
the United Kingdom on 14 January 
2019, MP3 and other sound files have 
been accepted by the UK Intellectual 
Property Office (UKIPO) and the 
European Union Intellectual Property 
Office, making it easier for sounds to 
be recorded and registered.

While it is now easier to file 
applications for sound marks, it is 
still challenging to register sounds as 
trade marks.

There are two issues to deal with:

1. Graphic representation  
of the sound
Many of the sound marks which have 
been registered are pieces of music 
and these can be represented by 
transposing the sound on to a score. 
Examples of registered sounds can be 
seen below:

• 3358089 (British Airways Flower 
Duet)

• 916960197 (Phillips)

• 914012281 (Samsung)
However, more unusual sounds 
can be more difficult to represent 
graphically. The introduction of MP3 
and sound files has made it easier to 
represent a sound, particularly very 
short jingles, pronunciation of spoken 
words, and so on. An example is the 
well-known “Simples” sound mark 
protected by Compare The Market 
Limited:

• 908176133

2. Distinctive character  
of the sound
A sound mark must meet the 
same requirements of other more 
traditional trade marks, in that it 
must “distinguish goods and services 
of one undertaking from those of 
other undertakings”. Therefore, a 
sound must not describe the goods 
or services for which registration is 
sought. For example, while distinctive 
for the production of movies, the 
famous Metro-Goldwyn-Mayer Lion 
Corporation’s (MGM) iconic lion roar 
would probably not be accepted for 

safari holiday services. Similarly, the 
sound of the Merlin engine in the 
Spitfire plane would probably not 
succeed as a trade mark for airline 
services.

If a sound lacks distinctive character 
as a new and unused mark, it can 
acquire distinctive character through 
use over a period of time, and it could 
be that the amount of advertising and 
promotion required for some sound 
marks to become distinctive may be 
a reason why brand owners have 
traditionally not protected them in 
great numbers.

Recent case study
 
We recently filed a comparable rights 
application at the UKIPO based on 
a European Union application still 
pending after the end of the Brexit 
transition period on 31 December 
2020. The application was for a jingle 
sound, and is reproduced below:

• 3604547 

Protection of Sounds, 
Jingles and Mogos 
Although it has been possible to register sounds as trade marks for many years, 
very few have been protected.
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The application was objected to on 
the basis that it was devoid of any 
distinctive character. In particular, 
the examiner stated that the reason 
for the lack of distinctive character 
was because “the mark would be 
perceived first and foremost as a 
simple sound rather than a brand 
emanating from a single source of 
origin”.

Similar objections had originally been 
raised against the EU application and 
these had been overcome on appeal. 
We therefore used some of the 
arguments from the EU appeal and 
threw in a few of our own and were 
delighted when the examiner changed 
his mind due to our “well thought out 
response” and agreed the mark could 
be accepted for registration.
While this article is not the place to 
reproduce our detailed arguments, it 
is interesting to note:

• A musical sound consisting of 
a short sequence of sounds 
can function as a trade mark to 
designate origin.

•  Indeed, a musical jingle or mogo 
(musical logo) should ideally 
be short, so that it is easy to 
remember, is catchy, and has a 
quick recognition value.

•  A sound may be simple, but this 
does not prevent it from being 
distinctive and a unique identifier 
of a brand owner’s goods and 
services.

The future  
for sound marks

Despite being in the profession for 
nearly 40 years, this is the writer’s 
first foray into protection of a sound 
mark. However, we believe that sound 
marks are likely to become more 
popular in the future, particularly in 
our increasingly multi-media age. With 
our younger consumers in particular 
engaging in more virtual shopping 
experiences on their smartphones 
and tablets, sound marks and other 
multimedia brands, such as motion 
and 3D marks, will be used more and 
more.

Another driver for an increase in 
sound marks is the popularity of 
the virtual assistant in our homes. 
A large part of the population now 
has a virtual assistant device (such as 
Amazon’s Alexa), which means that 
sound marks of all kinds will become 
an increasingly valuable part of brand 
owners’ portfolios.

Of course, the enforcement of 
sound marks is likely to be far more 
challenging than for traditional trade 
marks. It is probable that a sound 
would have to be identical or virtually 
the same as the registered version for 
there to be a likelihood of confusion.

To conclude, if you have a sound, 
catchy jingle, or mogo used as part of 
your brand, add it to your portfolio. It 
could become as iconic as MGM’s Leo 
the Lion.

Jane Martin
jmartin@vennershipley.co.uk 
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The Boards of Appeal of the European 
Patent Office (EPO) and the courts of 
the United Kingdom have expressed 
the significance of plausibility as 
follows:

“The definition of an invention as being 
a contribution to the art, i.e., as solving 
a technical problem and not merely 
putting forward one, requires that it is 
at least made plausible by the disclosure 
in the application that its teaching 
solves indeed the problem it purports to 
solve.” ¹

“Plausibility is to exclude speculative 
patents, based on mere assertion, where 
there is no real reason to suppose that 
the assertion is true” ²

A lack of plausibility is not, in itself, 
a ground for invalidity of a patent 
according to the European Patent 
Convention or the UK Patents Act 
1977. Rather, plausibility is usually 
raised in the context of sufficiency of 
disclosure or inventive step. The case 
law concerning plausibility appeared 
to be fairly settled, with a series 
of EPO Board of Appeal decisions 
finding that an invention must be 

The concept of plausibility goes to the heart of the fundamental principle that 
a monopoly for an invention can only be awarded in return for a disclosure of 
that invention. 

rendered plausible in the application 
as originally filed, otherwise post-
filing data cannot be considered in 
support of a sufficiency of disclosure 
or inventive step. 

However, in a recent EPO Board 
of Appeal case (T 116/18) it was 
suggested that the Boards of Appeal 
are not completely consistent on this 
issue. In particular, it would appear 
that some Boards of Appeal consider 
that the requirement for the technical 
effect of a claimed invention to be 
rendered plausible in the application 
as filed is incompatible with the 
problem solution approach for 
assessing inventive step.

T 116/18 concerned European Patent 
No. 2484209, which was granted 
with claims directed to an insecticide 
comprising thiamethoxam and one 
or more compounds defined by a 
formula 1a encompassing a large 
number of possible compounds. 
The difference between the claimed 
subject-matter and the closest prior 
art was identified as the selection of 
the compounds to be combined, with 
the selected combination purported 
to have a synergistic effect.

The patent included examples 
testing the interaction between 
thiamethoxam and various 
compounds of formula 1a, but no 
evidence of synergy was provided. 
During appeal proceedings, the 
patentee provided post-published 
documents which contained 
data showing synergy between 
thiamethoxam and compounds 
of formula 1a. In response, the 
opponent, following what appeared 

to be the established EPO case law, 
argued that the synergy between 
thiamethoxam and compounds of 
formula 1a had not been rendered 
plausible in the application as filed 
and so the post-published documents 
should not be taken into account.

The Board of Appeal noted that 
the question of whether or not the 
post-published evidence could be 
considered was decisive for the 
question of whether or not the 
claimed subject-matter involved 
an inventive step. Then, somewhat 
surprisingly, the Board of Appeal 
identified conflicting earlier Board 
of Appeal decisions on the question 
of admissibility of post-published 
evidence to support inventive step.

The Board of Appeal referred to 
the requirement for a technical 
effect to be rendered plausible in 
the application as filed as “ab initio 
plausibility” and legal basis for this 
requirement was identified in a 
number of earlier decisions (including 
T 488/16, T 1329/04, and T 433/05). 

However, they also referred to 
conflicting decisions in which the 
criterion for ab-initio plausibility 
had not been applied and where 
Boards of Appeal had found that a 
lack of ab initio plausibility was not a 
reason to disregard post-published 
evidence (for example, decisions T 
2371/13 and T 31/18). These Boards 
of Appeal were of the opinion that 
the requirement for a technical effect 
to be plausibly demonstrated in 
application as filed was incompatible 
with the problem solution approach 

”

“

Enlarged Board  
of Appeal Referral  
on Plausibility 

Plausibility is to 
exclude speculative 
patents, based on 
mere assertion, 
where there is 
no real reason to 
suppose that the 
assertion is true.
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to assessing inventive step, because 
the problem to be solved is not 
known to the patentee until the 
closest prior art has been established, 
which may not happen until long 
after the application has been drafted 
and filed. As a result, the Boards of 
Appeal felt that the requirement of 
ab initio plausibility placed an undue 
burden on the applicant in the case of 
inventive step based on the problem 
solution approach.

According to the minutes of the oral 
proceedings that took place on 22 
July 2021, all of the parties felt that 
there was a need to refer questions 
regarding the admissibility of post-
published data to the Enlarged 
Board of Appeal (EBA). The written 
decision of the Board of Appeal was 
subsequently issued referring the 
following questions to the EBA:  

If for acknowledgement of inventive 
step the patent proprietor relies on 
a technical effect and has submitted 
evidence, such as experimental data, 
to prove such an effect, this evidence 
not having been public before the 
filing date of the patent in suit and 
having been filed after that date (post-
published evidence):

1. Should an exception to the 
principle of free evaluation of 
evidence be accepted in that 
post-published evidence must 
be disregarded on the ground 
that the proof of the effect rests 
exclusively on the post-published 
evidence?

2. If the answer is yes (the post-
published evidence must be 
disregarded if the proof of 
the effect rests exclusively on 
this evidence), can the post-
published evidence be taken 
into consideration if, based on 
the information in the patent 
application in suit or the common 
general knowledge, the skilled 
person at the filing date of the 
patent application in suit would 
have considered the effect 
plausible (ab initio plausibility)?

3. If the answer to the first 
question is yes, can the post-
published evidence be taken 
into consideration if, based on 
the information in the patent 
application in suit or the common 
general knowledge, the skilled 
person at the filing date of the 
patent application in suit would 
have seen no reason to consider 
the effect implausible (ab initio 
implausibility)?

It would seem that the second and 
third questions seek to establish 
whether rendering an effect plausible 
requires provision of a positive reason 
to believe that the alleged technical 
effect is achieved or the absence of 
a reason to doubt that the alleged 
technical effect is achieved. This leads 
on to the question of whether the 
burden of proof regarding ab initio 
plausibility rests with the patentee or 
the opponent. The Board of Appeal 

was also concerned whether it would 
be equitable to allow an opponent 
to rely on post-published evidence if 
the patentee was denied reliance on 
post-published evidence to support 
plausibility.

Clearly, the new referral (G 2/21) 
will require the EBA to consider 
the interplay of plausibility and 
inventive step. It may also take this 
opportunity to consider the legal 
basis for the plausibility requirement. 
The referring decision of the Board of 
Appeal makes reference to a quote 
from Sir Robin Jacob on plausibility 
which suggests that the requirement 
is based on an interpretation of 
the European Patent Convention 
that is not actually supported by 
the words of the Convention. Is 
the desire to prevent speculative 
“armchair” inventions strong enough 
to overcome this lack of reference 
to plausibility in the law? We will be 
keeping a close eye on this referral.

Sian Gill
sgill@vennershipley.co.uk 

1.  T 1329/04 (Factor-9/Johns Hopkins), emphasis added
2. Actavis v Eli Lilly [2015] EWHC 3294, emphasis added

www.vennershipley.co.uk



MONOPOLY – Trade 
Mark Appeal Edition 
Hasbro, Inc. (Hasbro) had one of its European Union trade mark registrations 
for MONOPOLY struck out in part by the Board of Appeal on the basis that it 
was filed in bad faith. It appealed the decision before the General Court.

26

Background and first 
appeal decision

The Board of Appeal decision was 
originally reported in this publication 
in December 2019. An EU trade mark 
enjoys a finite grace period of five 
years’ non-use from the date on which 
it achieved registration. After that 
period, if and insofar as it remains 
unused in EU commerce and there are 
no proper reasons for non-use, there 
are consequences. One of these is that 
it becomes vulnerable to a revocation 
action for non-use and could be struck 
from the register where the unused 
goods and services are concerned. 
Another is that it cannot effectively 
form a basis of opposition before the 
European Union Intellectual Property 
Office (EUIPO) as the owner can be 
required to prove its use over the 
previous five years. 

Proving use of a registered mark 
which is over five years old obviously 
requires an investment of time and 
cost by the registered owner. In 
order to avoid this, some trade mark 
owners reapply for the same mark 
periodically, thus restarting the non-
use grace period for each application. 
The resulting registration can be used 
in opposition proceedings for another 
five-year period without proof of use. 
This practice of repeated filings for the 
same mark is called “evergreening”.

Hasbro had three EU trade 
registrations for the word MONOPOLY, 
filed respectively in 1996, 1998, and 
2010. It obtained a fourth registration 
in 2011 for goods and services, 
in part identical to the previous 
registrations and in part for previously 
unregistered goods and services. A 

Croatian company was successful in 
a partial invalidity claim against the 
2011 registration before the Board 
of Appeal on the ground that it was 
filed in bad faith. The registration 
was cancelled insofar as it covered 
duplicate goods previously registered 
under MONOPOLY. The Board of 
Appeal agreed that Hasbro had a 
dishonest intention when the 2011 
application was filed, because it was a 
repeat filing made with the intention of 
resetting the non-use clock.

General Court decision

The General Court upheld the Board of 
Appeal decision here, with some useful 
clarifications along the way, including 
the following:



Camilla Sexton
csexton@vennershipley.co.uk 
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•   Bad faith cannot be confined 
to a limited category of specific 
circumstances. An assessment 
must be made of the applicant’s 
intention at the time the trade 
mark application was filed. If 
this intention was for a purpose 
other than to engage fairly in 
competition by indicating the 
trade origin of goods or services, 
this will be bad faith. In this 
instance, Hasbro admitted in 
oral evidence before the Board 
of Appeal that its intention 
was partly the administrative 
convenience of not having to 
prove use of its most recently 
filed MONOPOLY registration. 

• Repeat filings for a mark are not 
prohibited per se and there is a 
presumption of good faith on the 
part of the trade mark owner. 
The burden of proof lies with the 
party claiming bad faith. However, 
objective circumstances may 
lead to a rebuttal of the good 
faith presumption. The trade 
mark owner must then provide 
a plausible explanation for those 
circumstances. In this instance, 
despite having older registrations 
for MONOPOLY, Hasbro had 
actually relied on its most recent 
registration in two oppositions 
and did not have to prove use of it 

in those proceedings. It needed to 
provide a plausible explanation for 
the repeat filing and its reference 
to administrative convenience in 
oral evidence was fatal.

• Whether or not the mark has 
actually been used is irrelevant 
in assessing whether a re-filing 
has been done in bad faith. In 
this instance, MONOPOLY was 
refiled in relation to board games 
and had very clearly been used 
on these goods, so Hasbro was 
not seeking to reserve rights in an 
unused mark. That did not matter.

• The length of time between 
refilings is also not relevant in 
assessing bad faith. Here, Hasbro 
had not waited for five years 
(or even close) before refiling, 
so it was not gaining maximum 
advantage of resetting the clock.

Comment
The MONOPOLY decision illustrates 
the potential pitfalls of simply refiling 
the identical mark in the EU for 
the identical goods or services has 
already been registered. However, 
if the goods and services provided 
under the mark have been expanded 
outside the terms of the original 
registration, the trade mark positively 

should be refiled in order to protect 
the new range. Additionally, a refiling 
is often worthwhile for the same 
word or words if they are presented 
in a stylised script as the visual 
presentation is then protected. 
Finally, the same word or words can 
be refiled if they are accompanied by 
a logo because the combination of 
word + logo has not previously been 
registered. In other words, as the 
brand evolves, it is legitimate practice 
to add value to it by protecting the 
trade mark at each stage, provided this 
is demonstrably done in good faith.
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We have issued a number of 
notifications explaining the important 
changes and further, more detailed, 
information can be found on our 
website. Below is a summary of the 
main points to note:

Patents
•  As the European Patent Office 

(EPO) is an institution that is not 
related to the EU, the current system 
for obtaining European patents 
remains unaffected by Brexit. This 
means that our qualified European 
representatives can continue to act 
before the EPO irrespective of Brexit. 

Trade marks 
•  The UK automatically created 

equivalent cloned rights from EU 
and International (EU) trade marks 
registered at 31 December 2020. 
These comparable rights continue to 
have force in the UK but are treated 
as entirely separate rights from their 
parent EU registrations.

•  Any EU trade mark application that 
remained pending as at 31 December 

2020 will no longer cover the UK. A 
grace period allowed for pending EU 
applications to be refiled in the UK 
as comparable applications came to 
an end on 30 September 2021. This 
means that trade marks will now 
need to be protected separately in 
the UK through a national filing or 
as a separate designation within an 
International trade mark application.

•  Challenges to UK trade mark 
applications or registrations can be 
based on a cloned UK right created 
from an EU or International (EU) trade 
mark. Up to 31 December 2025 use 
of such a right in the EU will maintain 
the UK cloned right and can be relied 
on for the purposes of any opposition 
or cancellation.

Designs

•  The UK automatically created 
equivalent cloned rights from 
registered Community designs and 
international design registrations 
having an EU designation registered 
as of 31 December 2020. These rights 
continue to have force in the UK but 
are treated as entirely separate rights 
from their parent Community design 
registration.

•  Any application for a registered 
Community design filed in the EU 
and which remained pending as at 
31 December 2020 will no longer 
cover the UK. A grace period allowed 
for any pending EU applications to 
be refiled in the UK as comparable 
applications came to an end on 30 
September 2021. This means that 
designs will now need to be protected 
separately in the UK through a 
national filing, in addition to filing 
a registered Community design 
application to seek protection in the 
EU member states.

Plant variety rights (PVRs)

•  Any plant variety application filed 
in the EU (at the Community Plant 
Variety Office) no longer covers the 
UK and the grace period allowed for 
pending plant variety applications 
to be refiled in the UK came to an 
end on 30 June 2021. This means 
that PVRs will need to be protected 
separately in the UK by applying 
via the International Union for the 
Protection of New Varieties of Plants.

•  EU PVRs registered before 1 
January 2021 have been given a 
corresponding UK right and will have 
continued protection in the UK. 

Renewal

•  Newly filed or automatically created 
comparable UK rights must be 
renewed separately to ensure 
continued UK protection. This applies 
to trade marks, designs, and PVRs.

Representation 
•  From 1 January 2021 the UK has 

required a UK address for service for 
all live matters at the UK Intellectual 
Property Office (UKIPO). There is 
a grace period of three years for 
representation of EU trade marks 
and designs from which cloned rights 

Brexit Shakedown 
The events of COVID-19 over the last two years have, to an extent, overshadowed 
the impact of Brexit following the Brexit transition period agreed between the 
United Kingdom and the European Union, which ended on 31 December 2020. 
However, there have been a number of important changes to UK law and practice 
since the UK left the EU, particularly in relation to trade marks and designs. 

...designs will 
now need to 
be protected 
separately in 
the UK through 
a national filing, 
in addition to 
filing a registered 
Community design 
application to seek 
protection in the EU 
member states. ”

“ From 1 January 
2021 the UK 
has required a 
UK address for 
service for all live 
matters at the 
UK Intellectual 
Property Office 
(UKIPO). 

“

”
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were created post-Brexit and that 
will come to an end on 31 December 
2023. However, a UK representative 
may need to be appointed before 
certain tasks can be actioned before 
the UKIPO. The grace period does not 
apply to cloned rights created from IR 
(EU) registrations.

•  The European Union Intellectual 
Property Office requires 
representatives to have EU 
qualification, residence, and 
nationality. Venner Shipley meets 
the relevant requirements for 
representation through our office 
based in Germany. 

Exhaustion of rights
•  The UK recognises the concept of 

exhaustion of rights in respect of 
goods placed on the EEA market by, or 
with the consent of, the rights owner, 
so if goods are placed on the market 
in the EU they can then be imported 
into the UK freely as the intellectual 
property rights’ (IPR) owner’s rights are 
said to have been exhausted.

•  The reverse is not true, so that goods 
placed on the market only in the UK 
cannot be freely exported to the EEA 
and the consent of the IPR owner 
may be needed. The UK government 
has consulted on whether this 
position should continue and the 
outcome of that consultation is now 
awaited. 

Clare Turnbull
cturnbull@vennershipley.co.uk

Ian Grey
igrey@vennershipley.co.uk 

For more information on anything Brexit 
related, please get in touch with us at, 

brexit@vennershipley.co.uk.

www.vennershipley.co.uk
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A human-centred focus 
and a wide scope of 
application

The Explanatory Memorandum 
accompanying the official text of the 
AI Act frames the EC’s aim for the new 
law: 

AI should be a tool for people and be 
a force for good in society with the 
ultimate aim of increasing human well-
being. Rules for AI available in the Union 
market or otherwise affecting people in 
the Union should therefore be human 
centric, so that people can trust that the 
technology is used in a way that is safe 

and compliant with the law, including 
respect for fundamental rights.

Elsewhere, the Memorandum notes 
that AI is ‘not an end in itself, but a 
tool that has to serve people with the 
ultimate aim of increasing human 
well-being.’ 

 The AI Act runs to 85 articles and 9 
annexes, setting out the proposed 
rules for placing on the market, 
putting into service and use of AI 
systems in the EU. Like the General 
Data Protection Regulation (‘GDPR’), 
the AI Act will have extra-territorial 
effect where the ‘output’ of an AI 
system is used in the EU. 

Regulated AI Systems
Articles 5 and 6 of the AI Act identify 
AI systems, which according to their 
use are either prohibited (article 5) or 
classed as high-risk (Article 6, together 
with Annexes II and III); in addition, 
certain implementations of AI systems 
which are not deemed to be high-risk 
give rise to heightened transparency 
obligations. The classes of AI systems 
under the AI Act are summarised in 
the table below:

Prohibited AI Practices High-Risk AI Systems Limited risk systems 
(some transparency 
obligations)

• Subliminal manipulation 
likely to cause harm

• Exploiting vulnerabilities 
(age, physical or mental 
disability) 

• Social scoring
• Real-time biometric 

identification for law 
enforcement (exceptions 
apply)

• Safety components of products (aviation; motor vehicles; marine 
equipment; rail systems; autonomous aircraft)

• Biometric identification and categorisation
• Management and operation of critical infrastructure 
• Education and vocational training assessment
• Employee/worker assessments and access to self-employment
• Access to essential private and public services, including 

creditworthiness assessment
• Law enforcement: Risk assessment; Detection of emotional state; 

Detection of deep fakes; Credibility of evidence; Profiling and crime 
analytics; Migration, asylum and border control management

• Administration of justice (‘robo judges’)

• Chatbots
• Deep fakes 
• Emotional recognition 

(except for law enforcement 
uses)

The Future Regulation 
of Artificial Intelligence 
is Taking Shape
The European Commission (‘EC’) published its White Paper on Artificial 
Intelligence in February 2020, and in April 2021, published its proposal for a 
Regulation Laying Down Harmonised Rules on Artificial Intelligence (Artificial 
Intelligence Act) (the ‘AI Act’). With the AI Act, the European Union (‘EU’) was the 
first out of the gate globally with a proposal for a comprehensive framework 
for regulating AI, but as discussed below, the UK and others have proposals 
of their own. An initial consultation period elicited hundreds of responses 
from across industry, governmental and public bodies, and civil society, which 
highlight some of the key areas that will shape the legislative debate as the AI 
Act progresses toward adoption. 
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Prohibited AI practices are so-
categorised because they have been 
determined to be incompatible 
with the protection of fundamental 
rights under EU law; as discussed 
below, the permissibility of certain 
law enforcement uses of otherwise 
prohibited AI systems has proven to 
be a central point of contention since 
the AI Act’s proposal by the EC. 

Whilst various AI systems directed at 
public safety, detection of crime and 
law enforcement are classed as high 
risk AI systems, the AI Act does not 
apply to AI systems ‘exclusively used 
for the operation of weapons or other 
military purposes.’ 

AI systems not falling within the scope 
of the classes set out above escape 
the reach of the AI Act, however, as 
discussed below, the AI Act covers 
the full lifecycle of AI systems, and a 
system which initially falls outwith the 
AI Act, may by its use become subject 
to the new rules. 

Key definitions in the AI 
Act
Before considering in detail the 
proposed requirements for high-
risk AI systems, a number of key 
definitions set out in article 3 of the AI 
Act merit particular consideration: 

Artificial intelligence system (AI 
system) means software that is 
developed with one or more of the 
techniques and approaches listed in 
Annex I and can, for a given set of 
human-defined objectives, generate 
outputs such as content, predictions, 
recommendations, or decisions 
influencing the environments they 
interact with. The Annex I techniques 
and approaches cover:
 
(a) Machine learning approaches, 
including supervised, unsupervised 
and reinforcement learning, using 
a wide variety of methods including 
deep learning;

(b) Logic- and knowledge-based 
approaches, including knowledge
representation, inductive (logic) 
programming, knowledge bases, 
inference and deductive engines, 
(symbolic) reasoning and expert 
systems; and

(c) Statistical approaches, Bayesian 
estimation, search and optimization 
methods.

Distributor means any natural or 
legal person in the supply chain, other 
than the provider or the importer, 
that makes an AI system available on 
the Union market without affecting its 
properties;

Importer means any natural or legal 
person established in the Union that 
places on the market or puts into 
service an AI system that bears the 
name or trademark of a natural or 
legal person established outside the 
Union;

Intended purpose means the use 
for which an AI system is intended by 
the provider, including the specific 
context and conditions of use, as 
specified in the information supplied 
by the provider in the instructions for 
use, promotional or sales materials 
and statements, as well as in the 
technical documentation;

Placing on the market means the 
first making available of an AI system 
on the Union market;

Making available on the market 
means any supply of an AI system 
for distribution or use on the Union 
market in the course of a commercial 
activity, whether in return for 
payment or free of charge;

Putting into service means the 
supply of an AI system for first use 
directly to the user or for own use 
on the Union market for its intended 
purpose;

Provider means a natural or legal 
person, public authority, agency or 
other body that develops an AI system 
or that has an AI system developed 
with a view to placing it on the market 
or putting it into service under its 
own name or trademark, whether for 
payment or free of charge;

User means any natural or legal 
person, public authority, agency or 
other body using an AI system under 
its authority, except where the AI 
system is used in the course of a 
personal non-professional activity;

Reasonably foreseeable misuse 
means the use of an AI system in a 
way that is not in accordance with 
its intended purpose, but which may 
result from reasonably foreseeable 
human behaviour or interaction with 
other systems.

Obligatory design 
and development 
requirements for high-risk 
AI systems
As summarised in the table above, 
AI systems classified as high-
risk under the AI Act fall into two 
categories: Annex II systems, which 
comprise safety components for 
products which are subject to existing 
regulation (e.g. medical devices); and 
Annex III systems which are classified 
on the basis of their intended 
purpose. The EC is also empowered 
under the AI Act to add further AI 
systems via Annex III, where such 
systems (i) fall within any of the uses 
set out in Annex III, and (ii) pose a risk 
to health and safety, or of an adverse 
impact on fundamental rights.

High-risk AI systems must meet a 
number of key requirements under 
the AI Act, including:

• The establishment and 
maintenance of a risk 
management system which will 
seek to eliminate or reduce as far 
as possible the risks of AI system 
through design and development. 
Testing of the AI system must be 
carried out to seek to identify the 
most appropriate risk reduction 
approach, and in so doing, 
take account of the technical 
knowledge, experience, education 
and training to be expected by 
the user of the system and the 
environment of its use. Particular 
regard shall be given to whether a 
system is intended to be accessed 
by or impact children. Testing 
for risk management need not 
‘go beyond what is necessary 
to achieve’ the intended 
purpose of the AI system, 
though it must take account 
of ‘reasonably foreseeable 
misuse.’

• Training, validation and testing 
data must comply with data 
governance and management 
practices including relevant 
design choices; relevant data 
preparation processes such as 
annotation, labelling, cleaning, 
enrichment and aggregation; 
assessment of the availability 
and suitability of data sets; 
consideration of possible 
biases. Training, validation 
and testing data sets must be 
‘relevant, representative, free 
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from errors and complete,’ 
a requirement which has 
been subject to considerable 
commentary in the responses to 
the EC consultation, as discussed 
below. 

• Technical documentation must 
be prepared before the AI system 
is placed on the market or put 
into service, and must be kept 
up to date. The documentation 
must demonstrate compliance 
with the AI Act, and must provide 
sufficient information for the 
relevant regulatory bodies assess 
that compliance; minimum 
mandatory information for 
technical documentation is set 
out in Annex IV to the AI Act.

• An additional record-keeping 
requirement under which high-
risk AI systems must be designed 
to keep operating logs which 
‘ensure a level of traceability 
throughout [the system’s] 
lifecycle’ which is appropriate for 
the system’s intended purpose.

 
• Particular transparency 

obligations must be met. The 
design and development of high-
risk systems must ensure that 
their operation is ‘sufficiently 
transparent to enable users to 
interpret the system’s output 
and use it appropriately.’ 
Instructions must accompany 
high-risk AI systems, and those 
must identify the system’s 
Provider or the Provider’s 
authorised representative. Those 
instructions must also describe 
the characteristics, capabilities 
and performance limitations 
of the system, including: its 
intended purpose; its level 
of accuracy, robustness and 
cybersecurity against which it 
has been validated; known or 
foreseeable circumstances 
in which the system present 
risks to health and safety or 
to fundamental rights; where 
relevant, the training, testing 
and validation data sets used; 
the human oversight measures 
implemented (see below); and the 
expected lifetime of the system.

• High-risk AI systems must be 
designed and developed such 
that they can be subject to 
effective human oversight. 

This may be achieved, where 
appropriate, through human-
machine interface tools, and must 
either be in-built to the AI system 
or identified by the Provider 
prior to placing the system on 
the market, for implementation 
by the user. Individuals tasked 
with human oversight must, 
inter alia, be enabled to: ‘fully 
understand the capabilities 
and limitations’ of the system; 
decide in a particular situation 
not to use the system or 
otherwise disregard its output; 
intervene or interrupt the system 
with a ‘stop’ button. 

• Systems must be designed and 
developed so as to meet an 
appropriate level of accuracy, 
robustness and cybersecurity 
and must be resilient to ‘errors, 
faults, or inconsistencies’ 
which may arise from their 
use. Systems that ‘continue to 
learn’ shall be developed to guard 
against biased outputs resulting 
from ‘feedback loops’ where prior 
outputs serve as inputs for future 
decisions. 

Obligations for Providers 
of high-risk AI systems

The majority of the obligations in 
relation to high-risk AI systems fall to 
Providers of those systems (though 
as described below, others also bear 
some responsibilities). Providers 
must ensure their high-risk AI 
systems comply at all times with the 
requirements set out above, and must 
have in place a comprehensive quality 
management system in aid of such 
compliance, including:

A regulatory compliance strategy, 
including for managing modifications 
over time to a high-risk AI system;

Techniques and procedures for the 
design, verification and quality control 
and assurance of the system;

Data management systems and 
procedures; 

The establishment of a post-market 
monitoring system which will collect, 
document and analyse data on 
the performance of the system 
throughout its lifetime and allow the 
Provider to assessment compliance 
continuously;

Records management procedures 
and accountability framework for 
management and staff.

Providers must also be prepared to 
take corrective action if at any time 
they consider that a high-risk AI 
system is no longer in conformity with 
the AI Act, and be able to withdraw 
the system if corrective action is 
insufficient to address the non-
compliance. There is, in addition, a 
general duty to notify the competent 
authorities in Member States where 
a system has been made available, 
if the Provider considers that the 
system poses a risk to health and 
safety. 

Prior to being placed on the market 
or put into service, the Provider must 
ensure that its high-risk AI system 
undergoes a conformity assessment 
to confirm that the system complies 
with the AI Act; such assessments 
may be by way of self-assessment 
or conducted by a qualified third 
party assessor. Providers must then 
complete the relevant declaration of 
conformity and affix the appropriate 
CE marking to their high-risk AI. 
Certain ‘stand-alone’ high-risk AI 
systems will also require registration 
in a new publicly accessible EU 
database. 

For products in a domain listed 
in Section A of Annex II of the AI 
Act – those subject to harmonising 
legislation in respect of safety 
components and systems – the 
manufacturer of the product, rather 
than the Provider, will be responsible 
for complying with the obligations 
for high-risk AI systems placed on the 
market or put into service with the 
product. 

Obligations for Importers, 
Distributors, and Users of 
high-risk AI systems
Importers and distributors of 
high-risk AI systems bear similar 
responsibilities under the AI Act, 
including verifying that the relevant 
conformity assessment has been 
completed by the Provider, and that 
the appropriate documentation and 
marking are in place. Importers will 
additionally be required to identify 
themselves as the importer of such 
systems, either on the system itself 
or in accompanying documentation.  
Both importers and distributors have 



www.vennershipley.co.uk

33

reporting obligations, where they 
consider that a high-risk AI system 
is not in conformity with the AI Act, 
and are required to cooperate with 
national competent authorities upon 
reasoned request. 

Users must use high-risk AI systems 
in accordance with the systems’ 
instructions, subject to compliance 
with other laws and regulations, 
either at the EU or national level. 
Users are permitted to implement 
the human oversight requirements 
for high-risk AI in line with their own 
resources and activities, and to the 
extent users exercise control over 
input data, they must ensure it is 
‘relevant in view of the intended 
purpose’ of the system. 
 
Importers, distributors and users 
of high-risk AI systems will be 
considered to Providers of a high-risk 
AI system, together with the attendant 
obligations under the AI Act, where:

a) They place a system on the market 
or put it into use under their own 
name or trade mark; 

b) They modify the intended purpose 
of such a system already on the 
market or in use; or

c) They make a substantial 
modification to the system. 

Support for innovation and 
a nod to SMEs
A frequent criticism of the GDPR is 
that, whilst it may be fit for regulating 
personal data processing by large, 
well-resourced organisations, 
compliance can appear daunting (in 
complexity and in cost) for smaller 
organisations, particularly those for 
whom personal data processing is not 
at the core of their commercial focus. 

The AI Act provides some recognition 
for smaller organisations seeking 
to develop AI systems. Title VI 
of AI Act is entitled ‘Measures in 
Support of Innovation’ and sets out 
a ‘sandboxing’ scheme which may 
be adopted ‘under strict regulatory 
oversight’ including each of the 
national data protection authorities 
wherever the processing of personal 
data is involved. The regulatory 
burden appears to be acknowledged 
– at least – for SMEs, as there is 
provision for prioritising access to 
digital hubs and other facilities which 
feature it the regulation. 

Oversight, enforcement 
and penalties
The implementation and supervision 
of the AI Act will fall to a new EU 
AI Board, which will include the 
European Data Protection Supervisor 
(‘EDPS’), and the national regulatory 
authorities designated by Member 
States as the competent authorities 
for the enforcement of the AI Act. 
Member States may designate a new, 
specialised regulatory body for the 
purpose of the AI Act, though it has 
been suggested by the EDPS and the 
European Data Board (‘EDPB’) that 
the existing national data protection 
regulators would be the ‘natural’ 
choice for regulating AI, given the 
common human-centric nature of the 
two regimes. 

National supervisory authorities 
will monitor compliance across 
their market, and report to the EC. 
Where AI systems are found to be 
non-compliant, national supervisory 
bodies will have powers similar to 
those under the GDPR; the AI Act 
provides a range of fines, from 2% 
- 6% of global annual turnover for 
non-compliance (the GDPR provides 
for a maximum of 4% of global annual 
turnover). 

Challenges on the horizon
The AI Act has garnered considerable 
attention, even before its official 
publication; a leaked draft of the 
AI Act was widely circulated online 
in advance of the official release. 
One notable difference in the 
official document, is the treatment 
of AI systems for real-time remote 
biometric identification, which in the 
leaked draft had been classed as 
‘high risk’ but now resides in the list 
of prohibited AI practices, save for 
certain law enforcement uses (non 
real-time biometric identification 
systems currently reside in the high-
risk classification). 

It is clear that remote biometric 
identification will continue to be 
a focal point for debate as the AI 
Act proceeds. The EDPB and EDPS 
have jointly called for alignment of 
the concept of ‘risk to fundamental 
rights’ to align more closely with that 
under the GDPR. Those bodies jointly 
called for a blanket ban on the use 
of remote automated recognition of 
human features in publicly accessible 
spaces (presently classified as 
high-risk), including not only facial 
recognition but also individuals’ gait, 

fingerprints, and voices. In a similar 
vein, Members of the European 
Parliament adopted a non-binding 
resolution on October 6th 2021 calling 
for a moratorium on the use of facial 
recognition technology in public 
places for law enforcement purposes.

Responses to initial 
consultations highlight 
concerns
A consultation period followed the 
publication of the AI Act proposal, 
which drew many responses from 
across industries, civil society and 
the public sector.   In addition to 
myriad views on the approach to 
remote biometric identification, as 
noted above, particular concerns 
which emerge from the consultation 
responses and public statements 
include: 

• Respondents have observed 
that the present definition of ‘AI’ 
is extremely wide, particularly 
the inclusion of all ‘Logic- and 
knowledge-based approaches’ 
and this may unnecessarily stifle 
innovation.  It has been suggested 
that a suitable definition should 
focus on systems that learn 
and adapt over time, to justify 
the need for regulation under 
the proposed rules, with other 
systems already being adequately 
governed by existing laws such as 
the GDPR. 

 
• Accommodation for the use 

of ‘general purpose AI tools’ 
including via open source 
software, which may be deployed 
in high-risk uses without the 
knowledge of those responsible 
for placing such AI systems on the 
market. 

• Clarity is sought on the use of 
high-risk AI for research purposes 
versus operational use, at which 
point the AI Act obligations take 
hold.  The definition of Provider 
extends to development of AI 
systems ‘with a view to’ placing 
them on the market or putting 
them into use;  the concern 
raised is that an AI system 
developed and used for research 
purposes, may later be identified 
as having commercial application.

• The requirement for datasets 
used in training, validation 
and testing to be ‘relevant, 
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representative, free of errors 
and complete’ has been cited 
by numerous respondents for 
a lack of clarity, as well as being 
practically impossible insofar 
as being free of any errors.  
Interestingly, the data retention 
rules for personal data under 
the GDPR are cited as posing 
an impediment to maintaining 
a constant dataset over time, 
as personal data must not be 
preserved indefinitely without a 
legal basis.  

• In relation to the requirement 
for human oversight, it has been 
suggested that the need for 
individuals to ‘understand fully’ 
the relevant AI system is both 
unnecessary to achieve effective 
oversight, and likely impossible in 
many, if not most, instances. 

• Clarity is sought as to the 
commercial practices which 
would be caught by the 
prohibited practice of using 
‘subliminal techniques’ to distort 
an individual’s behaviour in a 
manner that is at least likely to 
result in psychological harm.  
There is particular concern that, 
whilst the EC has stated that 
the prohibition is not intended 
to apply to targeted online 
advertising, the present definition 
leaves room for ambiguity.  

• National and international 
defence bodies have raised 
concern that, whilst strictly 
military applications for AI are 
excluded from the AI Act, many 
tools for military application 
are adapted from commercially 
developed systems; an overly-
burdensome set of rules for 
high-risk AI systems may slow 
innovation and impact the 

availability of tools suitable for 
adaptation for military use.  

The UK proposes to ‘go its 
own way’ with its National 
AI Strategy

With the UK outside of the European 
Union, on September 22nd 2021, 
the UK government published its 
ten-year plan for investment in AI 
research and development, and 
for the creation of ‘the most pro-
innovation regulatory environment 
in the world,’ set out in its National 
AI Strategy. The government’s plan 
lays the groundwork for a series of 
regulatory and investment initiatives 
which will be rolled out across the 
short term (within 3 months), medium 
term (6 – 12 months), and long term 
(12 months and beyond).  

In contrast to the AI Act, and perhaps 
in answer to some of the criticisms 
outlined above, the National AI 
Strategy proposes that ‘defence 
should be a natural partner for the UK 
AI sector.’ The government timeline 
states that the UK Ministry of Defence 
will publish, by the end of 2021, a 
defence-focussed AI strategy of its 
own, and will launch a dedicated 
Defence AI Centre. Elsewhere, NATO 
has joined the regulatory debate, with 
the publication in October 2021 of its 
own AI Strategy. 

Whilst it remains to be seen how the 
UK’s AI strategy will be advanced in 
proposed legislation, it is apparent 
that the UK’s strategy seeks to 
leverage a ‘pro innovation’ stance to 
differentiate its approach from the AI 
Act. The UK has proposed to follow a 
similarly distinct path in relation to AI 
in its consultations on reforms to the 
data protection landscape, including 
the possibility of removing from the 

UK GDPR the constraints on fully 
automated decision making.

The National AI Strategy also 
emphasises an increased 
collaboration with the United States 
on AI initiatives, and makes note of 
ongoing international projects on AI 
governance frameworks, including by 
the Council of Europe and the OECD. 
Further detail of the UK’s plans are to 
be set out in a White Paper expected 
in early 2022. 

A long road ahead
Those developing AI systems – or 
currently deploying AI tools – will wish 
to consider whether those systems 
are caught by the proposed AI Act, 
and if so, whether their features 
meet the proposed framework’s 
requirements. The final detail of 
the proposals will, of course, not 
be known for some time, and the 
most contentious aspects of the AI 
Act may well be subject to material 
changes as the debate – and lobbying 
– continues.  

The AI Act will now follow the EU’s 
legislative process, which itself is likely 
to extend into 2023; the proposal 
currently includes a 24 months 
implementation period following 
adoption into law, after which the AI 
Act would be applicable.

Robert Peake
rpeake@vennershipley.co.uk 
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The claim was initially filed by Lutec 
on 14 August 2020 on the basis of 
the two RCDs and in the UK court 
in its capacity as a Community 
Design Court. However, the case 
was heard well after 1 January 2021 
when the Brexit transition period 
ended and so the case continued to 
be heard in the IPEC relying on the 
equivalent UK registered designs 
which were automatically created 
at that date, namely UK design 
numbers 90005409270001 and 
90005409270002. No distinction was 
made between the RCDs and the 
subsequent UK registered designs, 
so the case continued without 
complication on that issue.

It is worth noting that the validity 
of the RCDs was not challenged by 
Cascade in its claim and so only 
infringement was to be assessed in 
the trial.

Key points in the decision
In his role as Deputy High Court 
Judge in this case, Mr. David Stone 
addressed a number of factors 
in determining infringement and 
referenced some important past 
design case decisions in doing so.

1. Line drawings
One of the central points of the 
decision focused on how line 

drawings are interpreted in 
determining the scope of protection 
afforded by the registered designs.

On the contrary, Cascade argued that 
the blank spaces between the lines of 
the registered design drawings were 
effectively a claim to an absence of 
surface decoration. Cascade’s Helios 
lights had multiple vertical parallel 
ridges/grooves on the curved outer 
surface and so it argued this created 
a very different overall impression to 
that of the registered design.
The judge agreed with Lutec that its 
design registrations claim only the 
shape of the product and no claim 

RCD 000540927-0001 Helios U/D light RCD 000540927-0002 Helios U&D light

The decision in Lutec (UK) Limited vs Cascade Holding Limited highlights the importance of selecting how products are 
illustrated in design registrations and how this can be critical to the scope of protection afforded to the proprietor.

Background
Lutec (UK) Limited (Lutec) is owner of registered Community designs (RCDs) for two of its outdoor wall lights and had 
sued Cascade Holdings Limited (Cascade) for infringement of those registered designs by sale in the UK of its “Helios” 
outdoor wall lights.

For comparison, each of Cascade’s Helios lights is shown in the table below next to a representative image from Lutec’s 
respective RCD:

Brighter Future for 
Registered Design 
Owners Following High 
Court Decision Finding 
Infringement
In a recent (and unusually quick) trial before the United Kingdom’s Intellectual 
Property Enterprise Court (IPEC), two UK registered designs for outdoor wall 
lights were found to have been infringed by a competitor’s similar products. 

www.vennershipley.co.uk
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is made to the presence or absence 
of any colours, texture, material, or 
ornamentation. The surface ridge/
groove features of the Cascade 
lights were therefore not relevant 
as a distinguishing feature over 
the registered designs. Rejecting 
Cascade’s arguments, the judge 
pointed out that the UK design regime 
permits written disclaimers which 
can be used, for example, to claim an 
absence of surface decoration if that 
is the applicant’s intention, but this 
was not present in this case. However, 
given that scope-limiting descriptions 
are not permitted in the RCD regime 
and since, as mentioned above, 
the UK designs in the present case 
automatically arose from an earlier 
pre-Brexit RCD, a written disclaimer in 
these UK registered designs could not 
have been present anyway.

In deciding on this point, the judge 
highlighted that interpretation of 
the RCD is a matter for the court, 
not experts or a notional “informed 
user”. The judge also referred to a 
number of past cases and firstly drew 
the distinction between the present 
case and the famous Trunki design 
case, where absence of surface 
ornamentation was found to be a 
feature of the registered design. 
However, in the Trunki case, the 
registered design was represented 
by a CAD rendering whereas in the 
present case, line drawings were 
used to illustrate the registered 
design. The judge also referred to the 
Proctor & Gamble (“Febreze”) case 
which affirmed that a line drawing 
registered design claimed the shape 
of the product and that any surface 
ornamentation or graphics on the 
alleged infringement is “irrelevant”. 

The judge reiterated a quote from 
the decision of that latter case that 
“a line drawing is much more likely 
to be interpreted as not excluding 
ornamentation than a CAD image”.

2. Degree of freedom  
of the designer
Some oft-discussed aspects of design 
law, such as the identity of the 
informed user, the relevant industrial/
business sector of the designs, 
and features dictated by technical 
function, were only briefly touched 
upon in this decision. However, the 
degree of freedom of the designer in 
creating the designs was an important 
issue. 

Cascade had in fact agreed with Lutec 
that, in the sector of outdoor lights, 
the degree of freedom of the designer 
is very considerable. The result of 
this concession by Cascade was that 
an allegedly infringing design must 
be considerably further away from 
the registered design in question 
for it not to infringe. Consider this 
situation as opposed to where there 
is a crowded design field where the 
degree of freedom of the designer is 
very narrow and so small differences 
between an allegedly infringing design 
and a design registration would be 
taken to be more significant in giving 
a different overall impression on an 
informed user. Cascade therefore 
had an uphill battle arguing non-
infringement, as smaller differences 
between its products and the 
registered designs were more likely to 
be overlooked.

3. Overall impression and 
importance of design elements
Having determined the above points 
on the scope of protection afforded 
by the line drawings of the design 
registrations and the considerable 
degree of freedom in the design field, 
the judge had to assess whether the 
Helios lights gave the same overall 
impression as those of the registered 
designs. In the decision, the judge 
stated that this assessment is “not 
a simple listing of similarities and 
differences”, nor of a “darting back 
and forth” between the RCDs and 
alleged infringements but (citing 
the decision in the Trunki case 
again), “what matters is the overall 
impression produced on the informed 
user by each design”.
The judge did have to assess 
features put forward by the parties 
as contributing or detracting from 

“

”

36

Lutec argued 
that its design 
registrations 
claimed the shape 
and contours of 
the design only 
and that no claim 
was made to 
any particular 
colour or surface 
ornamentation of 
the design, so its 
scope of protection 
was independent 
of such surface 
features.
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the same overall impression and 
followed previous case law principles 
that “some design elements are more 
equal than others”. That is, some 
features, although differing between 
the RCD and alleged infringing 
product, are minor or would not 
strike the informed user (if noticed 
at all), whereas other differences, 
such as if in prominent locations on 
the product, would have a greater 
effect on the overall impression to an 
informed user.

Upon consideration of all of the above 
factors, including the RCDs being 
deemed not to claim an absence of 
surface ornamentation, the degree of 
freedom of the designer being very 
considerable, and finding the alleged 
differences between the RCDs and the 
Helios lights to be minor, the judge 
found that both Helios lights infringed 
the respective RCDs.

Lessons from the decision
Design practitioners have long 
advised of the benefits of filing 
registered designs using line drawings 
without shading, colour, or surface 
graphics or ornamentation wherever 
possible to obtain the broadest 
scope of protection. This case again 
confirms this advice.

Another important factor in the 
decision was the subject matter and 
sector concerned of the designs and 
that the degree of freedom of the 
designers was determined to be very 
wide. This worked in Lutec’s favour 
as a number of differences between 
the registered designs and the Helios 
lights were considered insufficiently 

significant to give a different overall 
impression and thereby avoid 
infringement. The relevant sector 
and design freedom should therefore 
be given careful consideration by 
registered design owners (and 
product manufacturers) in assessing 
options in potential infringement 
proceedings.

This case could also have ended 
differently if validity was at issue. As 
mentioned, Cascade did not challenge 
the validity of the designs (late 
submissions on earlier similar designs 
were not admitted into proceedings). 
It is therefore advisable, as a 
defendant, to consider an extensive 
prior art search in such proceedings 
to seek to invalidate a registered 
design you are alleged to infringe.

Finally, this trial, heard over 
videoconference, lasted just over 
one hour. As the judge observed, 
a comment from the Febreze case 
decision that “by and large it should 
be possible to decide a registered 
design case in a few hours” “has been 
oft quoted, but rarely observed”. 
This case followed that theory with 
thanks from the judge to the parties 
for their thorough preparation, and 
although the limited number of 
issues to be assessed was a factor, 
it is encouraging for design owners 
seeking a speedy resolution in future 
disputes.

Alex Brown
abrown@vennershipley.co.uk 
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Venner Shipley news

We welcomed Pawel Piotrowicz as Managing Partner

As of 1 July 2021, Pawel Piotrowicz was elected as Venner Shipley’s new Managing Partner, taking 
over from Jan Walaski who served in the role since 2015. During Jan’s time as Managing Partner, the 
firm has continued to grow, not just in size, but in the range of services offered, and in its ambitions, 
adding a legal team and enhancing its German offering, as well as expanding the trade marks team 
through a merger with Brookes IP. We thank Jan for everything he has done for the firm as Managing 
Partner and congratulate Pawel on his new role.

Pawel Piotrowicz commented: “It’s a privilege to take over from Jan as Managing Partner and continue to 
take the firm from strength to strength. Our business strategy has been paying dividends despite the global 
pandemic, which brought an entirely new set of challenges. Although the pandemic is not yet behind us, 
our focus has always been on helping our clients thrive, even in times of change, through excellent service, 
innovative approaches, and drive to deliver the best results; this focus puts us in a strong position. Venner 
Shipley is a great firm full of fantastic people, and I’m honoured and grateful that the partnership has 
placed its trust in me.” 

Directory results

For the third year in a row, we are delighted to announce that we have maintained our Tier 1 ranking 
for patents in the 2022 edition of the Legal 500. We are also pleased to report that once again we 
achieved recognition for our trade mark attorney team, and for our legal team for patents (contentious 
and non-contentious), and trade marks, copyright & designs. You can read the full results here.

We are also delighted to once again be ranked in IAM Patent 1000: The World’s Leading Patent 
Practitioners for Litigation and Prosecution in the UK, as well as being recognised for our success at 
the European patent office. IAM recognises us as “a persuasive one-stop shop for innovators of all 
sizes from all corners of the globe.” You can read the full results here.

Finally, Chambers UK has also once again ranked Venner Shipley in its 2022 edition. The researcher 
complements our “roster of experienced patent attorneys with expertise in all manner of disciplines 
within hi-tech and life sciences’’ as well as our “respected design and trade mark practice’’ and our 
strengths in opposition and freedom-to-operate. 

Promotions
We are delighted to announce a number of internal 
promotions from 1 July 2021, including the promotion 
of Matthew Handley to Partner and the promotion of 
Ben Beasley, Chris Newcombe, Jack Rogan, Kathryn 
Rose, Alexandra Seymour-Pierce and James Varley to 
Senior Associate. We have also created a new Director 
level role for our fee earners, seeing James McDougall 
promoted to Patent Director and Gloria Parmesan, 
Camilla Sexton and Yoann Rousseau to Trade Mark 
Directors. 

We also celebrated a number of promotions within 
our business services support team. Congratulations 
to all.

Exam results 

We are delighted to report an outstanding year of 
results in the European patent attorney qualifying 
examinations. 15 of our associates were successful in 
passing exams at pre-EQE and full-EQE levels.

Congratulation to the seven associates Henry Aldridge, 
Nick Barrow, Sud Brodie, Steven Davis, Emma Lonnen, 
Runhan Luo and James Plunkett becoming EP qualified. 

We also congratulate four of our associates, Henry 
Aldridge, Nick Barrow, Sud Brodie and Steven Davis for 
fully qualifying as UK patent attorneys.

https://www.vennershipley.co.uk/insights-events/venner-shipley-recognised-in-the-legal-500-2022-guide/
https://www.vennershipley.co.uk/insights-events/venner-shipley-recognised-by-iam-patent-1000-in-its-2021-guide/ 
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Client satisfaction 

Earlier in the year, we conducted a client listening survey. With the changing landscape many faced during the COVID-19 
pandemic, we were keen to understand our changing clients’ needs and ways we can improve our service. We were 
overwhelmed with the positive responses, with many seeing us as particularly friendly and helpful, and with 94% of our 
direct clients and foreign agents saying that they would recommend us to their peers.

Thank you to all respondents who were generous with their time providing detailed written feedback. The results 
showed that the majority of our clients and agents consider the most important areas for service delivery to be technical 
expertise, efficiency, clear correspondence and proactive insights. 

Whilst these were also areas that our clients generally attributed to us, we are taking the opportunity to improve in areas 
of particular importance to our clients. For example, we are looking at providing more tailored content to our audience 
with more sector focussed content. We are also looking at our internal policies including our billing processes and have 
created an open dialogue to provide further feedback on our processes as we move forward. 

We were incredibly happy to see that 96% consider our overall service as good, with 63% of those rating our overall 
service as outstanding. And, 86% consider our technical/legal expertise as good, with 69% of those rating our technical / 
legal expertise as outstanding. Our friendly and helpful staff, speed, efficiency, responsiveness, quality of work, technical 
ability/advice and experience were highlighted as key strengths and are attributes that we look to uphold when dealing 
with all of our clients. 

We wanted to thank everyone who participated, our clients’ and agents' feedback is important to us and will continue 
to help use adapt the way we work to better suit their needs. If you didn’t have chance to complete our survey, we still 
welcome any feedback. Please contact: iclune@vennershipley.co.uk.

96% of our responses considered 
our overall service to be good, with 
63% of responses rated our overall 
service as outstanding!

96% of our clients rated our 
technical/legal expertise as good and 
69% of those, thought our technical / 
legal expertise is outstanding

www.vennershipley.co.uk

Celebrating Brookes IP's 
first anniversary as part of   
Venner Shipley

Since Brookes IP merged with Venner 
Shipley last November our firm has 
gone from strength to strength, we are 
delighted to be celebrating their first 
anniversary as part of Venner Shipley.

Find out more about the merger here.

Welcoming our new attorneys 
With the growing requirements of our clients, we continue to increase 
our international presence and build upon our expertise. 

We are delighted to welcome Emma Longland and Louis Trichard to 
the team as Senior Associates, and Louis Joliffe, Philip Reid and Emily 
Hofmann as Associates.

https://www.vennershipley.co.uk/insights-events/venner-shipley-welcomes-brookes-ip/
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This newsletter is for general information for our clients. 
Its contents are not a complete statement of the law on 
any subject. Professional advice should be sought before 
any course of action is pursued.
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Help or advice
If you would like more information or advice on any of 

the topics covered in this issue please contact us. We 
will be happy to answer any of your questions.

How to subscribe or unsubscribe
If you would like to subscribe to or unsubscribe from  

Inside IP, email mail@vennershipley.co.uk.
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