
Juul’s declaratory relief claim goes up in smoke 
(Juul Labs v MFP Enterprises Ltd) 

This analysis was first published on Lexis®PSL on 14 December 2020 and can be 
found here (subscription required). 

IP analysis: When faced with a one-sided, unopposed, application for summary judgment 
relating to declaratory relief, what approach should the court take in deciding whether to 
grant such relief? This was the dilemma faced by Mr Justice Mann in a case brought by the 
Juul Labs, Inc group of companies. The court accepted the Jull Group’s right to judgment 
in default, but the declaratory relief sought related to trade mark infringement, and would 
affect not just the absent defendant, but other unrepresented third parties. In deciding 
against granting the declarations sought, Mann J spelled out clearly why (at least in this 
case) such relief was inappropriate. While fully justified in so holding, this case 
nevertheless highlights the problems faced by brand owners in policing the use of their 
own marks—particularly where the possible defence is that the mark is being used to 
identify the proprietor’s goods, with which the third party’s products are compatible. 
Written by Paul A Harris, senior partner (IP Litigation), at Venner Shipley LLP. 

Juul Labs, Inc and others v MFP Enterprises Ltd (t/a ‘Smoke Nation’ and others) [2020] 
EWHC 3380 (Pat) (10 December 2020)  

What are the practical implications of this case? 

Proprietors of IP rights invariably are forced to adopt a ‘Whack-a-mole’ approach to alleged 

infringers of its rights, which is both time consuming and expensive. Far better would be to have a 

court judgment to thrust in the face of would-be infringers, and act as a judicial ‘keep off the grass’ 

warning. Yet the circumstances in which a court would be able to provide this are tightly controlled. 

Default judgments do not provide the proprietor with relief other than as against the other party. 

Such judgment would not, for example, persuade HM Customs & Excise to prevent imports of an 

unrelated third party’s goods bearing the same marks and claiming the same allegedly validating 

reason (compatibility). 

The English court is used to ‘test cases’ (whether ‘friendly’ or not) and will give judgments in those 

situations, not least because the issues have been fully argued, and supported by evidence where 

necessary. When that is not possible, as in Juul’s case, putting forward one-sided evidence and 

seeking to make arguments in support of specific issues, which go unchallenged, is never going to 

persuade a judge to go the extra mile to grant the relief. 

What other avenues can be pursued remain to be seen. However, what can be learned from this 

case is what not to do when faced with the same situation. 

What was the background? 

The defendant, trading as Smoke Nation, offered on eBay and other platforms, its vapour pods 

containing both nicotine based products and cannabidiol (CBD) ones, as being ‘compatible with 

Juul Devices’ and ‘Juul Vapor Refill Pods–Compatibles for Juul’. 

Following various procedural matters, and having served its pleadings, the defendant failed to 

respond at all. Accordingly, it was accepted by the court that Juul Group was entitled to a default 

judgment for design right and trade mark infringement, as well as passing off. 

However, Juul Group sought to achieve a reasoned decision in respect of a summary judgment 

application, in which certain declarations were sought. In particular, it claimed the manner of the 

defendant’s use of its marks, did not fall within the exceptions from infringement in Article 14 of 

Regulation (EU) 2017/1001, the EU Trade Mark Regulation (ie use necessary to indicate intended 
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purpose with respect to the proprietor’s goods) because such use was not ‘honest in industrial or 

commercial matters’. In support of its case, Juul Group put forward evidence that the offer for sale 

contravened various UK/EU Regulations aimed at vapour products (as well as damaging its 

reputation being associated with CBD products). This took the use outside of being ‘honest’. 

By obtaining a declaration such use was not honest, Juul Group sought to be able to put off others 

from behaving in the same way, and persuade HMRC to prevent import or else seize such goods. 

What did the court decide? 

The judge considered that he must first view whether to allow the summary judgment application to 

be entertained before the court on its merits and whether to exercise his discretion to allow this 

(rather than consider whether the summary judgment criteria were met). 

In support of its arguments, Juul Group relied on two judgments—Gillette v LA Labs Case C-

228/03 and O2 v Hutchison [2006] EWCA Civ 1656. The O2 case was important as the Court of 

Justice had held that failure to comply with the Comparative Advertising Directive (Directive 

97/55/EC) meant the use was not considered ‘honest in industrial etc matters’. 

Guidance on the court’s relevant approach to such applications was to be found in Bank of NY 

Mellon v Essar Steel [2018] EWHC 3177 (Ch). Crucial to Mann J’s decision refusing to decide the 

application and grant the declarations were the following factors— the decision would affect third 

parties who were not before the court; and, one party was absent and the matter was not therefore 

fully argued and tested. 

The judge did, in any event, cast doubt on whether three matters raised in support of its case were 

really in Juul Group’s favour. Those were the impact of selling CBD pods on Juul Group’s 

reputation, the impact on any Juul Group warranty for the device itself, and the ability of a consumer 

to refill the Smoke Nation’s pod with other products. 

Judgments in default were granted but not the declaratory relief by way of summary judgment. 

Case details:  

• Court: Business and Property Courts of England and Wales, Patents Court (Chancery 
Division), High Court of Justice 

• Judge: Mann J 

• Date of judgment: 10 December 2020 
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