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A word from the editor

About Venner Shipley:

We are an innovative intellectual property firm based in Europe. Our 
firm has a long history and a vast amount of experience in relation to 
all aspects of intellectual property. 

3

As 2020 is slowly coming to an end it is difficult not to reflect on how quickly COVID-19 
changed the world, but in many ways, it feels like business as usual for us but just 
from new locations for now. 

We have been enjoying working with our clients to harness, commercialise and defend 
their intellectual property as well as protect their brands through this prolonged 
period of disruption and uncertainty. We have also continued to work closely with our 
world-wide attorney network to ensure smooth and timely collaboration. 

As with everyone around the world, we are working in new ways and staying 
connected is of the upmost importance to us. We are regularly meeting virtually and collaborating with our 
clients across our teams, enabling innovation to prevail. We believe that integrating our team with that of 
our clients brings its own rewards for both us and our clients.

It has been a different year for all of us with many firsts: pioneering virtual hearings at the EPO, the G1/19 
EBA oral proceedings live stream, as well as our recent merger with Brookes IP. Flick to our News section at 
the back of this magazine to find out more about our new colleagues. 

While COVID-19 has been dominating this year, there has been plenty more going on in the world of IP 
and in this edition we cover updates on SPCs, AI inventorship, women’s health and AI, a round-up of recent 
Decisions from the Boards of Appeal at the EPO, AI for medical diagnostics, the Messi trade mark contest 
before the CJEU, the recent FRAND decision as well as the Kymab one, AI standards and patents and G3/19. 
We also have an interview with my colleague Pawel Piotrowicz on his experience of the G1/19 EBA oral 
proceedings. We are also continuing our 100 Engineering Ideas series. Thank you to all our contributing 
authors! 

In entering 2021 Brexit will still be a topic and whereas at the moment it is unclear how the relationship 
between Europe and the UK will look, it is clear that there is no change to patents and that we are on top of 
changing needs when it comes to trade marks and designs. We are looking forward to providing the same 
service as before. 

I hope you find something of interest! Please reach out to us if you have any suggestions, questions or ideas 
for future content. I am, as always, only an email away. 
 
Simon Taor
Partner, Patent Attorney
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Kymab prevails as 
the UK Supreme Court 
affirms the requirement 
for sufficient disclosure 
The UK Supreme Court (UKSC) has upheld Kymab’s appeal that two of 
Regeneron’s patents are invalid for lack of sufficient disclosure. This important 
decision highlights the potential risks involved in filing patent applications too 
early and affirms the principle that in order to be valid a patent claim must be 
enabled across its entire scope.

The UKSC has handed down its much 
anticipated judgment in Regeneron 
Pharmaceuticals Inc. v Kymab Ltd. 
[2020] UKSC 27. The UKSC found 
that various patents belonging to 
US biotech company Regeneron, 
concerning transgenic mice to 
produce human-mouse chimeric 
antibodies, were invalid for lack of 
sufficient disclosure.

The decision was not, however, 
unanimous with Lady Black dissenting 
and agreeing with the Court of 
Appeal’s approach.

The law of sufficiency
As well as being both novel and 
inventive, to be valid a patent must 
be sufficiently disclosed to enable 
the skilled person to perform the 
invention. Under both the European 
Patent Convention and the Patents 
Act 1977, patent claims must be 
enabled across their full scope. This 
means the skilled person must be 
able to make the product using (a) 
the information disclosed in the 
patent, with (b) the common general 
knowledge available at the priority 
date, without having to undertake 
further experimentation or make 
further inventions of their own.

Background to the dispute
This long-running dispute concerned 
the infringement and validity of two 
of Regeneron’s patents concerning 
the creation of types of transgenic 

mice capable of producing human-
murine chimeric antibodies suitable 
for treating a variety of diseases. The 
monopoly claimed by Regeneron 
involved the insertion of human 
antibody genes into the mouse 
genome, such that the resulting 
antibodies do not provoke an adverse 
immunological response in humans.

Pre-existing transgenic mouse 
technology had utilised the complete 
human gene sequence of the 
antibodies to be produced, but this 
was known to result in antibodies 
with reduced affinity in comparison 
with antibodies produced by 
unmodified mice.

Regeneron had filed applications for 
its 'VelocImmune' transgenic mice 
technology in 2001. The 287 and 
163 patents (collectively the 'Murphy 
Patents') concerned the use of 
reverse chimeric locus technology to 
insert human antibody genes into the 
mouse genome in order to produce 
mice possessing chimeric human-
murine antibody genes, which could 
be used to produce human antibodies 
having fewer adverse immunological 
side effects.

By the priority date, the potential uses 
of antibodies made using transgenic 
mice for treating human disease had 
been well-recognised, and a number 
of different antibodies had been 
developed and approved for such 
use. However, at the priority date only 

a small number of human antibody 
genes had been successfully inserted 
into a reverse chimeric locus.

Kymab had created its own transgenic 
'Kymouse' with the entire human 
antibody variable region as a result of 
improvements in genetic engineering 
techniques that post-dated the 
Murphy Patents. In 2013, Regeneron 
sued Kymab for infringement of the 
Murphy Patents.

The decisions of the lower 
courts
The High Court found the Murphy 
Patents to be invalid for insufficiency 
as they did not provide an enabling 
disclosure across the breadth of the 
invention claimed. As such, the High 
Court concluded that Regeneron 
had sought to protect more than its 
technical contribution to the field. The 
High Court held that in light of what 
was disclosed in the Murphy Patents, 
it would not have been possible for 
Kymab to produce its Kymouse at the 
priority date using only the teaching 
of the Murphy Patents. However, 
the High Court also stated that had 
the Murphy Patents been valid, they 
would have been infringed by Kymab 
in making its Kymouse. Both parties 
appealed the decision.

In 2018, the Court of Appeal 
overturned the decision of the lower 
court and found the claims to be 
sufficiently disclosed. In doing so, 
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the Court of Appeal considered 
Regeneron’s chimeric locus to be a 
“principle of general application”, and 
so infringed by Kymab. In essence, the 
Court of Appeal gave more weight to 
the effect and potential of employing 
a reverse chimeric locus and placed 
less importance on the ability to 
produce all of the transgenic mice 
that would fall within the scope of the 
claims of the Murphy Patents.

The Court of Appeal granted Kymab 
permission to appeal its decision 
on the ground that the Court had 
not adequately considered Kymab’s 
submissions on sufficiency. It is 
noteworthy that the Court of Appeal 
suspended the pending injunction 
against Kymab, so as not to disrupt 
ongoing research pending appeal to 
the UKSC.

The judgment of the UKSC
Kymab’s appeal was heard by the 
UKSC in February this year. In 
essence, the UKSC had to grapple 
with the question of whether it is 
necessary for the skilled person to 
be able to make all the embodiments 
within the scope of the claim without 
undue burden.

Regeneron had argued that the 
invention was sufficiently disclosed, 
even if it did not enable the skilled 
team to make all transgenic mice 
falling within the scope of the claim, 
on the basis that the skilled team 
would have a reasonable expectation 
of success.

Kymab, on the other hand, advanced 
the argument that the range of 
human genes able to be inserted 
using the invention was a key part of 
the technical contribution and as the 
Murphy Patents had disclosed only a 
small number of genes, the Murphy 
Patents were invalid.

The UKSC ultimately sided with 
Kymab. In giving the leading 
judgment, Lord Briggs stated that 
“the sufficiency requirement is a basic 
principle of UK and European patent 
law…..it is too important and too 
deeply established a principle now to 
be disregarded or watered down, even 
in the case of an important scientific 
invention such as this one.”

Only one of the UKSC Justices (Lady 
Black) dissented. In her view, the 
Court of Appeal had been right to 

find that Regeneron’s transgenic 
technology related to a broad general 
principle (i.e. the use of reverse 
chimeric locus technology to produce 
antibodies with fewer immunological 
side effects), which was utilised in all 
mice across the scope of the claim.

Comment
The UKSC has been clear that claims 
are not sufficiently enabled if all of the 
embodiments can only be realised at 
a date after the priority date. While 
some may welcome the stance of the 
UKSC in not granting a monopoly over 
all transgenic mice not enabled by the 
patents, others may take the view that 
denying patent protection to ‘ground-
breaking’ inventions at an early stage 
may actually stifle scientific research 
and investment.

Given the 'first to file' regime for 
patents, it is inevitable in the race 
to be first that inventors and their 
employers are eager to file patent 
applications at the earliest stages 
of development, with broad claims 
attempting to ‘future-proof’ their 
inventions. None more so than 
biotech companies and start-ups, 
which are often under considerable 
pressure to file early in order to 
attract potential investors and to 
secure funding. This important 
decision serves as a timely reminder 
of the dilemma faced by patentees 
and their patent attorneys and the 
considerable risks in filing too early. 
Hindsight, as always, is 20/20.

This is one of several recent important 
decisions of the UKSC affecting 
the Life Sciences sector, including 

Actavis UK v Eli Lily & Co [2017] UKSC 
48 (which introduced a doctrine of 
equivalents into English patent law 
when assessing infringement, but 
not when considering validity) and 
Actavis Group v ICOS [2019] UKSC 
15 on the test of obviousness. All of 
these judgments go to the extent of 
the monopoly that can be claimed by 
a patentee, and the risks of too soon 
and too broad.

Paul Harris
pharris@vennershipley.co.uk 

David Pountney
dpountney@vennershipley.co.uk 

“ Kymab had 
created its own 
transgenic 
“Kymouse” with 
the entire human 
antibody variable 
region as a result 
of improvements in 
genetic engineering 
techniques that 
post-dated the 
Murphy Patents.  ”
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Evolution of SPC Law in 
Europe
The allowance of applications for Supplementary Protection Certificates 
(SPCs) in Europe is governed by Regulation (EC) No 469/2009 of the European 
Parliament and of the Council of 6 May 2009 (the SPC Regulation), rulings of the 
Court of Justice of the European Union (CJEU), and the interpretation of these 
by national courts. In particular, the development of CJEU case law has a direct 
and significant effect on the protection obtainable for pharmaceutical products 
across Europe. In this article, we discuss two recent cases of the CJEU that have 
affected what protection is obtainable.

First, we discuss C-673/18 (Santen) 
and the resulting U-turn the CJEU has 
made regarding second medical use 
SPCs.

Second, we discuss the continuing 
evolution of case law regarding the 
interpretation of Article 3(a) of the 
SPC Regulation, relating to protection 
by the basic patent, and how with 
every clarification, new questions 
arise.

The end of second medical 
use SPCs: Santen C-673/18
A clarification of SPC law at the 
expense of research into new 
therapeutic indications?

Ever since the CJEU handed down 
its judgement in C-130/11 (Neurim), 
there has been ambiguity as to what 
extent “second medical use SPCs” 
should be considered allowable. In 
this context, second medical use SPCs 
are SPCs that protect products that 
have received market authorisation 
for a specific therapeutic indication, 
where market authorisation for a 
product comprising the same active 
ingredient is in existence already.
In a rare move, the CJEU has now 
overturned the ruling in Neurim, 
closing the door to second medical 
use SPCs and providing some 
much needed clarity regarding the 
application of Article 3(d) of the SPC 
Regulation. But does this new ruling 
make the SPC Regulation unfit for 
purpose?

The CJEU’s ruling and its history are 
discussed here.

C-130/11 (Neurim) 

At the heart of the Neurim ruling 
is an SPC application for Neurim’s 
melatonin medicine Circadin® and 
whether it should be allowable 
in light of a previously granted 
market authorisation for a product 
comprising the same active ingredient 
for use in a different therapeutic 
indication. Article 3(d) of the SPC 
Regulation requires that the medicinal 
product that is the subject of the 
SPC application be covered by a valid 
market authorisation, specifically “the 
first authorisation to place the product 
on the market as a medicinal product”. 

Neurim obtained market 
authorisation for the use of Circadin® 
in treating insomnia in humans. The 
previous market authorisation was 
granted for a product (Regulin®) 
comprising the same active ingredient 
for use in controlling reproduction in 
sheep. Taking a literal interpretation 
of Article 3(d) and Article 1(b) of the 
SPC Regulation, it could be reasoned 
that the first market authorisation for 
Regulin® would preclude the grant of 
the SPC for Circadin®. 

That is, if the medicinal product of 
Article 3(d) is interpreted literally 
in accordance with Article 1(b) as 
“the active ingredient or combination 
of active ingredients of a medicinal 
product”, then a market authorisation 
for Regulin® would preclude the 
grant of a later SPC for a product 
comprising the same active ingredient 
(Circadin®), regardless of the 
therapeutic indication. This approach 
is consistent with earlier CJEU rulings. 

In contrast, the Neurim ruling 
determined that the “first market 
authorisation” of Article 3(d) in 
fact related to the first market 
authorisation for an application 
that falls within the scope of the 
basic patent relied upon for the SPC 
application in question. The CJEU 
reasoned:

“…the mere existence of an earlier MA 
[market authorisation] obtained for 
a veterinary medicinal product does 
not preclude the grant of an SPC for 
a different application of the same 
product for which an MA has been 
granted, provided that that application 
is within the limits of the protection 
conferred by the basic patent relied 
upon for the purposes of the application 
for the SPC.”

It follows that a market authorisation 
for a product for use in controlling 
reproduction in sheep does not 
preclude the grant of an SPC based 
on a patent and market authorisation 
relating to the use of the same 
product for use in treating insomnia 
in humans.

This decision therefore made 
available the possibility of obtaining 
second medical use SPCs, provided 
that they were for “a different 
application” and that “that application 
is within the limits of the protection 
conferred by the basic patent […]”. 
While this may be in keeping with 
the ethos of the SPC Regulation 
(to ensure sufficient protection to 
encourage pharmaceutical research), 
the interpretation of these terms has 
been contested ever since (see, for 
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example, our earlier reporting on 
C-443/17, Abraxis Bioscience). 

C673/18 (Santen)

A chance to question and clarify 
the Neurim ruling arose from the 
rejection of a French SPC application 
for Ikervis® (a medicine comprising 
ciclosporin for use in the treatment 
of keratitis, a condition causing 
inflammation of the eyeball). Ikervis® 
obtained market authorisation on 
19 March 2015, however, an earlier 
market authorisation had been 
granted in 1983 for Sandimmun® (a 
medicine comprising ciclosporin for 
multiple therapeutic applications, 
including endogenous uveitis – an 
inflammation of a portion of the 
eyeball). 

The French National Industrial 
Property Institute (INPI) rejected 
the application reasoning that the 
existence of the market authorisation 
for Sandimmun® precluded the grant 
of an SPC for Ikervis® under Article 
3(d) of the SPC Regulation. The INPI’s 
ruling reasoned that the 'different 
application', as stated in the Neurim 
ruling, should be interpreted narrowly 
to mean use in new therapeutic 
field or so that the active ingredient 
acts in a different way to that of the 
first market authorisation. The INPI 
ruled that this was not satisfied in 
the present case and rejected the 
SPC application for Ikervis®. Santen 
appealed the decision to the Court of 
Appeal, Paris who referred questions 
to the CJEU.

In its decision, the CJEU stated that 
“the term ‘product’ is understood to 
mean an active ingredient in the strict 
sense and that minor changes to the 
medicinal product such as a new dose, 
the use of a different salt or ester or 
even of a different pharmaceutical 
form will not lead to the issue of a 
new SPC.” This is consistent with 
previous rulings, such as C-431/04 
(Massachusetts Institute of 
Technology) and C-443/17 (Abraxis 
Bioscience).

The CJEU continued to reason that 
because the wording of Article 3(d) 
of the SPC Regulation refers to 
authorisation to place the product on 
the market (and does not refer to the 
limits of the basic patent as required 
by Neurim) and because the term 
“product” must be interpreted strictly, 
that:

“the first market authorisation for 
the product as a medicinal product 
[…] means the first MA [market 
authorisation] for a medicinal product 
incorporating the active ingredient or 
the combination of active ingredients at 
issue […], irrespective of the therapeutic 
application of that active ingredient, 
or of that combination of active 
ingredients, in respect of which that was 
obtained.”

In other words, a first market 
authorisation for an active ingredient 
precludes the grant of an SPC based 
on a later market authorisation 
for that same active ingredient, 
regardless of the therapeutic use of 
the active ingredient.

This is of course a blow to certain 
pharmaceutical companies who, 
since Neurim, have been applying for 
second medical use SPCs to protect 
their significant investments in 
developing new therapeutic uses of 
known active ingredients. Following 
Santen, these applications and SPCs 
will be vulnerable to invalidation 
and generic competition, which will 
necessitate further expenditure on 
the parts of these pharmaceutical 
companies. It seems that new 
therapeutic indications of active 
ingredients – an area of innovation 
protected by patent law at the 
European Patent Office – will no 
longer be afforded the protection 
that first indications can obtain via 
national SPCs in Europe.

Article 3(a) and functional 
claims: C-650/17 Royalty 
Pharma
The building case law regarding 
Article 3(a) of the SPC Regulation 
has been further clarified by 
C-650/17 (Royalty Pharma).

As reported in our earlier articles, 
the CJEU’s ruling in C-121/17 (Gilead) 
provided a degree of clarification 
and certainty regarding whether a 
“product is protected by a basic patent 
in force” (as required by Article 3(a) 
of the SPC Regulation). Specifically, 
Gilead provided a test for determining 
whether a combination of active 
ingredients is considered 'protected' 
by the basic patent in question.

Now the CJEU, in C-650/17 (Royalty 
Pharma), has confirmed and clarified 
this test (at least in relation to claims 
using functional definitions), making 
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an important contribution to the 
current case law, while at the same 
time opening the door to further 
requests for clarification.

The Road to Royalty Pharma: 
Interpretations of Article 3(a)

Prior to Royalty Pharma, the following 
CJEU decisions had opined on the 
interpretation of Article 3(a). The 
divergent interpretations had led 
to divergent SPC requirements in 
European countries over time.

C-322/10 (Medeva): Article 3(a) of the 
SPC Regulation “must be interpreted 
as precluding the competent industrial 
property office of a Member State from 
granting a supplementary protection 
certificate relating to active ingredients 
which are not specified in the wording of 
the claims of the basic patent relied on 
in support of the application for such a 
certificate.” 

C-443/12 (Actavis): “the basic 
objective of Regulation No 469/2009 
[SPC Regulation] is to compensate for 
the delay to the marketing of what 
constitutes the core inventive advance 
that is the subject of the basic patent”.

C-493/12 (Eli Lilly): “it is not necessary 
for the active ingredient to be identified 
in the claims of the patent by a 
structural formula. Where the active 
ingredient is covered by a functional 
formula in the claims of a patent 
issued by the European Patents Office, 
Article 3(a) of that regulation does not, 
in principle, preclude the grant of a 
supplementary protection certificate for 
that active ingredient, on condition that 
it is possible to reach the conclusion on 
the basis of those claims, interpreted 
inter alia in the light of the description 
of the invention, as required by Article 
69 of the Convention on the Grant of 
European Patents and the Protocol on 
the interpretation of that provision, 
that the claims relate, implicitly but 
necessarily and specifically, to the active 
ingredient in question, which is a matter 
to be determined by the referring court.”

C-557/13 (Actavis): “the holder of 
a patent should enjoy an extended 
monopoly only for the development of a 
product which is the true subject-matter 
of the invention covered by the patent in 
question, that is to say, for its technical 
contribution or core inventive advance.”

C-121/17 (Gilead): (i) “the combination 
of those active ingredients must 
necessarily, in the light of the description 
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and drawings of that patent, fall under 
the invention covered by that patent,” 
and (ii) “each of those active ingredients 
must be specifically identifiable, in the 
light of all the information disclosed by 
that patent.”

Out of these, the most recent Gilead 
ruling provided a somewhat clearer 
test for determining the requirements 
of Article 3(a). However, the 
application of the totality of the case 
law has resulted in further requests 
for clarification from the CJEU. 

Royalty Pharma
One such request comes in the 
following questions referred by the 
Bundespatentgericht (German Federal 
Patent Court):

1. “Is a product protected by a basic 
patent in force pursuant to Article 
3(a) of Regulation [No 469/2009] 
only if it forms part of the subject 
matter of protection defined by the 
claims and is thus provided to the 
expert as a specific embodiment?

2. Is it not therefore sufficient for 
the requirements of Article 3(a) 
of Regulation [No 469/2009] if 
the product in question satisfies 
the general functional definition 
of a class of active ingredients in 
the claims, but is not otherwise 
indicated in individualised form 
as a specific embodiment of the 
method protected by the basic 
patent?

3. Is a product not protected by a 
basic patent in force under Article 
3(a) of Regulation [No 469/2009] 
if it is covered by the functional 
definition in the claims, but was 
developed only after the filing date 
of the basic patent as a result of an 
independent inventive step?”

In answering the first and second 
questions together, the CJEU stated 
that Article 3(a) of the SPC Regulation:
“must be interpreted as meaning 
that a product is protected by a basic 
patent in force, within the meaning of 
that provision, if it corresponds to a 
general functional definition used by 
one of the claims of the basic patent 
and necessarily comes within the 
scope of the invention covered by that 
patent, but is not otherwise indicated 
in individualised form as a specific 
embodiment of the method of that 
patent, provided that it is specifically 
identifiable […]”.

This not only confirms that the two-
pronged test of Gilead applies to 
products covered by functional claims, 
but also clarifies that the product 
does not need to be individualised as 
a specific embodiment in the basic 
patent. 

The CJEU continued to state that 
the product must be specifically 
identifiable:

“In the light of all the information 
disclosed by that patent, by a person 
skilled in the art, based on that person’s 
general knowledge in the relevant field 
at the filing date or priority date of the 
basic patent and on the prior art at that 
date.”

While this wording corresponds 
closely to the EPO's disclosure 
requirement, the CJEU also stated 
“where the product is not explicitly 
disclosed by the claims of the basic 
patent, but is covered by a general 
functional definition, […] a person 
skilled in the art must be able to infer 
directly and unambiguously from the 
specification of the patent as filed that 
the product which is the subject of 
the SPC comes within the scope of the 
protection afforded by that patent.” This 
wording corresponds directly to that 
used by the EPO. However, there is 
no further guidance provided on how 
strictly this test should be applied 
(the EPO, for example, applies this 
requirement strictly).

In answering the third question, the 
CJEU noted that for a product falling 
under a functional definition in the 
claims, the question is whether 
that product is also 'specifically 
identifiable'. However, Article 3(a) 
of the SPC Regulation should not be 
interpreted as protecting a product 
covered by the functional definition in 
the claims, if:

“It was developed after the filing date 
of the application for the basic patent, 
following an independent inventive 
step.”

Although the CJEU did not provide 
guidance on how the 'independent 
inventive step' should be ascertained, 
this important clarification does leave 
the door open to products covered 
by a functional definition in the 
claims, where they were developed 
after the filing of the basic patent, 
provided they were not obtained by 
an independent inventive step. 

As such, the ruling in Royalty 
Pharma has moved the case law 
forward (explicitly rejecting the 'core 
inventive advance' test of Actavis and 
confirming and clarifying the Gilead 
approach), whilst inviting further 
questions and clarification. For 
example, expect to see development 
regarding the interpretation of: 
how to strictly apply the 'specifically 
identified' test; what constitutes an 
'inventive step' and what makes it 
'independent/autonomous'; what 
does 'developed' mean and when can 
this development occur; and whether 
the requirements of this ruling should 
be extended to Markush type claims.

If you have any questions regarding 
the practical handling of SPC 
applications, the validity of granted 
SPCs and/or the developing case law, 
please get in contact with a member 
of our pharmaceutical team.

Nick Barrow
nbarrow@vennershipley.co.uk 
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Thinking outside the 
black box: explainable 
AI is coming into focus 
Artificial intelligence (AI) and machine learning (ML) technologies continue to be 
deployed in an increasingly broad array of applications, across both the private 
and public sectors. In healthcare applications, for example, AI/ML has supported 
the identification and development of potential vaccines for COVID 19. 

Other applications include AI/ML 
solutions in the financial sector 
to support credit decisions and 
investment advice and in employment 
scenarios to support human 
resources functions in triaging high 
volumes of applications. 

Lawmakers continue to consider 
the appropriate approach to 
regulating AI/ML and the European 
Commission is working to produce 
draft legislation specifically aimed at 
AI/ML development and deployment.  
Considerable debate remains as 
to whether technology-specific 
regulation is desirable at this stage or 
whether existing technology neutral 
rules, including data protection laws, 
achieve an appropriate balance 
between protection from harm and 
fostering innovation.  

Data protection laws have 
increasingly taken centre stage in 
the regulation of AI/ML and the UK’s 
Information Commissioner’s Office 
has partnered with the Alan Turing 
Institute to produce a guidance 
note entitled 'Explaining decisions 
made with AI' (the ICO Guidance) for 
those developing and deploying AI/
ML technology to support decision 
making about individuals. The ICO 
Guidance sets out a framework for 
explaining decisions made using 
AI/ML and addresses both AI/ML 
supported decisions, as well as ‘solely-
automated’ decisions without human 
intervention.  

What emerges from the ICO 
Guidance, is that the regulatory 
requirements for explaining AI/ML 

decisions pose significant challenges 
for so-called ‘black box’ technologies; 
these typically comprise deep-
learning algorithms, the functioning 
of which can be particularly difficult 
to explain in plain, non-technical 
language. Even for less opaque 
applications, data protection law’s 
requirement for transparency about 
the uses made of personal data, and 
the higher threshold for explanation 
where decisions affecting individuals 
are made exclusively by algorithm, 
mean that organisations may well find 
that focussing on ‘human in the loop’ 
decision making supported by AI/ML 
is commercially beneficial.  

Explainability emerges as 
a path to successful AI/ML
As a sign of the increasing importance 
of AI/ML technologies to support 
important decision making 
processes, governments, regulators, 
international organisations and 
developers of AI/ML technology, 
have issued a range of codes, 
frameworks, white papers and 
guidance documents setting out, in 
particular, ethical parameters for 
the development and deployment 
of AI/ML. From the myriad attempts 
to identify foundational principles 
for a successful future for AI/ML 
technologies (by one count, there 
are in excess of 80 such sets of 
principles in circulation¹), we can distil 
a common understanding: successful 
AI/ML must be trustworthy, and this 
will require, to varying degrees, the 
ability to explain the workings and/or 
outputs of such systems.

The codes and guidance point 
to ‘explainable AI’ being key to 
overcoming a lack of trust in AI/
ML systems which are perceived as 
being opaque, in particular to those 
affected by decisions which are 
supported by the technology. Laws 
directed specifically at regulating AI/
ML are in development, with draft 
legislation anticipated from the 
European Commission in the first 
half of 2021. Existing laws however, 
regulate decisions supported by AI/
ML, including human rights laws such 
as the Equality Act 2010, and sector 
specific regulations for financial 
services and medical devices.  

Data protection law, in particular, has 
application in all phases of AI/ML, 
from training through deployment. 
In our Winter 2019 edition of Inside 
IP, we considered the ways in which 
risk can be limited by focussing 
on data minimisation; equally 
important are the data protection 
principles of fairness, transparency 
and accountability, which are closely 
linked with the notion of explainable 
AI. 

In its 2018 report, ‘AI in the UK: ready 
willing and able?’ the UK’s Lords 
Committee on AI concluded that 
AI systems should be “intelligible to 
developers, users and regulators.” The 
Council of Europe’s Convention 108 
text on the protection of individuals 
in relation to automated decision-
making, provides that:

“Data subjects should be entitled to 
know the reasoning underlying the 
processing of their data, including 

www.vennershipley.co.uk
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the consequences of such reasoning, 
which led to any resulting conclusions, 
in particular in cases involving the use 
of algorithms for automated-decision 
making including profiling.” 

Similarly the European Commission, 
in its February 2020 white paper on 
'Artificial Intelligence: a European 
approach to excellence and trust’ 
identified the challenges posed by 
technologies perceived to be a ‘black 
box’:

“The specific characteristics of many AI 
technologies, including opacity (‘black 
box-effect’), complexity, unpredictability 
and partially autonomous behaviour, 
may make it hard to verify compliance 
with, and may hamper the effective 
enforcement of, rules of existing EU 
law meant to protect fundamental 
rights. Enforcement authorities and 
affected persons might lack the means 
to verify how a given decision made 
with the involvement of AI was taken 
and, therefore, whether the relevant 
rules were respected. Individuals and 
legal entities may face difficulties with 
effective access to justice in situations 
where such decisions may negatively 
affect them.”

Explaining AI/ML to meet 
data protection law 
obligations 
The ICO Guidance sets out a 
framework for organisations using 
AI/ML either to support decisions 
about individuals or in some cases, 
to make decisions without human 
intervention. The ICO Guidance 
seeks to assist those deploying 
AI/ML technology in meeting, in 
particular, the principles of fairness, 
transparency and accountability 
under the EU General Data Protection 
Regulation (GDPR), and the UK Data 
Protection Act 2018, as well as the 
specific rules under those regimes 
for decisions which are ‘solely 
automated.’ The key GDPR principles, 
which apply to any decision making 
processing of personal data which AI/
ML is deployed, are:

Fairness takes account of how 
a decision affects the individual 
concerned. Where AI/ML is used to 
support a decision, the individual 
must be provided with information 
about the decision, which may be by 
way of explanation, in the absence 
of which that processing of their 
personal data may be unfair.   

Transparency is a key aspect for 
GDPR compliance in the course of 
any processing of personal data. The 
ICO Guidance formulates the aim as 
being "clear, open and honest" with 
individuals about how their personal 
are processed; providing a form of 
explanation about AI/ML supported 
decisions will assist in meeting 
the requirement for transparency.  
Importantly, the ICO Guidance recalls 
that the transparency principle 
applies equally to personal data used 
in the training phase for AI/ML, as well 
as in deployment.

Accountability is the ability to 
demonstrate compliance with data 
protection law when processing 
personal data, including any decisions 
about individuals supported by AI/
ML. The provision of an explanation 
to individuals will itself help an 
organisation to be accountable, 
as it will show that fairness and 
transparency have been considered 
in the course of the AI/ML 
implementation, as well as in broader 
data processing activities.  

Solely automated decision-
making – Additional challenges for 
compliance 

The data protection principles of the 
GDPR must be met wherever personal 
data are processed, including where 
AI/ML is used to support decision-
making, where there is meaningful 
human intervention (i.e. more than 
‘rubber stamping’ an algorithmic 
output) in order to reach a decision 
(commonly referred to as ‘human in 
the loop’ processes). 

The GDPR also contains a general 
prohibition against ‘solely automated’ 
decision making about individuals, 
where the decision ‘produces legal 
effects’ or similarly significant effects 
for the individual. Examples of such 
decisions are whether an individual 
is entitled, or not, to a social benefit 
such as housing, or whether they 
will be extended credit by a financial 
institution. 

There are narrow exceptions to the 
prohibition on solely-automated 
decisions falling within the prohibition 
(in Article 22 of the GDPR), where 
the decision is either (i) necessary 
for a contract with the individual; 
(ii) authorised by law; or (iii) based 
on the individual’s explicit consent. 
Even where a solely-automated 

decision can rely on one of these 
exceptions, an organisation deploying 
AI/ML may still prefer instead to 
use those technologies to support 
a decision, rather than relying on a 
solely-automated decision. This is 
because solely-automated decisions 
carry with them all of the compliance 
requirements of ‘human in the loop’ 
decisions under the GDPR, as well as 
further obligations: 

• The individual must be informed 
that solely-automated decision 
making is being employed, and 
an explanation must be provided 
of the significance and envisaged 
outcomes of the decision making;

• Meaningful information must be 
provided about the logic involved 
in the decision making;

• Individuals have the right to 
obtain human intervention in the 
decision process, to express their 
view, and to contest the solely-
automated decision.

The additional transparency 
obligations which accompany the use 
of solely-automated decision making 
pose a challenge for ‘black box’ AI/
ML technologies, the operation of 
which may be particularly difficult 
to explain to the level required by 
the GDPR. Accordingly, for decisions 
which produce particularly significant 
effects on individuals, organisations 
may often find that deploying AI/
ML in support of those decisions 
is preferable to relying on those 
technologies for solely automated 
decision making falling within the 
scope of Article 22 of the GDPR. 

The general prohibition in Article 
22 of the GDPR also extends to the 
‘profiling’ of individuals by solely 
automated means, where such 
profiling is likely to produce legal 
or similarly significant effects on 
an individual. The precise limits of 
such profiling remain to determined, 
however, the UK Information 
Commissioner has opined that 
automated profiling of an individual 
in order to target online advertising 
for particularly significant matters, 
such as political campaigning, may 
fall within the ambit of having a 
'legal or similarly significant effect,' 
and therefore subject to the stricter 
conditions for solely-automated 
decision making under the GDPR.  

10
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Explaining AI/ML decisions
The ICO Guidance is presented 
in three parts, each aimed at a 
distinct operational group within 
organisations: Data protection officers 
and compliance teams; Technical 
teams; and Senior Management. The 
framework proposes six types of 
explanations for AI/ML decisions (set 
out below), and for each type provides 
examples of how those explanations 
can be approached based either 
on the process behind the decision 
making, or on the outcome of a 
decision: 

Process based explanations 
focus on demonstrating that best 
practices have been followed in the 
development and deployment of 
AI/ML solutions which underpin a 
decision; for example that the GDPR 
requirement for data protection 
by design and by default has been 
observed.  

Outcome based explanations focus 
on clarifying how a particular decision 
outcome was obtained, by explaining 
the reasoning behind the decision 
in "plain, easily understandable, and 
everyday language." Where there has 
been meaningful human involvement 
in a decision), then the explanation 
must be clear as to how the human 
decider arrived at the decision and 
how the decider was aided by the AI 
system.

The six types of explanation 
proposed in the ICO Guidance are: 

Rationale explanation: Setting 
out the basis for a decision, in an 
‘accessible and non-technical way.’

Responsibility explanation: 
Details of the organisation’s internal 
responsibility for the AI/ML deployed 
in the decision making process, 
covering all phases from development 
to deployment, and whom to contact 
for a human review of the decision.    

Data explanation: The data used, 
and how it was used, to reach a 
decision.

Fairness explanation: Steps taken in 
the design and deployment of the AI/
ML in order to ensure it supports fair 

and unbiased decisions, and whether 
an individual has in fact been treated 
equitably.

Safety and performance 
explanation: Steps taken in the 
design and deployment of the AI/ML 
to "maximise the accuracy, reliability, 
security and robustness of its decisions 
and behaviours".

Impact explanation: Steps taken in 
the design and deployment of the 
AI/ML to consider and monitor its 
decisions’ impact, and that of the AI/
ML more broadly, both on individuals 
affected by its decisions and on wider 
society. 

The ICO Guidance proposes that 
organisations stand to realise benefits 
from explainable AI/ML, including; 
legal compliance; increased trust from 
a better informed public; improved 
internal governance; and better AI/
ML outcomes by monitoring and 
assessing performance to improve 
accuracy and eliminate biases. 

Risks are also acknowledged, and 
organisations will need to consider 
properly their approach to explaining 
AI/ML decisions to avoid such pitfalls; 
a key risk identified is public distrust 
if explanations are seen to be 
overwhelming, thereby reinforcing 
the impression that processes are 
opaque. Commercial sensitivities 
may also mean that organisations 
are reluctant to provide a high level 
of detail into the algorithmic decision 
making for an AI/ML process. The 
ICO Guidance suggests that, whilst 
transparency must be considered 
on a case by case basis, it is 
unlikely that explanations using the 
guidance framework would risk such 
disclosures, as they would not require 
an organisation to reveal confidential 
information about an algorithm, for 
example source code or other trade 
secrets. 

The future is explainable
As debate continues on whether 
technology specific regulation is 
desirable, what appears certain 
is that data protection law will 
continue to apply to AI/ML decisions 
affecting individuals. Amongst other 
examples, a recent position paper 

led by Denmark and signed by 13 
other Member States, confirmed 
that, whatever the regulatory 
approach adopted toward AI/ML, 
such technology must continue to 
comply with the GDPR.² This view 
was subsequently echoed by the 
Presidency of the Council of the 
European Union, Germany. ³

Accordingly, organisations would 
be well advised to consider 
their approach to ‘explainable 
AI’ throughout the design and 
development process for AI/ML, 
particularly where it may be deployed 
for decision-making about individuals; 
not simply with a view to regulatory 
compliance, but perhaps also to 
gain a competitive advantage. For 
organisations deploying AI/ML, this is 
likely to mean a focus on ‘human in 
the loop’ AI/ML supported decision-
making, and eschewing heavy reliance 
on ‘black box’ solutions for those 
decisions which significantly impact 
individuals. 

Robert Peake
rpeake@vennershipley.co.uk 
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T 1414/18 – unity
In the application in question, 
independent claim 1 was directed 
to a method performed by a user 
equipment (UE), while independent 
claim 2 was a more detailed 
independent claim directed to a 
method performed by a network 
node in communication with the first 
UE.

The examining division refused the 
application as lacking unity, based on 
the lack of a single general inventive 
concept between the two claims. 

The Board of Appeal was very 
dismissive of this reasoning and made 
it clear that unity can arise by the 
satisfaction of either of two conditions 
specified by Article 82 EPC:

1. Do the claims relate to one 
invention only?

2. Do the claims relate to a group of 
inventions so linked as to form a 
single general inventive concept?

If the answer to either one of these 
questions is ‘yes’, then the application 
does not lack unity.

The Board further made it clear that 
question (1) needs to be assessed 
properly even if two claims are 
directed towards different products/
processes. 

In its assessment of question (1), for 
the specific application in question 
the Board found that the description 
“refers consistently to a single invention” 
with a single objective. The Board 
further noted that the processes used 
by the UE (of claim 1) and network 
node (of claim 2) are described as 
being used in coordination with each 
other. As a result, the Board found 
that the claims did relate to a single 
invention, with claim 1 describing the 
invention from the perspective of 
the UE, while claim 2 described the 
same invention from the perspective 
of the network node. In other words, 
the Board found that the answer to 
question (1) was ‘yes’. In this analysis, 
the Board further made it clear that 
it did not matter that the main aspect 
of the invention was predominantly 
covered by one more limited 
independent claim, and that the other 
complementary independent claim 
was broader, both claims still related 
to the same invention.

Based on the answer to question 
(1), the Board of Appeal was able 
to conclude that the application 
complied with the requirements of 
unity and the reasoning given by the 
examining division (based on the 
interpretation that the difference 
in scope of the independent claims 
should lead to a finding of the 
presence of a group of inventions) 
was insufficient to establish a lack 
of unity. The Board stated that “the 

reasoning of the examining division 
drawing upon the aspects of a "single 
general inventive concept", "special 
technical features" and "non-unity 
a-posteriori" is moot and does not 
need further consideration.”

This case stands as a useful reminder 
that the mere fact that different 
independent claims are directed 
towards different products/processes 
does not necessarily mean that those 
claims relate to different inventions. 
Furthermore, the structure and 
format of the description in discussing 
these products/processes plays a big 
part in the assessment of whether or 
not the claims then relate to a single 
invention. This is useful to bear in 
mind when drafting European patent 
applications.

T 1111/14 – sufficiency
This application had a claim directed 
towards a method for expanding 
human liver cells (hepatocytes) in 
vivo and a claim directed towards a 
genetically modified mouse in which 
human hepatocytes can be expanded. 
The examining division refused the 
application on multiple grounds, 
including insufficiency, lack of support 
and exceptions to patentability. 

The Board of Appeal set aside the 
Decision to refuse the application and 
remitted the application back to the 
examination division for grant. 
On the topic of sufficiency, the 

A round-up of recent 
Decisions from the 
Boards of Appeal at the 
EPO
Despite the obvious difficulties in holding in person oral proceedings in view 
of the current situation with COVID-19, the Boards of Appeal at the European 
Patent Office have stayed busy, issuing hundreds of Decisions since our last 
issue of Inside IP. Here, we take a look at some of those Decisions from the 
Technical and Legal Boards of Appeal.
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examining division found that the 
claimed invention lacked support of 
technical nature in the description 
and therefore, was not disclosed 
in a manner sufficiently clear and 
complete for it to be carried out by 
the skilled person. 

However, the Board found that the 
examining division erred in its finding, 
and stated the following:

The whole argument of the 
examining division was based 
on the premise that the person 
skilled in the art would read the 
application questioning its teaching. 
This approach was fundamentally 
incorrect. The examining division 
also used the wrong tests. It argued 
that the skilled person would not 
"unambiguously derive" from the 
application that the invention works 
in the absence of uPA pre-treatment, 
and that the skilled person would 
not be prompted to depart from 
the examples "with reasonable 
expectations of success".

In the evaluation of sufficiency, the 
Board of Appeal reiterated that 
a finding of a lack of sufficiency 
should be based on serious doubts, 
substantiated by verifiable facts. This 
was not the case, as the evidence 
presented by the examining division 
did not prove that the claimed 
invention did not work.

The application was additionally 
refused on the basis that the 
examining division considered 
that claim 12 was excepted from 
patentability under Article 53(a) 
and Rule 28(1)(c) EPC in view of the 
disclosure on page 29, which states 
that “Human ES cells can also be 
derived from preimplantation embryos 
from in vitro fertilized (IVF) embryos”. 
Under the revised interpretation of 
Rule 28(1)(c) EPC, discussed in case 
T 0385/14, an unfertilised human 
ovum whose division and further 
development have been stimulated by 
parthenogenesis does not constitute 
a “human embryo”. In view of this, the 
Board of Appeal decided that this 
exception to patentability objection 
could not be upheld.

T 2087/15 – technical 
features
In October 2006, Reliant Exams AS 
filed a patent entitled “System and 
method for improving the quality of 

computer generated exams”. The 
content of the application was 
directed towards a computerised 
system that can generate high quality 
exam question sets from a data bank 
of questions with reduced cost and 
burden. It does so by using known 
statistical methods to analyse the 
quality of exam questions held in a 
data bank against empirical data as a 
way of choosing exam questions that 
differentiate between candidates. 
The application was refused as the 
examining division considered the 
sole technical problem derivable 
from the wording of the independent 
claims to be the configuration and 
programming of known technical 
means in order to implement non-
technical (teaching) constraints. The 
appellant argued in its Notice of 
Appeal that the technical character 
of the invention relates to both 
the objectivity and efficiency of the 
system. The appellant also argued 
that the system can handle large data 
sets not possible by a human. 

While the Board of Appeal 
acknowledged the overall technical 
character of the invention, it was 
of the opinion that the steps in 
independent method claim 8 are 
well-known tasks of people preparing 
exams (e.g. teachers) and that they 
do not relate to solving a technical 
problem, but to the non-technical task 
of a test writer (e.g. a teacher).
The Board did not consider the 
improvement of the quality of the 
questions in a database as a technical 
effect and considered the judgment 
regarding the quality of any exam 
set to be subjective in nature. The 
Board therefore dismissed the 
Appeal as it was of the opinion that 
the objective technical problem was 
in the implementation of a non-
technical method on a computer and 
that this would be straightforward to 
implement without an inventive step 
by the skilled person (i.e. a computer 
specialist).

In this Decision, the Board of Appeal 
reiterated the principles set out in 
well-established case law regarding 
the evaluation of inventive step for 
computer-implemented invention 
and cases involving both technical 
and non-technical characteristics. 
These principles include the fact that, 
if the technical problem concerns 
a computer implementation of a 
business, actuarial or accountancy 
system, the person skilled in the art 

is considered to be a person skilled 
in data processing, and not merely a 
businessman, actuary or accountant. 
Furthermore, as set out in COMVIK, 
non-technical features generally 
cannot contribute to inventive step.

Other notable decisions
• T 0633/16 – The Board 

disregarded the appellant’s 
references to Wikipedia extracts, 
since the appellant had not 
indicated which versions it was 
referring to or attached them 
to the statement of Grounds of 
Appeal.

• T 1832/16 – The patent proprietor 
could not have the proceedings 
terminated by stating that it was 
surrendering the patent nor 
could the EPO revoke the patent 
at the request of the proprietor.

• J 0007/19 – “The notion of a 
mistake eligible for correction 
under Rule 139 EPC does not cover 
the scenario where a declaration 
of withdrawal reflects the true 
intention of the applicant, but is 
based on wrong assumptions.”

• J 0010/19 – While the 
determination of the interruption 
of a procedure can be 
retrospective, it can only be 
cancelled with effect ex nunc.

• T 2214/14 –Even though in 
view of the statements given 
in a first document “the skilled 
person may have hoped to be 
able to revert diabetes in its early 
stage by administering” a known 
microsphere composition, a 
claim to this was still found to 
be inventive since a second 
document indicated that they 
could not have reasonably 
expected to succeed.

Ashleigh Waldron 
awaldron@vennershipley.co.uk 

Henry Aldridge
haldridge@vennershipley.co.uk 
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AI inventors? Why 
should we care? 
In the Autumn/Winter 2019 issue of Inside IP, we reported on the filing of a test 
case which argued it should be possible to name an Artificial Intelligence (AI) 
as the inventor on a patent application. Since then, some of the world’s biggest 
patent offices have decided that current law does not allow this, but the issue of 
AI inventors is far from settled.

In 2018, several patent applications 
were filed in the name of Dr Stephen 
Thaler for inventions purportedly 
invented by AI named DABUS (Device 
for the Autonomous Bootstrapping 
of Unified Sentience). On the grounds 
that DABUS independently conceived 
of the inventions and that no human 
inventor could be identified, the 
applications list DABUS as the sole 
inventor.

Formal inventorship requirements 
vary across different jurisdictions, but 
the USPTO, the EPO and the UKIPO 
have all rejected the possibility that 
DABUS can be named as an inventor 
on the patent applications, reaching 
the common consensus that, under 
current legislation, an inventor must 
be a ‘natural person’ for the purposes 
of a patent application.

The EPO and USPTO decisions are 
still under appeal, but a UK High 
Court judgment in late September 
dismissed the corresponding UK 
appeal, affirming the decision of the 
UKIPO that a person – meaning a 
'natural person' and not merely a 
legal person – must be identified as 
the inventor. That is to say, even if 
DABUS could be considered to have 
created the inventions, it could not be 
considered to have been an inventor 
for the purposes of the UK Patents Act 
because the statutory requirement 
that the inventor is the “actual devisor 
of the invention” implies there is a 
human ‘someone’ to do the devising. 

The question of whether an AI can be 
an inventor is not merely academic, 
but part of a broader point about 
AI inventions and their commercial 
reality. Being an inventor conveys 
certain legal rights and is integral to 
the concept of patent ownership and 

entitlement. Under the UK Patents 
Act, the right to grant of a patent 
belongs “primarily to the inventor”, 
subject to any other agreement 
made by the inventor (such as an 
assignment or employment contract).  
It is through these legal agreements 
with inventors that companies can 
derive the right to own patents. An AI 
such as DABUS lacks legal personality 
and is not able to own property or 
to enter into legal agreements to 
assign property rights. Furthermore, 
as the UKIPO decision notes, “even if 
I were to accept that DABUS meets 
the requirements of the Act to be 
considered an inventor, derivation 
of right through ownership of 
the inventor does not meet the 
requirements of section 7(2)” of the 
UK Patents Act (emphasis added). 

Accordingly, even if DABUS could be 
listed as the inventor of the patent 
applications in question, Dr Thaler has 
no rights in them and is not entitled 
to grant of a patent for the invention.

There is a clear tension in this 
current position. On the one hand, 
the UKIPO is prepared to assume 
that an AI can invent something 

with no human input, such that no 
natural person can be considered the 
actual devisor; on the other hand, 
the UKIPO has decided that a patent 
application cannot be obtained if the 
AI is listed as the inventor and that 
the owner of any such AI inventor 
is not entitled to apply for a patent 
for the invention. At the same time, 
there are legal implications for filing 
a patent application to which one is 
not entitled, as well as for naming the 
wrong inventor; in the United States 
in particular, “identifying a natural 
person, who did not invent or discover 
the subject matter of the invention, as 
the inventor in a patent application 
would be in conflict with the patent 
statutes” and could lead to the patent 
being held unenforceable. 

As these test cases and resulting 
patent office decisions have 
highlighted, there is currently a gap 
in the law, the result of which is that 
the existing patent system does not 
cater for the protection of inventions 
generated solely by AI. While the 
UK High Court judgment hints that 
interpretation might allow to close 
this gap within the framework of 
existing legislation, the question of 
how AI inventions should be treated is 
still an open one.  

It is also a question which has 
garnered increasing amounts of 
attention in the last year or so, 
with the UK government opening 
a consultation on the matter in 
September and a third WIPO session 
on Intellectual Property and AI 
scheduled for November. The level 
of interest is understandable when 
we consider the history of patents, 
the public policy rationale and the 
'patent bargain', which grants a 20 
year patent monopoly to an inventor 

“ The question of 
whether an AI can 
be an inventor is not 
merely academic, 
but part of a 
broader point about 
AI inventions and 
their commercial 
reality. ”
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for two reasons: (i) to have inventors 
share what they learn, so others 
coming after them can build on their 
ideas; and (ii) to reward investment 
in research. As we have seen, the 
starting place for the grant of a patent 
has so far been the human inventor, 
the 'natural person', albeit a company 
can then own and exploit the patent.  

However, as the DABUS cases show, 
the questions we need to be asking 
now are: does it matter if there is 
no human inventor? What does it 
mean for investment and transparent 
sharing of learning if a company 
cannot obtain a patent because the 
inventor was an AI?  

These questions may not seem that 
pressing at the moment. These test 
cases are the first patent applications 
to name an AI inventor and so 
far there has been no outcry that 
businesses are failing to obtain 
patents because of arguments 
concerning AI inventors. However, 
the DABUS applications illustrate 
the direction that this technology 
is heading in and as AI capabilities 
increase we may reach a tipping 
point where significant numbers of 
inventions can no longer be protected 
by patents.  

We suspect that an inability for 
a company to see a return on its 
investment in research is likely to 
change the business interest in these 
questions quickly. If this happens, 
policy makers will have to consider 
the patent bargain and grapple 
with questions such as: If patents 
for inventions generated by AI are 
not available, will businesses stop 
publicly sharing their knowledge and/
or struggle to obtain investment, 
and is that a problem? Does the 

cost of development using AI 
warrant patent protection or are 
inventions generated by AI based on a 
comparatively cheap form of research 
that shouldn’t be afforded the same 
protection as other inventions? Is 
financial investment in research 
worthy of policy protection at all or 
is it the human endeavour which we 
seek to reward? In particular, policy 
makers will have to decide what 
the purpose of the patent system is 
and whether, on balance, there is a 
sufficient policy reason to change it. 

We cannot know what future 
policy debates will conclude. In the 
meantime, the default position is that 
patent protection requires there to 
be a human devisor and companies 
working in this field should keep 
a close watch on the origins of 
inventions made using AI. If the issues 
and questions above seem relevant to 
the innovations driving your business, 
then contact your usual Venner 
Shipley advisor, because this is the 
debate for you. 

James Tumbridge
jtumbridge@vennershipley.co.uk 

Alexandra Seymour-Pierce
aspierce@vennershipley.co.uk 

www.vennershipley.co.uk
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G3/19: EBA finds plants 
produced by essentially 
biological processes are 
not patentable
In a surprising decision, the Enlarged Board of Appeal (EBA) of the European 
Patent Office (EPO) recently found that the products of essentially biological 
processes are not patentable, reversing its earlier opinion.

The decision, which can be found 
here surprised many observers. It 
was triggered by a referral from EPO 
president António Campinos in April 
2019, and is the latest development in 
a saga that has now been running for 
more than 20 years.

In 1999 the EPO implemented the 
'Biotech' Directive (Directive 98/44/
EC of the European Parliament and 
of the Council of 6 July 1998 on the 
legal protection of biotechnological 
inventions), with the purpose of 
harmonising national law on the 
patentability of inventions relating to 
biological material.

As a result of the Biotech Directive, 
essentially biological processes for 
producing plants and animals were 
excluded from patentability and 
this is implemented by Article 53(b) 
EPC. A process for the production of 
plants and animals is considered to 
be essentially biological if it consists 
entirely of natural phenomena such 
as crossing or selection. However, 
biotechnological methods of 
producing transgenic plants and tools, 
such as genetic markers for use in 
such methods, can be patented.

The exclusions to patentability 
provided by the Biotech Directive 
have been confirmed by numerous 
decisions of the EPO Boards of 
Appeal, for example, in the related 
cases Broccoli II (G2/13) and Tomato 
II (G2/12). In G2/12 and G2/13 it was 
found that Article 53(b) EPC should 
be interpreted narrowly and should 

not prevent the grant of patent claims 
directed to plants or plant products 
produced by essentially biological 
processes.

However, these decisions of the EBA 
were not received favourably by some 
groups, especially plant breeders’ 
associations. Having come under 
pressure from such lobbying groups 
and certain national governments to 
limit the extent of patent protection 
available in this area, in December 
2015, the European Parliament 
adopted a resolution asking the 
European Commission to review the 
patentability of products of essentially 
biological processes.

The European Commission concluded 
that the EU legislator’s intention when 
adopting the Biotech Directive was to 
exclude from patentability products 
that are obtained by means of 
essentially biological processes. 

Thus, the rulings in G2/13 and 
G2/12 by the EBA to allow claims to 
products obtained from an essentially 
biological process were considered by 
the EU Commission to be contrary to 
the intentions of the Biotech Directive.
The Commission’s Notice was highly 
controversial and although it was 
not binding on the EPO, Decision 
(CA/D 6/17) was issued by the EPO’s 
Administrative Council to amend 
Rules 27(b) and 28(2) EPC in light of 
the Notice. Rule 28(2) EPC was thus 
amended to state that European 
patents shall not be granted 
in respect of plants or animals 

exclusively obtained by means of an 
essentially biological process. The 
Decision to amend Rule 28(2) EPC 
was unprecedented because it was in 
direct contradiction to the previous 
decisions of the EBA (in G2/12 and 
G2/13).

The amendment to R28(2) EPC was 
tested before a Technical Board 
of Appeal in December 2018, in 
T1063/18. In the decision, the Board 
of Appeal found that the amendment 
to Rule 28(2) EPC reverses the 
meaning of Article 53(b) EPC, as 
interpreted by the EBA, and it is not 
possible to interpret Rule 28(2) EPC 
in such a way that no contradiction 
exists. According to Article 164(2) EPC, 
in case of conflict the Articles prevail, 
thus rendering the amendment to 
Rule 28(2) EPC void.

The Board also found that it was 
not necessary to deviate from the 
interpretation of Article 53(b) EPC 
given by the EBA in decisions G2/12 
and G2/13 and in addition, a referral 
to the EBA was also unnecessary.
Nevertheless, the EPO President 
referred T1063/18 to the EBA, arguing 
that the referral was necessary to 
restore legal certainty. However, the 
referral was highly controversial. 
Various parties, including CIPA 
(the professional body for patent 
attorneys in the United Kingdom), 
questioned the admissibility of the 
referral in the absence of conflicting 
decisions from EPO Appeal Boards on 
the interpretation of Article 53(b) EPC.
Nevertheless, in G3/19, the EBA has 

http://documents.epo.org/projects/babylon/eponet.nsf/0/44CCAF7944B9BF42C12585680031505A/$File/G_3-19_opinion_EBoA_20200514_en.pdf
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now found that “the exception to 
patentability … in Article 53(b) EPC has 
a negative effect on the allowability of 
product claims … directed to plants, 
plant material or animals, if the 
claimed product is exclusively obtained 
by means of an essentially biological 
process”.

The decision of the EBA in G3/19 is 
remarkable for a number of reasons.
Firstly, it surprised many observers 
that the EBA was able to give 
a decision and did not find the 
referral to be inadmissible in view 
of a possible lack of conflicting 
case law that a presidential referral 
requires. Several referrals have been 
deemed inadmissible for this reason 
previously. Secondly, the EBA took the 
rare step of reversing its own earlier 
decisions in G2/13 and G2/12. The 
EBA explained that the reason for the 
divergence is that the exception to 
patentability under Article 53(b) EPC 
required a “dynamic interpretation”.

As explained in the EPO’s press 
communiqué, “On the merits of the 
referral, the Enlarged Board endorsed 
its earlier findings on the scope of 
Article 53(b) EPC, which were based 
on the classical (i.e. the grammatical, 
systematic, teleological and historical) 
methods of interpretation. However, the 
Enlarged Board found that a particular 
interpretation which has been given to 
a legal provision can never be taken as 
carved in stone, because the meaning of 
the provision may change or evolve over 
time. This meant that decisions G2/12 
and G 2/13 did not settle the meaning of 

Article 53(b) EPC once and for all. Taking 
account of the Administrative Council's 
decision to introduce Rule 28(2) EPC, 
the preparatory work on this provision 
and the circumstances of its adoption, 
as well as legislative developments in 
the EPC contracting states, the Enlarged 
Board concluded that new Rule 28(2) 
EPC allowed and indeed called for a 
dynamic interpretation of Article 53(b) 
EPC”.

Thirdly, the decision of the EBA is 
effective only as of a particular date 
rather than fully retrospectively. 

The EBA stated that the new 
interpretation of Article 53(b) EPC 
given in G3/19 does not apply to 
patents granted before 1 July 2017, 
when the amended Rule 28(2) 
EPC was introduced, or pending 
applications filed before that date.
The EPO President António Campinos 
welcomed the EBA decision: “It will 
bring greater legal certainty for patent 
applicants, and the general public, on 
what is a sensitive and complex issue 
that has legal, societal and economic 
implications”.

As a result of the decision in G3/19, 
product and product-by-process 
claims directed to plants, plant 
material, or animals, are excluded 
from patentability if the claimed 
product is exclusively obtained by 
means of an essentially biological 
process or if the claimed process 
features define an essentially 
biological process.

At first glance this decision would 
appear to come as a blow to the 
European Agritech industry. In 
practical terms, however, very 
little has actually changed for 
patent applicants in this field. The 
enforcement of European patent 
claims to plants produced by crossing 
and selection was already limited in 
this area and in a number of countries 
national legislation already excluded 
patent protection for the products of 
essentially biological processes and 
means to rely more on plant variety 
rights for protecting innovations in 
this area.

It is also worth emphasising 
that plants and plant material 
obtained by a technical process are 
unquestionably patentable. It is 
also still possible to obtain patent 
protection for plant or animal derived 
products that are not propagation 
material and in vitro plant or animal 
cell populations which are treated as 
microorganisms.

Matthew Handley
mhandley@vennershipley.co.uk 

www.vennershipley.co.uk
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AI, standards and 
patents - time for a 
gold rush?
When Canadian telecommunications giant “Nortel” went bankrupt in 2009, not 
everything was lost. The assets that remained were a huge patent portfolio 
which was auctioned in 2011. Although these assets were purely intangible, the 
patent portfolio reached a price of US $4.5 billion for around 6,000 patents and 
patent applications.

Nortel described the package as: 
“… more than 6,000 patents and 
patent applications [covering] wireless, 
wireless 4G, data networking, optical, 
voice, Internet, service provider, 
semiconductors and other patents”. For 
those involved in building up these 
assets, it was encouraging to see 
that their work created value for the 
company and for the economy as a 
whole. The reason why patents in the 
field of telecommunications reach 
such high prices is that many of the 
patents cover telecommunication 
standards and are therefore 
considered to be 'standard-essential' 
which means that each company that 
wants to or is forced to comply with 
the standards necessarily infringes 
the patent which means that it has to 
pay royalties, leading to further legal 
discussion such as the much cited 
FRAND negotiations. 

So far, the situation in 
telecommunications regarding the 
interplay between standards and 
patents has been unique but the 
situation may be about to change. 
With AI technology becoming more 
and more mature, the desire to 
subject this technology to standards 
increases. AI technology is sometimes 
conceived as a 'black box' since it is 
not always understandable why an AI 
technology produces a certain output 
for a certain input and therefore can 
still meet a degree of scepticism in 
safety-relevant fields of technology. 
'Explainable AI', also referred to as 
XAI, is a research field within the 
field of AI which now receives a lot of 

attention and aims at getting deeper 
insights and understanding in the 
internal functioning of AI technology 
in order to increase the safety 
and reliability of AI technology. It 
should be noted that the algorithms 
themselves are not always the 
decisive elements. It is often the 
datasets with which the algorithms 
are fueled which have to be analysed 
more closely. For example, in the 
future there may be standard training 
data sets with which the algorithms 
for a medical diagnosis app have to 
be trained to ensure that they comply 
with standards. 

The introduction of standards in the 
field of AI is not primarily motivated 
by the patent system. It is rather 
safety and reliability but also ethical 
concerns that drive the introduction 
of standards in this field. However, 
as a side effect, this may lead to 
standard essential patents giving 
patent proprietors huge advantages 
in the market. 

Further algorithmic development 
can, of course, contribute to the 
advancement of AI in different fields 
of technology. For companies that 
are involved in the development 
in new AI technologies obtaining a 
patent for these technologies can be 
an interesting asset in particular if a 
standardization body later comes to 
the decision to make this particular 
technology part of a standard. Since 
a patent will only be granted to that 
person or company that first files a 
patent application, it is important 

to be quick and have in mind the 
potential that lies in the interplay of 
AI, standards and patents. There is 
often a misconception that 'software 
is not patentable' which is misleading 
and only applies to algorithms or 
mathematical methods 'as such'. 

However, an algorithm which is 
applied to a technological field and 
brings about a technical effect is 
normally considered to be patentable.

To underpin the importance of 
'Explainable AI' in the field of 
standards, the National Institute of 
Standards and Technology ('NIST') 
has announced on its website 
that it is inviting stakeholders to 
submit their comments on the 
first draft of the 'Four Principles of 
Explainable Artificial Intelligence 
(NISTIR 8312)', a white paper that 
aims at defining the principles that 
capture the fundamental properties 
of explainable AI systems. (Those 
who are familiar with standardisation 
processes will not be surprised to see 
that page four of the paper includes 
“a call for information on essential 
patent claims”.) NIST will be accepting 
comments until October 15, 2020. 
In October 2019, the German 
Institute for Standardization (DIN) 
organised a kick-off meeting to 
present and discuss their plan for 
an AI standardization. The event 
was attended by more than 300 
experts and stakeholders from 
industry, politics, the scientific 
research community, the society as 
a whole and also patent attorneys 
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importance as they have in the field of 
telecommunications. 

Richard Kennedy
rkennedy@vennershipley.co.uk 

Michael Fischer 
mfischer@vennershipley.co.uk 

from Venner Shipley LLP had the 
chance to attend the event. The AI 
standardization roadmap aims at 
quickly creating a framework for 
action for standardization in the field 
of AI that will strengthen the global 
competitiveness of German industry. 
While it is not yet clear on which level 
an AI standard will be defined (high 
level - standards on the AI technology 
development process and quality 
criteria, or low level – standards on 
the algorithm itself), initial documents 
have already been published.  

While national efforts to establish AI 
standards are to be welcomed, it is 
clear that standardization nowadays 
happens on an international level. 
What is even more important due 
to its international impact and 
what has created considerable 
media attention is the creation of 
working committee 'ISO/IEC JTC 1/
SC42' of the International Standards 
Organization (ISO) in 2017 which 
is the first international standards 
committee that is looking at the 
entire AI ecosystem. As stated on 
its website, JTC 1/SC 42 will “serve 
as the focus and proponent for the 
JTC 1 AI standardization programme 
and provide guidance to JTC 1, IEC, 
and ISO committees developing AI 
applications”. For stakeholders in the 

field of AI it is worthwhile observing 
what this working committee is 
doing or even getting involved in its 
activities. This may help to foresee the 
development in the standardization 
of AI (and adapt its patent strategy 
accordingly) or even try to influence 
the standardization process.

Take home message:
While big IT companies are familiar 
with patenting their innovations, 
it is more often smaller start-ups 
that do not have enough financial 
funds or who do not prioritise 
developing an IP strategy. (Also 
large pharmaceutical or chemical 
companies having a lot of experience 
in patenting their pharmaceutical or 
chemical inventions may sometimes 
lack awareness in protecting their 
AI innovations.) This can be a 
drawback since it is often the patents 
that distinguish one start-up from 
another. Think of an investor who 
wants to decide whether to invest 
his money in one AI start-up which 
has applied for patents or another 
AI start-up which has not. It is also 
recommendable to closely observe 
how the standardisation process in 
the field of AI is further developing. It 
will be interesting to see if standards 
in the field of AI will develop in 
the same way and reach the same 

1. https://www.fulcrum.com/nortel_bankruptcy_patent_auction/
2. https://www.nist.gov/system/files/documents/2020/08/17/NIST%20Explainable%20AI%20Draft%20NISTIR8312%20%281%29.pdf
3. https://www.nist.gov/topics/artificial-intelligence/ai-foundational-research-explainability
4. https://www.din.de/en/din-and-our-partners/press/press-releases/artificial-intelligence-requires-standards-and-specifications–688888
5. https://www.din.de/en/wdc-beuth:din21:326795941/toc-3183949/download
6. https://www.iso.org/committee/6794475.html

19

www.vennershipley.co.uk



20

The trade mark                    can be 
registered in the EU and is not 
confusingly similar to the trade 
mark MASSI even for identical or 
highly similar goods. This recent 
decision of the Court of Justice (EU) 
'CJEU' concludes a nine-year dispute 
between Messi and the Spanish 
cycling brand MASSI. 

The Facts
On 8 August 2011 the Argentinean 
footballer, Lionel Andrés Messi 
Cuccittini, aka Messi, applied to 
the EU Intellectual Property Office 
(EUIPO) to register as a trade mark 
the stylised word MESSI & Device as 
appears above. The goods included 
lifesaving apparatus and instruments 
(Class 9); clothing, footwear, headgear 
(Class 25); and gymnastic and sporting 
articles not included in other classes 
(Class 28). 

The application was opposed by the 
Spanish owner of the specialist cycling 
brand MASSI on the basis of its earlier 
EU registrations for MASSI which 
cover helmets for cyclists; protective 
clothing against accidents; protection 
devices for personal use against 

accidents (Class 9); sporting clothing, 
footwear and headgear (Class 25) and 
gloves, accident protective shoulder, 
elbow and knee guards (Class 28). The 
MASSI brand dates back to the 1970s.

The opponent claimed that MASSI 
and MESSI are highly similar both 
visually and phonetically. This is hard 
to dispute. Further, the goods applied 
for under MESSI are identical with, 
or highly similar to, the registered 
goods under MASSI. If you consider 
that a cycling helmet is a piece of 
lifesaving apparatus and that cycling 
gloves are sporting articles, Messi’s 
broadly worded specification of goods 
in Classes 9 and 28 covers identical 
goods to those registered under 
MASSI. The class 25 goods are clearly 
identical. The opponent argued that, 
as a result of the similarity of marks 
and the similarity of goods, there 
exists a likelihood of confusion on 
the part of the consumer and MESSI 
should not be allowed onto the 
register.

The EUIPO agreed, as did the Board of 
Appeal. However, Messi appealed for 
a second time and succeeded before 
the General Court. The opponent then 

appealed but at the final possible 
appeal forum, the CJEU, the decision 
of the General Court was upheld and 
the MESSI mark will register. The 
decision is only available in French 
and Spanish but a link to the CJEU 
English press release is here. So how 
did Messi overcome the similarity of 
marks and of goods?

Reputation
The short answer is by his existing 
reputation. There are three basic 
strands to comparing trade marks 
under dispute: visual, phonetic 
and conceptual. Despite the strong 
visual and phonetic similarity 
between MASSI and MESSI, Messi’s 
celebrity was considered to be 
of such exceptional strength that 
the consumer would immediately 
perceive the trade mark conceptually 
to be a brand connected to the 
individual. Thus his reputation 
neutralised the other similarities 
to the extent that there was not a 
likelihood of consumer confusion 
between                     and MASSI.

MESSI ONE: MASSI NIL 
– Lionel Messi wins trade mark 
contest before the CJEU
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whether there is a likelihood of 
confusion between the respective 
marks. The greater the reputation 
of the opponent’s mark, the broader 
the scope of protection it enjoys and 
this therefore increases a finding of 
likely confusion. This decision is a 
useful reminder that the reputation 
of the mark being brought forward 
for registration can also be a relevant 
factor. If the reputation which you 
claim has really obvious and global 
reach it may actually be possible to 
successfully rely on it without filing 
proof because tribunals are at liberty 
to inform themselves of such facts.  
They do not have to rely solely on 
evidence put before them in their 
deliberations.  

However, this is a very exceptional 
case. There are probably only a 
handful of individuals or brands who 
could succeed in this way and 'the 
Messi approach' is not recommended 
as general practice. Ordinary mortals 
and brands need to file focused and 
persuasive evidence in support of 
a claim to reputation and thereby 
enhance the prospects of successfully 
prosecuting or defending an 
opposition.

Further and extraordinarily, Messi did 
not even have to file any evidence of 
his reputation. Both the EUIPO and 
the Board of Appeal held that Messi 
should have filed evidence in order 
for them to assess the extent of his 
reputation across the EU. 

However, the General Court took 
the view that  his reputation was 
self-evident and did not require 
proof. It actually transcended the 
sporting arena and he was a public 
figure known by anyone who was 
reasonably attentive and read the 
press, followed the news or listened 
to the radio. The lower tribunals could 
have informed themselves of this 
because it is 'a well-known fact' and 
the lack of actual evidence before 
them was not determinative. The 
CJEU declined to overturn the General 
Court on this point, noting that its 
role was not to review the facts and 
make its own judgement but rather to 
assess whether the lower court had 
made an error at law. It had not.

Comment
It is an accepted principle in a trade 
mark dispute that the reputation of 
the opponent’s established mark is 
a relevant factor when considering 

Camilla Sexton
csexton@vennershipley.co.uk 

www.vennershipley.co.uk

“ There are three 
basic strands to 
comparing trade 
marks under 
dispute: visual, 
phonetic and 
conceptual. ”
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Patenting AI for 
Medical Diagnostics

Patients can present with a huge 
amount of medical data, for example, 
blood pressure measurements, 
X-rays and CT scans, histology images 
and biochemical blood tests data. 
It can take years of training for a 
human to assimilate these data in 
just one of these areas to enable 
them to provide a diagnosis and 
recommend treatment for each new 
case they see. This situation can often 
result in a bottleneck where results 
from a patient are not seen by an 
appropriately trained specialist for 
weeks. 

Al and ML models which are trained 
to look for specific patterns in the 
data, for example, a set of CT scan 
data, can take new CT scan data from 
a patient and classify it into a likely 
diagnosis quickly and efficiently. This 
classification can then be used as an 
aid for medical professionals when 
assessing a patient’s clinical needs.
From the perspective of European 

patent law, the application of AI to 
healthcare is particularly interesting 
because on the surface it seems to 
relate to several different types of 
patent exclusions. Mathematical 
methods, computer programs and 
methods of treatment and diagnoses 
performed on a human body are all 
excluded from patent protection in 
European patent law.

Specifically, Article 52(2) of the 
European Patent Convention (EPC) 
lists a number of subjects that are 
not regarded as inventions by the 
European Patent Office (EPO). Among 
them are programs for computers 
and mathematical methods. You 
may think that AI and ML models fall 
into both of these categories, being 
a mathematical model implemented 
on a computer. However, Article 
52(3) of the EPC goes on to state that 
applications related to these subjects 
are only excluded “to the extent to 
which a European patent application or 

European patent relates to such subject-
matter or activities as such”.

What this means in practice is that in 
order to obtain patent protection for 
a mathematical model like an AI or 
ML algorithm or model, the algorithm 
or model needs to contribute to the 
technical character of the invention, 
for example by being applied to a 
specific 'technical' application area. 
A variety of examples of applications 
which are considered 'technical' are 
provided in the EPO Guidelines for 
Examination and this list includes 
“providing a medical diagnosis by 
an automated system processing 
physiological measurements”.

Therefore, AI and ML methods which 
achieve a diagnosis, like categorising 
a histology sample or a radiograph 
as either showing a potential cancer 
or not, would be considered to be 
technical by the EPO. Depending on 
the invention, it is therefore possible 

Artificial intelligence (AI) and machine learning (ML) have revolutionised the 
field of data analysis. Trained AI and ML models can now outperform humans 
in many analysis tasks, including those where humans require years of study. 
One example where AI and ML models have particularly helped is in the field of 
healthcare and medical diagnosis.

“ From the perspective of European 
patent law, the application of AI to 
healthcare is particularly interesting 
because on the surface it seems to 
relate to several different types of 
patent exclusions.  ”
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to gain patent protection for AI and 
ML systems which achieve similar 
outcomes.

For some medical diagnostic 
methods, there is a second hurdle 
to patentability that also needs to 
be overcome – that of methods of 
treatment and diagnoses performed 
on a human or animal body. 

European patent law has been written 
to prevent medical physicians and 
veterinarians from being impeded by 
patent rights. This is clearly a policy 
in the public interest as no one wants 
to reduce the freedom of physicians 
or veterinarians performing their 
job. Article 53 of the EPC thus states 
that patents shall not be granted for 
“diagnostic methods practised on the 
human or animal body”. 

However it is important to note that 
this exception to patentability only 
applies to method claims and so does 
not exclude protection for a medical 
device or computer program which 
carries out a diagnostic method. 

Even for method claims, in our 
experience it is still often possible 
to overcome the Article 53 EPC 
exclusion. The EPO Guidelines 
provide four phases which need to be 
performed for a method to fall within 
the Article 53 exclusion. These are: (i) 
the examination phase, involving the 
collection of data; (ii) the comparison 
of these data with standard values; 
(iii) the finding of any significant 
deviation; and i.e. a symptom, during 
the comparison, (iv) the attribution of 

the deviation to a particular clinical 
picture, i.e. the deductive medical or 
veterinary decision phase. 

Furthermore, the Article 53 exclusion 
relates to diagnostic methods 
“practised on the human or animal 
body”. To determine this, it must be 
ascertained whether an interaction 
with the human or animal body takes 
place. AI and ML methods performing 
a technical part of the claim are 
usually performed on a device which 
is not interacting with the human or 
animal body. Even with the advent 
of wearable devices such as smart 
watches which are attached to our 
bodies for long periods, it is arguable 
that underlying an AI or ML model 
itself is sufficiently removed from any 
direct interaction with the body such 
that the method exclusion does not 
bite.

In conclusion, armed with knowledge 
of the issues, the exclusions of Article 
52(2) and 53 of the EPC can often 
be avoided by careful drafting. Of 
course, the usual criteria of novelty 
and non-obviousness will still need 
to be met-but for the right invention, 
it is certainly possible to gain patent 
protection for the use of AI in 
healthcare applications.

Venner Shipley has experts in 
medical devices and AI and our 
team is perfectly placed to advise 
on protection on the issue of AI for 
medical diagnostics. If you would like 
any advice in this area, please let us 
know.

Robert Holbrook
rholbrook@vennershipley.co.uk 
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“ European patent 
law has been 
written to prevent 
medical physicians 
and veterinarians 
from being 
impeded by patent 
rights. ”

James Varley
jvarley@vennershipley.co.uk 

Richard Kennedy
rkennedy@vennershipley.co.uk 
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data', which can give a more in-depth 
view of bodily physiology compared to 
the brief snapshot obtainable through 
a single test taken at a doctor’s 
surgery, which can lead to reduced 
diagnosis time.  

Interestingly, these solutions targeted 
at women’s health also have potential 
for making advancements in general 
health. For example, AVA was involved 
in trials determining whether the data 
collected for measuring a woman’s 
fertility using their tracking bracelet 
(such as temperature, breathing 
rate and heart rate) could also be 
used for early detection of COVID-19 
symptoms. Although the technology 
in the women’s health space has 
begun to improve our knowledge 
about women’s health, we still need 
more female health data. 

For AI powered healthcare solutions, 
it is of critical importance to plug 
the data gaps in female health data. 
AI systems are tuned based on the 
demographics represented within the 
datasets and any biases within the 
data can be amplified by AI. Where 
healthcare-related AI systems are still 
operating on data sets which include 
a larger proportion of males than 
females, females will continue to be 
negatively impacted compared to 
males. 

In one example, a lack of female 
medical research data meant that 
AI systems diagnosing heart attacks 
based on certain physiological 
indicators are 50% more likely to 
misdiagnose women than men, 
because the physiological indicators 
of heart attack for women are 
underrepresented in the data.  

Targeted female data collection is also 
important to continue to innovate in 

When artificial intelligence (AI) plays 
a part in diagnostics and treatment, 
diverse and unbiased data sets are 
crucial to ensure these healthcare 
solutions work for everybody. As 
new developments in technology 
emerge, there is potential for plugging 
the data gaps in general health, 
improving research on female-specific 
conditions and improving the future 
of women’s health. 

Historically, women were often 
excluded from medical trials on the 
basis that their cyclical hormone 
fluctuations introduced too many 
variables. In the US, in the 1970s 
and 1980s, females of reproductive 
age were excluded from medical 
trials almost completely and even 
today, medical trials often include 
a disproportionate number of men 
to women. Medical clinical trial data 
are therefore largely male data, with 
sex-specific interactions of certain 
drugs being unaccounted for. In some 
cases, drugs and dosages of drugs 
developed based on largely male 
data have later led to severe adverse 
effects in females and the drugs later 
being removed from the market. 

In fact, women are 60% more likely 
to have an adverse reaction to 
prescription drugs. Women’s health 
is also underfunded compared to 
general health and male-specific 
conditions, leading to many female-
specific conditions lacking quality 
research and data. Accordingly, there 
has been little innovation in women’s 
health until recent years.  

Rapid advancements in technology 
have led to new ways of collecting and 
analysing medical data, including data 
about the female body. The rising 
waves of Femtech, wearable tech 
and digital healthcare combined with 

advancements in AI and big data are 
leading to solutions finally focussing 
on women’s health.  

These solutions are leading to rapid 
generation of women’s health data, 
filling some of the previous gaps, 
and in some cases generating data 
sets for the first time for areas of 
women’s health which have not 
been researched in the past, from 
being able to identify reproductive 
system anomalies such as polycystic 
ovarian syndrome or a potentially 
life-threatening ectopic pregnancy to 
a fitness training app which designs 
a training programme tailored on 
female physiological data unique to 
each individual.  

Wearable tech for women has led to 
data being collected on a continuous 
or regular basis, so called 'longitudinal 

Women’s health, AI and 
the data gap 
In her multi-award winning book, 'Invisible Women: Exposing Data Bias in a 
World Designed for Men', Caroline Criado Perez discusses the systemic lack of 
data relating to women and describes the so called “gender data gap”. In the 
medical and healthcare space, this has led to innovation largely based on men 
and male data and innovations in female-specific conditions are lacking.

“ For AI powered 
healthcare 
solutions, it is of 
critical importance 
to plug the data 
gaps in female 
health data. AI 
systems are tuned 
based on the 
demographics 
represented within 
the datasets, and 
any biases within 
the data can be 
amplified by AI.  ”
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Katherine Dainty
kdainty@vennershipley.co.uk 

the women’s health space for largely 
female-specific conditions. Innovative 
AI solutions may help to reduce the 
cost and time in diagnosis of certain 
conditions. 

These may be of particular benefit in 
developing countries. For example, in 
countries which do not have national 
screening programmes, technologies 
such as handheld devices using AI 
to detect early stage breast cancer 
offer a potential low-cost solution to 
improving breast cancer detection 
and treatment worldwide. Such 
devices also reduce the need for 
invasive and painful mammogram 
procedures which can be a factor in 
some females opting not to attend 
their screening appointments.  

Clearly, a combination of AI, wearable 
tech and Femtech has vast potential 
for improving women’s health, 
clarifying the problems that currently 
exist and unveiling potential new 
solutions. But the momentum in 
researching women’s health must 
continue to increase, with continued 
importance placed on collection 
of diverse data sets in general 
healthcare. 

At Venner Shipley, we are passionate 
about diversity and equality and 
therefore have a natural interest in 
technology which improves the lives 
of women. With experts in medical 
devices, wearable tech, AI and 
pharmaceuticals, our team is perfectly 
placed to advise on patent protection 
for women’s health tech solutions.  

“ In one example, 
a lack of female 
medical research 
data meant that AI 
systems diagnosing 
heart attacks 
based on certain 
physiological 
indicators are 
50% more likely 
to misdiagnose 
women than men. ”
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Brexit, what next?

Brexit - End of the road or 
not?
From 1 January 2021, the UK will be 
fully independent of the EU, because 
at midnight on 31 December 2020 
the “transition” period expires. What 
does this mean for business? Well 
sadly for followers of the news you 
will know that at this moment no 
one truly knows because the UK 
and EU have yet to announce their 
'deal.' What we can tell you is that 
the UK intends for a seamless trading 
relationship, and the EU is also 
keen on a 'deal' but sticking points 
remain. The UK and EU were due to 
announce the ‘deal’ if one is reached, 
by the end of October 2020 because 
the EU requires two months for the 
EU’s institutions to formally ratify the 
agreement. However, negotiation 
is ongoing into November. The UK 
is seeking the type of agreement 
which the EU has already concluded 
in recent years with other nations. 
The UK proposal draws on previous 
EU agreements such as the Canadian 
Comprehensive Economic Trade 
Agreement, the EU/Japan Economic 
Partnership Agreement and the EU/
South Korea Free Trade Agreement, 
and the approach is consistent with 
the Political Declaration agreed in 
October 2019, between the UK and 
the EU, in which both sides set the 
aim of concluding a ‘zero tariffs, zero 
quotas’ Free Trade Agreement. The 
notes in our [Spring Inside IP edition] 
remain a valid overview and you can 
see them [here].

Looking at the question of IP, as 
has been confirmed many times, 
there is no change for patents. The 
UK government has been active in 
considering and addressing issues 
regarding other rights and published 
'Brexit IP Regulation; Intellectual 
Property (Amendment etc.) (EU Exit) 
Regulations 2020'. This Regulation 
incorporates the UK's obligation in the 
Withdrawal Agreement to ensure that 

the outcomes of EUTM and Registered 
Community Design (RCD) cancellation 
actions that are pending at the end of 
the Brexit transition period bind the 
comparable UK right. The UK has also 
confirmed that comparable UK trade 
marks deriving from International 
registrations (IRs) designating the 
EU will be national UK rights, falling 
outside of the International (Madrid/
WIPO) system. They will therefore 
have to be administered and renewed 
separately from the IRs from which 
they derive. The same is true for 
International designs designating the 
EU.

There is commitment to be no less 
favourable to foreigners than UK 
nationals, and the current rights 
in law today as to IP rights are to 
continue. This means much of the 
IP Chapter recites what you would 
expect to see in regards to copyright, 
trade marks and other rights. There 
is also considerable alignment on 
counterfeits but some are concerned 
about the enforcement and 
recognition of judgments. The real 
issues come with the consequences of 
exit to EU wide rights like trade marks 
and designs which we deal with in 
more detail below. So overall the IP 
landscape is becoming clear despite 
Brexit, and there is no expectation 
of significant changes when it comes 
to patents and litigation. The main 
points to consider concern the impact 
in the UK on your rights currently 
protected by EU trade marks and 
designs….

Brexit - End of Transition 
Period Trade Mark Update 
From 1 January 2021, European Union 
Trade Mark (‘EUTM’) registrations 
and EU designations of 'Madrid' TM 
registrations will no longer have 
any effect in the UK. Accordingly, 
pending oppositions or cancellation 
actions against EUTM applications/
registrations which are based solely 
on earlier UK rights will be dismissed 
after 31 December 2020.

In early 2021, the UKIPO will 
automatically create mirroring UK 
trade mark (UKTM) registrations in 
respect of both (a) EUTMs which had  
'registered' status on 31 December 
2020 and (b) EU designations of 
'Madrid' TM registrations which had 
'accepted' status on 31 December 
2020. In all cases the right created 
will be a UK national registration.  
These mirroring UKTMs will inherit 
any priority or UK seniority dates 
successfully claimed by the EU right 
from which they stem.

Since no registration certificates will 
be issued, it will be important to the 
check that these rights are correctly 
created by the UKIPO. The newly 
created mirroring UKTM registrations 
will have the same renewal dates as 
the EU rights from which they stem 
(the exception being the new UKTM 
registrations mirroring 'subsequent' 
designations of the EU through 
'Madrid' TM registrations which will 
fall due for renewal every ten years 
after the filing date of the subsequent 
designation). The mirroring UKTM 
registrations will need to be renewed 
separately. Thus, where an EUTM falls 
due for renewal in January 2021, the 
newly created mirroring UK right will 
also need to be renewed in January 
2021 if TM protection in the UK is 
required.

Owners of EUTM applications still 
pending at the end of 2020 will have James Tumbridge

jtumbridge@vennershipley.co.uk 

With the UK set to leave the EU in just mere months on the 1 January 2021, our 
heads of legal, trade marks and designs, James Tumbridge, David Birchall and 
Alex Brown have provided an update on what this will mean for you and your 
business.

https://www.vennershipley.co.uk/insights-events/inside-ip-spring-summer-2020/
https://www.vennershipley.co.uk/insights-events/brexit-dont-give-up-read-on/
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a nine-month window in which to file 
UKTM applications for the same mark 
covering all or part of the same goods 
and services and claiming the benefit 
of the priority date.

Recommended actions

Where possible, settle any challenges 
filed by you, based solely on UK 
rights, against EUTM applications/
registrations as soon as possible 
since, if not decided/withdrawn 
beforehand, they will fall away after 
31 December 2020. Where possible, 
settle any oppositions or objections 
against your own EUTM applications 
so that they proceed to registration 
before the end of 2020, thus 
qualifying for an automatic mirroring 
UKTM registration

Where your application to protect 
your mark in the EU is unlikely to 
proceed to registration before the 
end of 2020, consider filing a UKTM 
application now (in particular if 
priority can be claimed) rather than 
waiting until 1 January 2021 since the 
UKIPO’s examination process has 
slowed down considerably recently 
as a result of the increased volume of 
UKTM filings. Where there have been 
assignments or changes of owner 
name/address but these have not yet 
been recorded against the EU rights, 
apply to record these as soon as 
possible, thus avoiding the expense 
of recording them separately against 
both the EU right and the mirroring 
UKTM in the future.

Since licences that have been 
recorded against EUTMs will not 
automatically be recorded against 
the newly created mirroring UKTMs 
consider whether these need to be 
recorded afresh against the mirroring 
UKTM registration.Review recordals 
in place with customs authorities in 
both the UK and the EU since new 
recordals may be required, depending 
on which customs authority granted 
the recordal.

Brexit - End of Transition 
Period Registered Design 
Update
Similar to the situation with EUTMs, 
from 1 January 2021, European 
Registered Community Designs (“RCD”s) 
and EU designations of international 
design registrations under the 'Hague 
Agreement' (“IR(EU)”s) will no longer 
have effect in the UK.

The UKIPO will automatically create 
mirroring UK national registered 
designs in respect of RCDs which were 
both registered and published on 
31 December 2020, and also IR(EU)s 
which hold a 'protected' status on 31 
December 2020. These mirroring UK 
rights will be created automatically and 
without cost to the right holder, and will 
inherit the priority and/or filing date(s) 
of the EU right from which they stem.

New UK registered designs arising 
from a RCD will be allocated the full 
RCD number prefixed with the digit ‘9’, 
and new UK registered designs arising 
from an IR(EU) will be allocated the 
full international registration number 
prefixed with the digit ‘8’. This will 
enable users to identify re-registered 
rights created from RCDs, those 
created from IR(EU)s, and existing UK 
registered designs. Since no registration 
certificates will be issued, it will be 
important to the check the UKIPO 
design register to confirm that these 
rights have been correctly created.

The newly-created mirroring UK 
registered designs will have the same 
renewal dates as the RCDs/IR(EU)s from 
which they stem, and will need to be 
renewed separately to the originating 
RCD/IR(EU.

It should be noted that RCD/IR(EU) 
applications still pending at the end of 
2020 will have a nine-month window 
in which to file a corresponding UK 
registered design application for the 
same design and claiming the benefit 
of the priority date. In particular, any 
RCD/IR(EU) which is subject to deferred 
publication on 1st January 2021 will be 
treated as a pending application and so 
a corresponding UK registered design 
application will need to be filed for such 
designs within the nine-month window.

Recommended actions

In view of the provision that only 
registered and published EU rights 
will have an equivalent UK design 
registration created automatically 
without cost, holders of pending RCD/
IR(EU) applications are recommended 
to consider taking the following action 
in good time before 31 December 2020:

• complete all filing formalities (e.g. 
filing any outstanding priority 
documents)

• respond to any office actions 
raising formality objections

• request publication of deferred 
applications

Where there have been assignments 
or changes of owner name/address 
but these have not yet been recorded 
against the EU rights, apply to record 
these as soon as possible, thus 
avoiding the expense of recording 
them separately against both the EU 
right and the mirroring UK registered 
design in the future.

Consider whether licences recorded 
against the EU design rights need 
to be recorded afresh against the 
mirroring UK registered designs.

David Birchall
dbirchall@vennershipley.co.uk 

Alex Brown
abrown@vennershipley.co.uk 

The UKIPO announced on 
19 November that it will be 

necessary to have a UK address 
for service for all new patent, 

trade mark and design matters 
filed at the UKIPO from 1 

January 2021, in a change from 
its previous position where an 
address in the EEA would have 

been permitted.  

(This is subject to the necessary 
legislative changes but is expected 

to be implemented.)

STOP PRESS
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G1/19: An interview 
with Pawel Piotrowicz
On the 15th July 2020, the Enlarged Board of Appeal (EBA) of the European 
Patent Office (EPO) live-streamed oral proceedings to the public for the first 
time. The EBA considered questions regarding the patentability of computer-
implemented simulations in G1/19 (CONNOR/Pedestrian Simulation). 

Pawel Piotrowicz, Michael Fischer and Ralf Bucher from Venner Shipley 
attended the hearing.

Here, Pawel gives us his unique insight into the case, his experience presenting 
at the hearing and how he thinks the case may develop.

Why have questions been 
referred to the EBA? 
Before I answer the question, let me 
first explain the structure of the EPO.

The EPO has different tiers of 
decision-making panels.  

At the bottom, there are the 
departments of first instance 
including Examining Divisions 
and Opposition Divisions. These 
Divisions handle the day-to-day 
tasks of examining European 
patent applications and considering 
oppositions of granted European 
patents.  

The Technical Boards of Appeal 
lie above the departments of first 
instance. A decision taken by a 
department of first instance, such as 
a decision to refuse an application, 
can be appealed which is heard by a 
Technical Boards of Appeal.  

The Boards of Appeal are 
independent of the EPO and are 
bound only by the European Patent 
Convention (EPC). There are 28 
Technical Boards of Appeal, and 
each Technical Board of Appeal (TBA) 
is made up of between six and 12 
members. Around 3,000 appeals 
are filed each year and appeals are 
allocated to one of the 28 Technical 
Boards of Appeal according to 
technical area. Although there 
are several members in each TBA, 
only three members from a Board 
are selected to form a particular 

'composition' for a given appeal.  
The EBA sits at the top, above the 
Technical Boards of Appeal. The 
main task of the EBA is to ensure 
the uniform application of the 
EPC. It decides on points of law of 
fundamental importance referred to 
it either by a TBA or by the President 
of the EPO. 

Now, as you can see, there are lots of 
Technical Boards of Appeal involving 
different members and so it is 
perhaps unsurprising that different 
Technical Boards in different appeals 
sometime come to different views 
and interpret the EPC differently.  
Thus, referrals to the EBA are made 
from time to time, typically about two 
to four a year.

This referral concerns to what extent 
computer-implemented simulations 
are patentable under the EPC and 
how applications relating to these 
types of inventions should be 
examined by departments of first 
instance and by Technical Boards of 
Appeal.

The referral to the EBA is based on 
questions submitted by TBA 3.05.07 
in T 0489/14 (Pedestrian simulation/
CONNOR), which in turn were based 
on questions we formulated during 
the appeal.  

This is only the second time that 
the EBA has been asked to consider 
questions on computer-implemented 
inventions. The answer is likely 
to affect patentability of not only 

simulations, but also other forms of 
computer-implemented inventions, 
such as those involving artificial 
intelligence and machine learning. 

The case has arisen because EPO 
examines computer-implemented 
inventions in a particular way, and 
simulations do not sit comfortably in 
this framework. Despite simulations 
being used increasingly instead of 
laboratory experiments, for instance, 
to discover new drugs, to design 
new materials, or to work out how 
complex systems work, simulations 
themselves can be seen as being 
non-technical. When asked to 
consider patentability of simulations, 
different Technical Boards of Appeal 
were coming to different views. In 
particular, different Technical Boards 
of Appeal were coming to different 
views as to whether an approach 
set out in a TBA decision T1227/05 
(INFINEON) was correct and whether, 
among other things, a direct link 
between the simulation and the real 
world was needed, for example, by 
explicitly stating in the claim that the 
simulated product be made.

The TBA in this case believed that 
submitting questions to the EBA 
would resolve the issue and provide 
guidance on the wider topic. 

How has Venner Shipley 
been involved? 
Venner Shipley has been involved 
with this case from the very 
beginning, since 2002: I drafted 
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the initial patent specification, filed 
and prosecuted the international 
application and then the European 
application. I also handled the appeal 
before the TBA, and been involved in 
the referral to the EBA.

What is the latest with the 
case? 
In September last year, the EBA 
invited comments from the applicant, 
the President of the EPO and other 
interested parties. Then, in April 
this year, the EBA invited us and the 
President of the EPO to attend oral 
proceedings which were scheduled 
for July.

Given the travel restrictions arising 
from the COVID-19 pandemic, I was 
lucky to be able to travel to Munich. I 
was fortunate to be able to do so and 
along with my colleagues from Venner 
Shipley’s Munich office, Michael 
Fischer and Ralf Bucher, present 
arguments at the hearing. 

Attending oral proceedings before the 
EBA is usual in itself, but the hearing 
was unusual for another reason. 
Normally, members of the public 
would be able to attend the oral 
proceedings. However, the COVID-19 
restrictions made this much more 
difficult. We were asked whether we 
would be happy for the hearing to be 
streamed and we agreed. Also, the 
hearing was streamed on an internal 
EPO TV channel which I did not know 
existed!

Tell me about the hearing
The hearing took place at the EPO’s 
Isar Building in Munich in one of 
the few rooms large enough to 
accommodate all of the participants 
satisfying the rules on minimum 
physical distancing.  

The hearing was attended by seven 
members of the EBA, by Ralf, Michael 
and me on behalf of the applicant 
and by Ms Heli Pihlajamaa, Ms Doris 
Thums and Mr Miguel Domingo 
Vecchioni on behalf of the EPO 
President, as well as a dozen technical 
staff and a handful of observers.

The seating was similar to that you 
see in General Assembly of the United 
Nations: we were sat in a large circle 
with the Enlarged Board on one side, 
and the rest of us on the other.

The President of the EBA opened the 
hearing and I was invited to answer 
specific questions that the EBA has 
posed prior to the hearing, and to 
present our opinions on the issues, 
the existing case law and the different 
ways of examining these types of 
cases.

As well as presenting our views, the 
representatives of the EPO President 
also gave their comments.  The EBA 
asked questions during the hearing. 

What was it like 
knowing you were being 
livestreamed to 1000s of 
people around the world?
To be honest, I did not think too 
much about it. I was focussed on 
the hearing itself and on how the 
members of EBA were responding to 
arguments. I would have been more 
nervous had there been thousands 
of people in the same room at the 
hearing! The fact that it was being 
streamed made it easier.

The live-streaming set-up worked 
well. There were TV cameras arranged 
around the hall and when a camera 
was streaming, a light on top of 
the camera would come on. Had it 
not been for the light, I would have 
forgotten that the hearing was being 
streamed. I did not find the cameras 
were intrusive or distracting.

What was the view of the 
EPO President?
The representatives of the EPO 
President seemed to support what we 
were arguing.  

Of course, the EPO has its own 
view on how the EPC should be 
interpreted, not least because EPO 
Examining Divisions are given the 
day-to-day responsibility of examining 
patent applications, but it appeared 
that we agree on most points. In 
fact, as part of our argument, we 
presented an example of a computer 
simulation of a wind tunnel, which 
we argued should be patentable. Mr 
Vecchioni from the EPO also used a 
wind tunnel as an example.  

Is there a recording of the 
hearing I can see?
Unfortunately, not. A written decision, 
however, will be handed down soon 

and, when it does, will be available for 
anyone to download and read.  

What will happen next?
We are waiting for the EBA to hand 
down its decision, which we expect 
to come any time now. Once that 
happens, the TBA will pick up the 
appeal again and decide whether 
to allow or dismiss the appeal. In 
assessing the appeal, the TBA will 
base its analysis on the answers 
provided by the EBA. The TBA 
might even remit the case back to 
the Examining Division so the final 
outcome of the case might not be 
known for some time.

What is the expected 
outcome of the referral? 
Simply put, there are three possible 
outcomes of the referral. 

One is for it to become harder 
to obtain European patents for 
simulations. I do not think this would 
be justified and I certainly hope this is 
not the outcome. 

Another outcome is for it to become 
easier to patent simulations at the 
EPO. Obviously, this would be a 
great result, but I am not sure it will 
happen.

The third outcome is to preserve the 
status quo. I would be happy with this 
and think it would strike a reasonable 
balance between, on the one hand, 
providing sufficient certainty and 
guidance on what can and cannot 
be patented at the EPO, while on the 
other, giving enough flexibility for EPO 
examiners and Boards of Appeal to 
decide either way in borderline cases.

Of course, as soon as we know the 
outcome, we will share the news and 
our analysis on our website.
In the meantime, if readers have any 
questions, then I would be happy to 
answer them.

Pawel Piotrowicz
ppiotrowicz@vennershipley.co.uk 
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The coffee pot that 
keeps on brewing
The legend goes that coffee was first discovered in the ninth-century by a goat 
herder named Kaldi. Since then, it has exploded in popularity, with more than 
two billion cups of coffee now being consumed around the world every single 
day. With such a large global market comes a huge number of competitors 
constantly vying for an edge.

One of the earliest of those was John 
Dring, who was granted a patent as 
far back as 1771 for his invention 
of instant coffee. Since those early 
days, the industry has continued to 
churn out improvements and file for 
patents, with no sign of a slowdown. 
A search of the Espacenet global 
database shows that over 3,500 
patent applications having 'coffee' in 

A notable example of this is Nestlé’s 
Nespresso machine, the first example 
of which was launched in 1986. 
Nestlé pursued intellectual property 
(IP) relating to Nespresso fiercely, so 
much so that in 2010 it was reported 
to have 1,700 patents yet to expire 
covering the Nespresso system. 

Nestlé has been active in using this 
portfolio to try to prevent competitors 
from both selling competing machines 
and competing capsules for use in 
Nespresso machines. Through this 
approach, Nestlé managed to ensure 
that Nespresso had little competition 
for many years.

It was not until around 2012 when 
some of Nestlé’s important patents 
began to expire that Nestlé really 
started to lose its grip on the market. 
The expiration of Nestlé’s patents 
over the years forced it to change 
its strategy to attempt to continue 
protecting its products. This was 
particularly the case for attempting to 
prevent competitors from selling rival 
capsules that were compatible with 
Nespresso machines, despite these 
capsules no longer benefiting from 
direct patent protection.

After direct patent protection 
had expired, Nestlé attempted to 
protect the capsules using a three-
dimensional trade mark, which 
ultimately proved unsuccessful. 
Another ultimately unsuccessful 
attempt was to claim that selling 
Nespresso-compatible capsules 
amounted to indirect infringement of 
one of Nestlé’s patents directed to a 
system comprising both a Nespresso 
machine and a capsule. 

The vast sums of money that Nestlé 
and its competitors are willing to 
spend to fight these lawsuits goes to 
show just how much this market is 
worth. Dualit, for example, reported 
that it has spent around £1 million 
in legal costs fighting a patent suit 
before the UK High Court.

Even though these additional 
attempts were unsuccessful, Nestlé’s 
general strategy of a strong pursuit 
of IP was a success. This can be 
seen from the fact that Nespresso 
is arguably still the biggest player 
in the coffee capsule world and 
still has a substantial market share, 
years after this market opened up to 
others. Using the 20-year patent term 
to establish a strong presence in a 
market can clearly be of great benefit, 
essentially giving a head start over the 
eventual competition.

Even in other markets, where patent 
protection has not existed for the 
core features of products in many 
years, a strong pursuit of IP is still a 
well-used strategy. As an example, 
coffee shops commonly use espresso 
machines to make coffees. The first 
patent for the espresso machine 
was reportedly awarded to Angelo 
Moriondo in 1884, with significant 
developments occurring in the early 
1900s. While it is certainly the case 
that new developments can occur 
allowing for further patents to various 
aspects of espresso machines, the 
core functionality is now long out of 
patent protection, allowing anyone 
to set up a coffee shop having an 
espresso machine.

In spite of this, the major coffee 
brands are constantly looking for 

“ ...major 
coffee brands 
are constantly 
looking for other 
ways to use IP 
to get an edge 
over each other. 
The Espacenet 
database shows 
that Starbucks...
has filed over 587 
patent applications 
worldwide for 
inventions... ”
their title or abstract were published 
in 2019, an increase of over 50% 
compared to 2009.

It is perhaps unsurprising that there 
is still so much development and still 
such a push for patent protection. In 
this highly competitive arena, many 
companies have found that this is one 
of the best ways to enable them to 
establish themselves in the market.
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spirit-infused coffee beans and even 
methods of enhancing the flavours 
in your coffee. Given that Global 
Industry Analytics recently reported 
that the global market for coffee 
shops is expected to reach US $237.6 
billion by 2025, it quickly becomes 
clear why these companies continue 
to try to create and protect new parts 
of this market for them to exploit.
Of course, patent strategy is just one 
part of the overall approach to IP for 
these coffee shops. Branding is hugely 
important in the market for attracting 
customers, and the major coffee 
shops spend a great deal of time 
and money strongly protecting their 
brands. A notable recent example was 
Starbucks’ successful opposition of 
the Coffee Rocks mark, in which the 
EU General Court decided that the 
similarity between the logo chosen 
by Coffee Rocks and the well-known 

other ways to use IP to get an edge 
over each other. The Espacenet 
database shows that Starbucks, for 
example, has filed over 587 patent 
applications worldwide for inventions 
ranging from beverage cups to 

Henry Aldridge
haldridge@vennershipley.co.uk 
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“ Even in other 
markets, where 
patent protection 
has not existed for 
the core features of 
products in many 
years, a strong 
pursuit of IP is still a 
well-used strategy. ”

Starbucks logo led to a likelihood of 
confusion between the brands.

This goes to show that even in those 
areas as seemingly basic that cup 
of coffee you drink each morning, 
companies are willing to put in a huge 
amount of time, money and effort 
behind the scenes in the pursuit of IP 
to capitalise on those markets.
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2D or not 2D
Graphene is a material made up of carbon atoms arranged in a two-
dimensional hexagonal pattern. It was first isolated from graphite, the material 
used to form the 'lead' in pencils, in 2004, by Andre Geim and Konstantin 
Novoselov of the University of Manchester (UK) who, in 2010, went on to win 
the Nobel Prize in Physics for their work.

At only one atom thick, mono-layer 
graphene is the thinnest material in 
the world, with a reported thickness 
of 0.225 nm¹, and is often described 
as the first two-dimensional material.  
Additionally, graphene possesses 
a number of highly desirable 
properties. It is the strongest 
material ever discovered, some 
200 times stronger than structural 
steel. James Hone, a mechanical 
engineering professor, said “It 
would take an elephant, balanced 
on a pencil, to break through a sheet 
of graphene the thickness of Saran 
Wrap”². The properties of graphene 
can be tuned to act as an insulator, 
a superconductor, or anything 
inbetween³. 

Together, these characteristics 
mean that graphene is a very 
useful material for a wide range of 
applications, ranging from its use in 
distilling alcohol⁴, in foldable smart 
phones⁵and in light bulbs⁶. Due to 
the number of uses of this ‘super 
material’, it is predicted that the global 
graphene market could reach over US 
$1 billion by 2027⁷. 

The University of Manchester did not 
file a patent application for graphene 
when it was initially discovered. At the 
time of its creation in 2004, the work 
was deemed to be at too early a stage 
with no commercial interest⁸.

However, the University of 
Manchester quickly became aware of 
the huge potential of graphene and is 
now home to the National Graphene 
Institute (NGI), which was officially 
opened in 2015. The institute cost £61 
million to build, £38 million of which 
was provided by the UK government. 
With more than 80 companies already 
partnered with the University of 
Manchester working on graphene 
applications, the NGI will enable 
academics to work alongside industry 
as they innovate further.

It will come as no surprise to learn 
that the number of graphene 
patents and patent applications has 
significantly increased as the global 
hype surrounding this material 
has grown. The United Kingdom 
Intellectual Property Office (UKIPO) 
published a report in 2015 describing 
the worldwide patent landscape 
relating to graphene⁹. According to 
the report, there are around 600 
patent families worldwide relating to 
graphene with a priority date in 2009, 
around 1,250 with a priority date in 
2010, around 2,500 with a priority 
date in 2011 and over 3,500 with a 
priority date in 2012.  

This indicates a significant increase in 
interest and resources in the sector. 
The UKIPO report notes that there has 
been an almost exponential increase 
in worldwide patent publications 
since 2006 and this is consistent with 
graphene first having been isolated 
in 2004 and the typical 18-month lag 
between filing and publication of a 
patent application. This exponential 
growth shows no signs of abating. 
For instance, a search of Espacenet 
returns 62,823 patent families, 44 of 

which were filed in the name of the 
University of Manchester. 
It will be abundantly clear that 
interest in this material is not limited 
to University of Manchester. In fact, 
according to the UKIPO’s report, the 
University of Manchester was ranked 
163rd in relation to the size of its 
graphene patent portfolio and the 
top filer was Samsung. Additionally, 
it has been reported that Chinese 
applicants filed more than 50% of the 
total patent applications relating to 
graphene between 2004 and 2018¹⁰.  
Additionally, since 2012, commercial 
products using graphene have started 
to become a reality¹¹. Accordingly, 
companies as diverse as Samsung, 
IBM, Fujitsu and Head Technology 
GmbH are all filing patent applications 
concerned with graphene. Looking 
at the various patent portfolios, it 
appears that graphene may one 
day form an integral part of many 
touchscreen devices, energy storage 

“ ...there has 
been an almost 
exponential 
increase in 
worldwide patent 
publications 
since 2006 and 
this is consistent 
with graphene 
first having been 
isolated in 2004 
and the typical 
18-month lag 
between filing and 
publication of a 
patent application. 

“ ...it appears that 
graphene may 
one day form an 
integral part of 
many touchscreen 
devices, energy 
storage devices, 
transistors, 
semiconductors, 
lubricants, inks, 
cars and even 
sporting goods.

”
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devices, transistors, semiconductors, 
lubricants, inks, cars and even 
sporting goods.

In conclusion, due to its unusual 
properties, graphene is a highly 
versatile super material, and so it is 
no surprise that there has been a 
significant increase in the number of 
patent applications concerned with 
graphene in recent years. However, 
not many products incorporating 
graphene are currently commercially 
available. The volume of patent 
applications therefore reflects 
the investment being made in the 
technology by large multinational 
companies.  

It is predicted that as methods 
develop to improve the process of 
manufacturing graphene, and thereby 
reduce the material’s costs, many 
companies will begin to reap the 
rewards of their investments as an 
abundance of products incorporating 
graphene are released onto the 
market. Additionally, the number 
of patent filings is likely to continue 
increasing as companies attempt 
to maintain their edge over the 
competition while exploiting this 
extraordinary material.

Catrin Petty
cpetty@vennershipley.co.uk 
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UK Supreme Court 
upholds jurisdiction 
of English courts to 
determine global 
FRAND licences 
In a unanimous decision, the UK Supreme Court (UKSC) has upheld the findings 
that English courts do have jurisdiction to settle the terms of a global FRAND 
licence and to grant an injunction against infringers of Standard Essential 
Patents (SEPs). The UKSC’s judgment confirms English courts will answer your 
global FRAND problems.

The UKSC has dismissed the appeals 
brought by both ZTE and Huawei 
and has confirmed that the Courts of 
England and Wales are an appropriate 
forum for deciding FRAND disputes 
and for setting global royalty rates. 
The UKSC has also confirmed that 
English courts are able to issue an 
injunction to restrain SEP infringers.  

Background to the dispute
The decision addresses a truly global 
set of disputes involving Unwired 
Planet, Huawei, Conversant and ZTE, 
and there were interventions from 
Ericsson, Qualcomm and Apple.

The litigation concerned the correct 
approach to licensing of FRAND SEPs, 
and where those disputes should 
be addressed. The UKSC looked at 
decisions in China, the US, Germany, 
Japan and the UK and supported the 
UK (England) as a suitable venue.  

Unwired Planet’s SEPs were held to 
be essential and infringed by the 
High Court. The Court of Appeal 
subsequently dismissed the appeals 
of the High Court’s decision. The two 
appeals before the UKSC raised issues 
that are of the upmost importance to 
the telecommunications industry and 
in particular in relation to the roll-out 
of 5G and the further implementation 

of the Internet of Things relying on 
these technologies.

The decision of the UKSC
The UKSC’s main determination 
was whether the English courts 
have jurisdiction and may properly 
exercise a power, without both 
parties’ agreement to: (a) grant an 
injunction to restrain the infringement 
of a UK patent that is a SEP unless 
the implementer of the patented 
invention enters into a global licence 
of a multinational patent portfolio; 
and (b) determine the royalty rates 
and other terms of such a licence 
[Judgment 49].

The UKSC found that English courts 
have jurisdiction and may properly 
exercise these powers. Though the 
UKSC was clear that questions as to 
the validity and infringement of a 
national patent fall to be determined 
by the courts of the state which 
has granted the patent, the UKSC 
confirmed that the contractual 
arrangements that the European 
Telecommunications Standards 
Institute (ETSI) has created under 
its IPR Policy give the English courts 
jurisdiction to determine the terms 
of a licence of a portfolio of patents 
which includes foreign patents 
[Judgment 58].

In dismissing the appeals, the UKSC 
considered four issues previously 
considered by the lower courts and 
a fifth issue raised by Huawei for the 
first time in the UKSC. 

Arguably the most interesting 
and important issue concerns the 
jurisdiction of the English courts. We 
briefly consider these issues and the 
UKSC's decision below:

Issue 1: Jurisdiction
This issue arose in both Huawei and 
ZTE’s appeals. At first instance, the 
High Court found that there is only 
one set of FRAND terms for any given 
set of circumstances. In doing so, the 
High Court determined the global 
rates for the FRAND licence. The 
Court of Appeal agreed with the High 
Court’s finding that the global licence 
was FRAND.

The UKSC held that under ETSI’s 
IPR policy, it is common industry 
practice for companies to agree global 
licences. The UKSC also confirmed 
that the licence terms and royalty 
rate could be amended in the future 
should a national court invalidate a 
patent in the portfolio.

Issue 2: A suitable forum?
This issue arose in the Conversant 
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appeal only, in which the lower courts 
had to grapple with whether the 
dispute concerned not only the terms 
of a global FRAND licence, but also 
whether the UK patents were valid 
and infringed.

The UKSC dismissed this point of 
appeal and found that the forum non 
conveniens (i.e. whether the Court 
of England and Wales is a suitable 
forum) challenge had failed. The UKSC 
agreed with the Court of Appeal that 
as the Chinese courts do not currently 
have jurisdiction to determine the 
terms of a global FRAND licence 
without the parties’ agreement, but 
the English courts do have such 
jurisdiction, the English court was 
right in hearing the FRAND licensing 
dispute.

Issue 3: The non-
discrimination issue
The UKSC rejected Huawei’s 
submission that an SEP owner must 
grant the same or similar terms to 
all licensees, unless it can be shown 
that there are objective reasons for 
treating them differently. The UKSC 
noted that ETSI’s IPR policy required 
SEP owners to make licences available 
“[O]n fair, reasonable and non-
discriminatory....terms and conditions,” 
and it held that FRAND is a unitary 

term and not three separate and 
distinct obligation. The UKSC held that 
SEP owners are not required to grant 
licences on terms equivalent to the 
most favourable licence terms to all 
similarly situated licensees.

Issue 4: The competition 
issue
The UKSC rejected the argument 
that Unwired Planet had breached 
its dominant position under Article 
102 TFEU by bringing proceedings 
prematurely. The UKSC found on 
the facts that Unwired Planet had 
shown itself to be willing to grant a 
licence on whatever terms the court 
decided were FRAND and so it had 
not breached Article 102 TFEU.

Issue 5: Is an injunction 
appropriate and 
proportionate?
Huawei argued for the first time in 
these proceedings that even if it had 
infringed the SEPs, an injunction 
should not have been granted, as 
damages would have been the most 
suitable remedy.

The UKSC disagreed that damages 
would have been a more appropriate 
and proportionate remedy as there 

is no basis on which the Court could 
properly substitute an award of 
damages for the injunction upheld 
by the Court of Appeal. The Court 
held that damages would not be 
an adequate remedy as it would be 
impracticable for the SEP holder to 
sue for damages in every jurisdiction.

Following the UKSC’s decision, Huawei 
will be required to enter into a licence 
with Unwired Planet on terms which 
the UK Patents Court have previously 
decided were fair and reasonable.

Comment
The decision of the UKSC has 
confirmed the willingness of English 
courts to help parties settle global 
disputes. The English court will not 
stray into making determinations 
of infringement or validity on 
foreign patents, but the English 
courts can determine global FRAND 
licences, based on their jurisdiction 
to determine the infringement 
and validity of UK patents, even 
in circumstances where UK sales 
represent only a small fraction of the 
worldwide sales on which royalties 
are claimed.

The UKSC also confirms that English 
courts are prepared to set a royalty 
rate for a patent portfolio rather 
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than individual licensees, so that 
disputes involving multiple SEP 
implementers may become less 
common in the future. The UKSC 
reviewed the determinations below 
and the approach of courts around 
the world, finding that while English 
courts went further than some other 
courts in the willingness to determine 
the terms of a FRAND licence which 
the parties could not agree, it did not 
involve any difference in principle 
from the approach of courts in other 
jurisdictions.

This review of foreign law is most 
helpful to see where English courts 
sit in the global battle of litigation. 
The UKSC’s summary was that the 
US case law showed (i) a recognition 
that the court in determining a FRAND 
licence in such cases is being asked 
to enforce a contractual obligation 
which limits the exercise of the 
patent owner’s IP rights including 
its IP rights under foreign law; (ii) a 
willingness in principle to grant an 
injunction against the infringement 
of a national patent which is a SEP, 
if an implementer refuses a licence 
on FRAND terms; (iii) a willingness 
in principle to determine the FRAND 
terms of a worldwide licence; (iv) a 
practice of looking to examples of 
real life commercial negotiation of 
licences by parties engaged in the 
relevant industry when fixing the 
FRAND terms of a licence; and (v) a 
recognition that the determination of 
a FRAND licence by one national court 
does not prevent an implementer 
from challenging foreign patents 
on the grounds of invalidity or 
non-infringement in other relevant 
national courts.

The view of Germany was that 
(i) there is a recognition that a: 
worldwide licence might be FRAND 
and an implementer’s counter-offer 
of a national licence confined to 

Germany might not be FRAND; (ii) it 
assists to have regard to the usual 
practices of parties in the relevant 
industry when the court determines 
the FRAND terms of a licence; and 
(iii) there is a willingness to grant an 
injunction against infringement of a 
national patent if the court holds that 
an SEP owner’s offer of a licence is 
FRAND and the implementer refuses 
to enter into it. 

The courts in China have not rejected 
the proposition that a worldwide 
licence might be FRAND nor have the 
courts ruled that they do not have 
jurisdiction to determine the FRAND 
terms of a worldwide licence with 
the consent of the parties, although 
it remains a matter of speculation 
whether they would or would not 
accept jurisdiction.

Consequently, the UKSC concluded 
that the English willingness to 
determine the FRAND licence globally 
and to issue injunctions in suitable 
cases, was not out of line with the 
approach of courts in these significant 
jurisdictions. It will be fascinating 
to see the reaction from those 
jurisdictions and whether they will 
take a similar view in future to the 
English courts. 

We will be returning to our coverage 
of FRAND again soon with more 
in-depth commentary on the global 
reaction. Please watch out for our 
further updates and commentary in 
relation to SEP licensing. 

James Tumbridge
jtumbridge@vennershipley.co.uk 

David Pountney
dpountney@vennershipley.co.uk 
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100 engineering 
ideas that have 
changed the world
We continue our series of articles, where we look at some of the greatest 
engineering ideas that have had an effect on our everyday lives and how IP 
has played a role in their development. The list of 100 engineering ideas was 
compiled by The Institution of Engineering and Technology (IET). 

The march of technology is such that 
what was once seen as miraculous 
can quickly become mundane. 
Synthetic textiles are a case in point; 
while they are commonplace today, 
the first synthetic textile, nylon, 
merited exhibition at the 1939 
World’s Fair in New York alongside 
early televisions and General Motors’ 
“Futurama” model of highways 
connecting the nation (a precursor of 
Smell-O-Vision, which has not fared so 
well in the intervening years, was also 
exhibited).  

Synthetic and natural textiles are 
formed from polymers, which is to say 
organic molecules linked together in 
long chains. The naturally occurring 
polymer, cellulose, was used to make 
textiles in the late 19th century, 
however the structure of cellulose, or 
indeed polymers generally, was not 
known. The long, chain-like structure 
of polymers was suggested in the 
1920s by Hermann Staudinger who 
went on to receive the Nobel Prize 
in Chemistry in 1953 for his work 
in this area. However, the question 
of polymer structure was far from 
settled when, in 1928, an academic 
named Wallace Carothers moved 
from Harvard University to a DuPont 
laboratory created for “establishing 
or discovering new scientific facts" 
rather than any specific commercial 
goals. At DuPont, Carothers tested 
the theory that polymers are formed 

from chains of organic molecules 
using two organic molecules (A and B) 
known to react with each other to give 
a product (A-B) with the difference 
that each of the organic molecules 
was provided with two reactive 
groups, rather than only one, allowing 
each molecule of A to react with two 
molecules of B and vice versa, so 
creating polymer chains (A-B-A-B-A-B- 
…. ). In this way, Carothers succeeded 
in producing polyesters which his 
team found could be drawn out into 
fibres, although these initial synthetic 
polymers were not suitable for 
commercial use as textiles. It was not 
until 1935 that DuPont researchers 
found the combination of organic 
molecules which yielded what was to 
become known as nylon.  

A number of patent applications were 
filed to protect these innovations 
and a total of 55 US patents were 
issued to DuPont in which Carothers 
is named as the sole inventor or a 
co-inventor. Nylon was a huge hit with 
the public; so much so that 'nylons' 
became synonymous with stockings 
and there were 'nylon riots' at the 
end of World War II when supply 
did not satisfy demand. Eventually, 
threatened with an antitrust suit, 
DuPont licensed other companies 
to make nylon. Nylon was followed 
by a plethora of other synthetic 
textiles that are ubiquitous to this 
day, including polyesters and acrylics. 

However, in recent years there 
has been increasing recognition of 
the environmental problems that 
can be caused by synthetic textiles 
in their manufacture, their low 
biodegradability and the release of 
microplastics during washing. While 
this has led to renewed interest in 
natural textiles, synthetic textiles 
remain attractive due to their low 
cost and versatility, spurring ongoing 
research into solutions to these 
problems such as development of 
cleaner manufacturing processes, 
biodegradable synthetic textiles and 
microplastic capture technologies.

Synthetic Textiles  1

Anwar Gilani  
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While the average road-user’s 
appreciation for traffic signals 
is primarily based on how many 
red lights they encounter on their 
morning commute, it is difficult to 
dispute the profound contributions 
they have made to traffic flow 
optimisation and road safety over the 
last century.

The world’s first traffic signal 
was installed in Westminster in 
1868, making use of railway-style 
semaphore arms lit by red and green 
gas lamps, manually rotated by an 
attendant. Unfortunately, while 
initially successful, a gas explosion 
caused the system to be shelved after 
less than a month of operation. 

The first patent for an electric traffic 
signal was filed in 1913 by American 
inventor James Hoge, though it was 
not until 1920 that the familiar red-
amber-green signal was developed. 

The advent of widespread computing 
in 1950s America revolutionised 
traffic management, allowing for 
hundreds of signals to be controlled 
automatically based on the inputs of 
pressure-sensitive plates that gave an 
indication of inbound and outbound 
traffic. More recently, artifical 
intelligence based systems have been 
developed to minimise time spent 
idling at lights, thereby decreasing 
journey times and reducing vehicular 
carbon emissions.

Looking to the future, as the 
connectivity of road-users increases, 
‘smart’ traffic management could 
incorporate data from a wider array 
of sources, such as vehicle computers 
and road-user mobile devices. Going 
further, the advent of autonomous 
vehicles offers exciting opportunities 
for further improvements to both 
road safety and efficiency.

Traffic signals 2

Portable music3
On 19 February 1878, Thomas 
Edison was awarded a patent for 
his invention – the phonograph. The 
phonograph is widely acknowledged 
as the first device that could both 
record and reproduce sound.  

Ongoing improvements to the 
phonograph in the 1880s resulted 
in the more widely recognised 
gramophone. Although these devices 
are technically portable, the size and 
relative delicacy of their constituent 
components and the records they 
play seem almost light years apart 
from the ubiquitous portable music 
devices that we know and rely on 
today.

Developments in this field continued 
from the phonograph, but the 
introduction of the audio cassette 
tape in the 1960s arguably marked 
the start of a period of exponential 
innovation. The cassette tape was 
patented in 1965 and made available 
to manufacturers all over the world 
who began to design new and more 
compact portable devices to use these 
cassettes. The first devices developed 
were certainly more portable than 

a gramophone. A patent application 
for a 'stereobelt' was first filed in 
the UK in 1978, but the launch of 
personal cassette players in 1979 
suddenly made music accessible 
in a way that had never previously 
been possible. This breakthrough 
was quickly followed by the release 
of the compact disc (CD) and the 
accompanying portable CD player in 
1982. Up to the 1990s, cassettes and 
CDs were the most common formats 
of popular music and thousands of 
patents have been filed with respect 
to these recording mediums and the 
devices that use them. 

It was only in a short space of time, 
however, that the transition to digital 
forms of data storage began to 
dominate the word of portable music.  
The release of digital portable media 
players in 2001 suddenly enabled 
the owner to carry a thousand songs 
in their pockets, as well as photos, 
videos and games. As this field has 
continued to develop, the devices 
carrying music data have become 
smaller and/or more complex. 
Today, the ability to carry music 
in combination with your mobile 

telephone is accepted as standard.  
As a reflection of this change, the 
patent applications associated with 
portable music devices have also 
transitioned from single function 
devices to more complex electro-
mechanical and software dominated 
devices capable of performing a 
multitude of functions.  

It is perhaps not surprising, therefore, 
that in 2014, the revenue from digital 
music services matched those from 
physical format sales for the first 
time. Yet, as recent years have seen a 
resurgence in the popularity of vinyl 
records, it seems that developments 
in portable music devices may still be 
diverse. 

Kathryn Rose
krose@vennershipley.co.uk 
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that incorporates an electronic tracker 
that can measure a sportsperson’s 
movements and seamlessly transmit 
performance data to a remote 
computer for analysis.  

The potential for wearable technology 
seems limitless and it is exciting 
to imagine how it might evolve 
over the next 100 years. Although 
wrist-mounted wearable devices 
have probably been the most 
widely-adopted piece of wearable 
technology to date, in view of recent 
developments such as smart rings 
and smart contact lenses, all bets are 
off as to whether that will remain the 
case.

Ben Beasley
bbeasley@vennershipley.co.uk 

Wearable technology  4
Over the last 100 years there has 
been a tremendous amount of 
interest in integrating technology with 
the human body. Today, wearable 
devices are seemingly available for 
use with every part of our anatomy.  

From eyeglasses incorporating 
augmented reality displays to smart 
belts that can keep a track of waist 
size, the possibilities appear endless.  
Wearable technology has roots 
stemming back to the Digital 
Revolution, which began in the 
second-half of the 20th century. The 
digital wristwatch may be considered 
the great grandparent to the wearable 
technology of today. The concept of 
a wristwatch with a digital display 
was patented by the Hamilton Watch 
Company, which released the Pulsar 
wristwatch in 1972. This was the first 
commercial wristwatch to bear a 
digital (LED) display.

After this, watch manufacturers 
constantly sought to further 
functionalise their watches by 
incorporating even more pieces 
of everyday technology into them, 
such as stopwatches, calculators, 
radios and even televisions. This 
helped to normalise the concept 
of a multifunctional wristwatch: a 
wristwatch that could do anything. In 
particular, it was soon realised that 
wristwatches could be ideal devices 
for monitoring bodily functions, 
such as heart rate, because they are 
generally worn day-to-day and for 
long periods.  

The first fingertip-mounted device for 
monitoring heart rate was invented in 
the late 1970s and patented. One of 
the inventors went on to help found 
the Finnish company, Polar Electro, 
which, in the early 1980s, launched 
the first commercially available 
portable heart rate monitoring 
device, the Sport Tester PE 2000. The 
device utilised a chest strap which 
could sense the wearer’s heart beat 
and send the signals indicative of 
the heart beat wirelessly to a digital 
wristwatch.  

This amalgamation of wristwatches 
with heart rate monitors represents 
a critical juncture in the history of 
wearables and it set a trend, which 
has continued unabated into the 

21st century, with the modern 
'smartwatches' packing in the ability 
to monitor heart rate, blood oxygen 
levels and even sleep patterns. The 
early wearable devices noted above 
were generally standalone devices 
having a non-existent, or very limited, 
ability to communicate electronically 
with other devices. Advances in 
communications technology, in 
particular wireless data transmission, 
over the last 30 years have been 
central to the evolution of wearable 
technology.  

During the 1990s, there was a surge 
in the development of technology 
that could enable the wireless 
transmission and reception of 
relatively large amounts of data 
between two devices. Many wireless 
standards were developed under 
what are now familiar monikers, 
such as Bluetooth and Wi-Fi, and this 
led to an explosion in the number 
of patent rights directed to wireless 
communications protocols. The 
patent landscape became complex, 
with many of these rights overlapping.  
As a consequence, it became difficult 
for one company to implement its 
innovation in a product without 
infringing another party’s patent 
rights. This led to the formation of 
'patent pools' in the sector, through 
which right-holders granted cross-
licenses and licences to multiple 
patents in bulk, rather than on a 
patent-by-patent basis.  

One of the key requirements for 
wearable devices has always been 
that they should be as small and 
as lightweight as possible so that 
the user can gain the benefits of 
the technology without feeling 
encumbered. The merger between 
wearable devices and wireless 
communications technology has 
undoubtedly helped to address this 
need. For example, by incorporating 
wireless modems into wearable 
devices, less on-board storage 
capacity on the wearable device 
itself is required. As a consequence, 
wearable devices can be made even 
more compact. Wireless headphones 
are a good example of a type of 
wearable technology that has greatly 
benefited from advances in wireless 
data transmission. Another example 
is sportswear (such as a football shirt) 
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Meet our new attorneys

Venner Shipley news
Venner Shipley strengthens trade mark offering and expands 
patent practice with the addition of Brookes IP.

On 1 November 2020, the trade mark 
and patent attorney firm Brookes 
IP joined Venner Shipley, expanding 
our trade mark offering and adding 
further strength to our patent 
practice. The addition of Brookes IP 
sees partners Clare Turnbull, Jane 
Martin, Rosemary Eve and Jonathan 
Hancox join Venner Shipley along with 
senior associate Emma Hodge and 
other members of staff, raising the 
total number of partners to 30.

Brookes IP, based in Tunbridge Wells, 
traces its history and company name 
back to 1852. It advises on patents, 
trade marks, designs and copyright, 
representing multinationals and large 
companies, SMEs and universities, 
as well as having a focus on medical 
device and advanced engineering 
businesses.

Jan Walaski, managing partner at 
Venner Shipley, commented: “We have 
been looking to expand our trade 
mark offering for some time and have 
found a perfect fit with Brookes IP. As 
a firm, we are continually exploring 

ways to adapt and enhance our 
service in-line with the changing needs 
of our clients.

This merger not only boosts our trade 
mark practice but also adds further 
strength and depth to our market-
leading electronics patent team.

Our chemical and life sciences team 
also benefits from the addition of 
a qualified patent attorney with a 
background in chemistry and many 
years’ experience of working in the 
patent departments of two global 
pharmaceutical companies.’’

Clare Turnbull, trade mark attorney 
at Brookes IP and incoming head of 
trade marks at Venner Shipley, said: 
“It’s a perfect time for us to be joining 
Venner Shipley to build on our already 
busy trade mark practice and to 
support brand owners not only here 
in the UK but also through Venner 
Shipley’s Munich office, allowing 
easy access to the EU after the Brexit 
transition period ends. Protecting and 
enforcing clients’ rights gives me a 

great sense of satisfaction and adds 
value to clients’ businesses.”

Jonathan Hancox, patent attorney and 
partner at Brookes IP, added: "We are 
excited to combine our experience 
and expertise with Venner Shipley’s 
market-leading electronics team 
to enable the merged business to 
develop major patent clients. Driven 
by technological advancement, 
more and more companies are filing 
and obtaining patents, and IP is 
increasingly acknowledged by boards 
as an asset on the balance sheet to be 
managed and deployed strategically.’’

Further to the addition of Brookes 
IP to Venner Shipley, we have also 
celebrated some internal promotions 
this year with the promotion of Robert 
Peake to partner and Katherine Dainty 
and Matthew Colonna to senior 
associates - congratulations and well 
deserved to all. 
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Rosemary Eve
Partner, Patent Attorney
Rosemary is an experienced UK and European patent attorney with a background in physics. She has 
considerable experience working with multinational corporations in the semiconductor and medical 
device areas and has worked with SMEs in relation to vehicular metrics, tamper-evident packaging, 
measurement devices in the oil industry and solar cells, among others.

Jonathan Hancox
Partner, Patent Attorney
Jonathan is an experienced UK and European patent attorney in our electronics and engineering team. 
Jonathan trained and qualified in private practice, following which, in 2002, he joined Kimberly-Clark, 
a US-based multinational consumer goods corporation, as in-house European patent counsel. In this 
role, he gained significant commercial experience in the areas of European oppositions and appeals, 
infringement clearance, validity assessments and patent enforcement. Jonathan returned to private 
practice in 2009. Jonathan handles patent work across the engineering field, including mechanical, 
electrical and electronic subject-matter. He also handles registered designs.
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Welcome to our 2020 trainees
This September we welcomed our latest intake of trainees in our electronics and engineering team. We look forward 
to seeing their skills grow and develop as they begin their successful careers as patent attorneys. We welcome 
Thomas Bridgwater, Joseph O'Leary and Alexandra Trodd to the team.

Jane Martin
Partner, Trade Mark Attorney
Jane is a chartered trade mark attorney at Venner Shipley with over 35 years of experience. Before 
joining a private practice in 2000, Jane was a director at Markforce, the legal arm of the global branding 
Agency Interbrand. While there she regularly conducted multi-territory and International searching 
and filing programmes and managed the global trade mark portfolios of a number of multinational 
businesses.

Clare Turnbull
Head of Trade Marks, Partner, Trade Mark Attorney
Clare is a chartered and European trade mark attorney and heads up Venner Shipley’s trade mark team. 
She has been working in trade marks since 2001 but has a lifetime of experience in the legal profession. 
Prior to training and qualifying as a chartered trade mark attorney, Clare worked and qualified as an 
associate of the Association of Law Costs Draftsmen. Her experience with legal costs gives her valuable 
insight into controlling and managing costs for her clients, who value not only this but the pragmatic and 
strategic advice she gives them. Although her passion lies with trade marks, Clare also has interests in, 
and advises on, designs and plant variety rights. Clare is a contributor to the UK Trade Marks Handbook.

Emma Hodge
Senior Associate, Patent Attorney
Emma is a qualified UK and European patent attorney since 2006, with experience in providing a 
range of IP support to clients including universities, SMEs and multi-national companies. Emma has a 
commercial focus, with particular expertise in the pharmaceutical and consumer health sector having 
spent over ten years working in the corporate patent departments of Pfizer and Novartis.

Check out our new website!
We hope you may have noticed a recent refresh to our 
website (www.vennershipley.co.uk) where we have said 
goodbye to our previous illustrations and welcome more 
real life imagery to our brand to reflect the huge variety of 
subjects we cover across different sectors and a few new 
look illustrations to anchor our core messages. 
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This newsletter is for general information for our clients. 
Its contents are not a complete statement of the law on 
any subject. Professional advice should be sought before 
any course of action is pursued.
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Help or advice
If you would like more information or advice on any of 
the topics covered in this issue please contact us. We 
will be happy to answer any of your questions.

How to subscribe or unsubscribe
If you would like to subscribe to or unsubscribe from  
Inside IP, email mail@vennershipley.co.uk.


