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A word from the editor
There have been large changes at Venner Shipley that will greatly  
enhance our service offering to our clients. Venner Shipley is very pleased 
to announce the addition of a substantial IP litigation team with James 
Tumbridge, Paul Harris, Kate Woolhouse and Robert Peake joining from 
US law firm Pillsbury. As Managing IP put it on Twitter: “Congratulations 
@VennerShipley! The one-stop-shop IP trend continues ...” 

Bios of our new legal team and more information from Jan Walaski are 
set out on pages 20 and 21. Making an immediate impact, James and 
Kate provide an update on where we are with the Unified Patent Court 
(UPC) on pages 30 and 31.

Elsewhere in this issue, Siân Gill and Matthew Handley discuss DNA patents, particularly in 
relation to patent-eligibility in different jurisdictions. This is clearly a hot topic for many in 
the Life Sciences industry.

In the last issue of Inside IP, Yichaun Xu had an article about the expanding geographic 
coverage of a European patents. In this issue, Yichaun provides a useful summary of various 
jurisdictions in which different UK IP rights may be extended.

Crowd funding is gaining popularity, and on pages 6 and 7, Tom Leanse goes through some 
useful points of IP advice for crowd funders. Siân Gill discusses various issues relating to 
trade secrets on pages 4 and 5. Rob Cork discusses virtual reality on pages 12 and 13, and 
Matthew Handley discusses some welcome news on SPCs on page 19.

On the trade mark front, Kirwin Lee discusses some changes in the Chinese trade mark law 
that now mean that sounds may be registered. Julia McFarlane discusses the hot topic of 
social media and brand loyalty on pages 14 and 15, and David Birchall discusses some very 
important changes to EU Trade Mark Registration System on pages 24 and 25.

Regarding case law, George Hudson has an update on the ‘Trunki’ case on pages 26 and 27,  
and Ben Beasley has a case law round up on pages 22 and 23. Also, on pages 28 and 29,  
Nicholas Jones discusses FRAND terms in relation to a long running series of patent 
infringement and validity suits in the UK.

About Venner Shipley:

Venner Shipley is a leading firm of European 
patent and trade mark attorneys and litigators, 
representing a broad range of clients including 
major domestic and international corporations, 
SMEs, universities and individual inventors.

We are ranked among the best firms in both patents 
and trade marks by the Legal 500, Chambers 
Directory and Managing Intellectual Property 
Magazine and we pride ourselves on our high 
standards of service and quality.



Trade secrets 
– changes on 
the horizon
Trade secrets are currently high on the legislative 
agenda on both sides of the Atlantic and there 
appears to be general agreement on what types 
of confidential information should enjoy legal 
protection.

Late in 2015, the European Parliament 
and EU Council agreed the terms 
of a Trade Secrets Directive that 
aims to harmonise the definition 
and protection of trade secrets and 
confidential know-how across Europe. 
If approved, the Directive could take 
effect in 2016, with Member States 
then having two years to implement 
its provisions.

Approaches to protecting trade 
secrets and confidential information 
currently differ considerably 
across Europe and the proposed 
harmonization will hopefully 
provide some welcome guidance to 
companies, enabling them to take 
the necessary steps to protect their 
trade secrets or confidential know-
how. It is also hoped that a more 
consistent approach across the EU will 
facilitate and encourage cross-border 
innovative collaborations.

The Directive defines a “trade 
secret” as any information, including 
know-how, which meets each of the 
following criteria: 

• it is "secret" – it is not (as a body 
or in the precise configuration 
and assembly of its components) 
generally known among, or readily 
accessible to, persons within the 
circles that normally deal with this 
kind of information; 

• it has commercial value because it 
is secret; and 

• it has been subject to reasonable 
steps, under the circumstances, by 
the person lawfully in control of the 
information, to keep it secret. 

In what is likely to represent a shift 
from the current situation in the 
UK, the EU Directive will require the 
trade secret holder to show they have 
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4 take measures to clearly identify 
and restrict access to highly 
confidential information, for 
example by clear marking of 
documents, and using password 
protection or encryption; and

5 educate staff as to the commercial 
value of the company’s confidential 
information and trade secrets 
and their obligations to assist in 
maintaining confidentiality.

The EU Directive appears to align the 
protection of trade secrets in Europe 
with the situation in the United States, 
which is also currently under review 
to produce greater consistency across 
all states.

The proposed Defend Trade Secrets 
Act (DTSA) seeks to build on the 
existing Uniform Trade Secrets Act 
(UTSA) which is currently in force 
(with various modifications) in 47 U.S. 
states. The DTSA seeks to: 

1 harmonise existing standards 
under the UTSA; 

2 tighten up the process for 
preventive seizure of secrets; 

3 ensure that injunctions do not 
unreasonably restrain employee 
mobility; and 

4 provide an exception for 
whistleblowers who disclose 
confidential information in order to 
report a crime to the authorities. 

The DTSA also seeks to enable owners 
of trade secrets to file civil claims for 
misappropriation in federal court, 
which is not currently possible under 
the UTSA.

Siân Gill
sgill@vennershipley.co.uk

taken reasonable steps to protect the 
information and keep it confidential in 
order for the information to amount 
to a trade secret. 

The Directive also includes the 
extension of liability for trade secrets 
mis-use to companies that engage 
in the production, offering, or 
placing on the market of infringing 
goods, thereby creating potential 
contributory liability for a company 
that produces or places on the market 
products, if there is evidence that 
the company knew or should have 
known that stolen trade secrets were 
incorporated into those products. 
This means that companies should 
be careful when using the knowledge 
and know-how brought to them by a 
new employee who could have had 
access to confidential information or 
trade secrets owned by their previous 
employer.

The Directive also sets out the types 
of remedies available to victims of 
trade secret theft, which include 
both injunctive relief and monetary 
damages. This too, will represent 
a welcome harmonization of the 
different remedies hitherto available 
across European countries. 

The Directive also requires member 
states to provide measures for 
“protecting the confidentiality of the 
litigated trade secret in the course 
of legal proceedings instigated for 
its defence” thus giving trade secret 
holders protection that is currently 
missing in some states. This will 
hopefully remove the risks associated 
with pursuing action for trade secret 
theft that currently exist in some EU 
member states.

Concerns that have been raised 
during the drafting of the Directive 
have included the protection of 
“whistleblowers” and the prevention 
of the use of the provisions to restrict 
employee mobility. The latest version 
of the Directive appears to have 
addressed both of these points.

The Directive specifies that employees 
are not prevented from using 
information which does not constitute 
a trade secret and does not offer 
any ground for imposing additional 
restrictions on employees in their 
employment contracts, other than 
in accordance with EU or national 

law. Furthermore, the Directive does 
not limit the use by employees of 
the "experience and skills honestly 
acquired in the normal course of their 
employment". Therefore, employers 
cannot pursue departing employees 
for using trade secrets where they 
constitute the employee's "experience 
and skills". In the absence of a 
definition of "experience and skills", 
this provision is not particularly clear 
and so this is an issue that may well 
result in referrals to the CJEU. 

The Directive will protect a 
whistleblower who reveals a 
trade secret whilst acting in the 
general public interest by revealing 
misconduct, wrongdoing or illegal 
activity. However, it is currently 
unclear how this provision will be 
interpreted and the scope of this 
“exception” to trade secret protection 
is also likely to require further 
clarification. 

Overall, the new Directive appears 
to provide some valuable benefits, 
especially to companies who operate 
in multiple European countries. There 
are some provisions whose scope is 
unclear from the text of the Directive 
and commentators expect referrals to 
the CJEU in order to clarify these.

In preparation for the introduction 
of the Directive, companies should 
therefore consider taking the 
following action now:

1 identify the company’s trade 
secrets and valuable confidential 
information and put in place 
processes for identifying new 
trade secrets and confidential 
information in future;

2 ensure that appropriate 
confidentiality obligations are in 
place, both in terms of contracts 
and practical measures. For 
trade secrets, this should mean 
restricting access to those who 
need it;

3 ensure that restrictions on using 
confidential information are 
provided in contracts of employees 
and contractors;

“companies should be careful when using the 
knowledge and know-how brought to them 
by a new employee

”
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IP advice for 
crowdfunders
Crowdfunding has rapidly become an alternative to 
the traditional financial models of business loans, 
venture capital and funding obtained from public 
bodies, and is being taken up by a wide variety 
of organisations ranging from tech start-ups to 
scientific researchers.

A crowdfunding application typically 
involves making an online pitch in an 
attempt to reach as many potential 
backers as possible, who will each 
contribute a relatively small amount 
of money towards the crowdfunding 
target. If the target is reached, backers 
receive either a personal reward or 
equity in the business, depending on 
the type of crowdfunding platform 
used. Does this highly accessible 
and inclusive financial model need 
the exclusive rights of the traditional 
intellectual property (IP) system? 
And can this relatively new funding 
practice be made to work alongside 
a legal framework that dates from 
before the rise of digital technologies? 

IP remains a key part of any business 
that relies on preventing others 
from copying a product or service. 
Without IP, competitors with no 
research or development costs to 
recoup are free to enter the market 
and can be a thorn in the side of any 
innovator. Crowdfunded projects 
are no exception to this, whether 
equity-based or reward-based. 
Backers seeking equity through a 

crowdfunding project will want to see 
an IP strategy in place to protect their 
investment from copycats, even if that 
investment is modest by traditional 
funding standards. In reward-based 
and equity-based schemes alike, 
entrepreneurs with a business 
plan that looks beyond the initial 
crowdfunding exercise should be 
aware of the potential for a lack of IP 
to devalue a business. When pursuing 
crowdfunding, there is clearly a need 
to protect IP, for example via design 
rights, patents and trade marks.

Design rights protect the appearance 
of a product, and will in some 
situations provide appropriate 
protection for those using 
crowdfunding platforms. There is 
a 12 month grace period in Europe 
and the UK for registered design 
rights meaning that, if necessary, 
the product can be disclosed first 
and a design registered later (e.g. to 
defer costs until funding has been 
raised). There are also unregistered 
design rights, meaning that some 
shorter-term exclusive rights arise 
automatically if certain qualifying 

criteria are met. However the 
protection afforded by design rights 
and registered designs can be limited, 
especially in cases where a product’s 
distinctive features are technical, 
rather than aesthetic. Patent 
protection may therefore be needed 
either instead of or as well.

Unlike the unregistered design right, 
it is necessary to file an application 
before patent rights can be acquired, 
and (at least in the UK and Europe) 
there is no grace period for doing so. 
It is therefore necessary to keep an 
invention secret until an application 
is filed if patent protection is to be 
obtained. While traditional models 
for funding start-ups can be carried 
out in confidence (often by using 
non-disclosure agreements), a 
crowdfunding pitch will by its very 
nature involve placing details of the 
project in the public domain. One of 
the more common concerns among 
innovators considering crowdfunding 
is this apparent conflict between the 
need to disclose innovative aspects of 
the project, and the need to preserve 
novelty for patent purposes. 

In an ideal world, a patent application 
would be filed before the project 
appears on a crowdfunding site. 
If, however, an application cannot 
be filed at that early stage (for 
example because the crowdfunding 
exercise is needed in order to raise 
the necessary funds), an alternative 
approach will be required. 
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wish to assert their own IP rights. IP 
infringement issues are bad publicity 
for the crowdfunding platform, and 
some crowdfunding websites have 
terms and conditions which enable 
the platform to cancel a project 
should an IP dispute arise.

Where trade marks are involved, 
it pays to make sure the trade 
name and branding under which 
a crowdfunding pitch is launched 
is free to be used. A trade mark 
clearance search will make sure the 
publicity and goodwill generated in a 
successful crowdfunding pitch is not 
wasted by having to re-brand if it later 
turns out that the trade mark has 
been registered before. 

For any business operating in 
a technological field, it is highly 
advisable to ensure patent freedom 
to operate (FTO) before beginning any 
commercial activity. It may also be 
prudent to carry out an FTO exercise 
before launching a crowdfunding 
project, even if no activity which 
could potentially infringe a third 
party’s patent is yet being carried 
out. Reward-based crowdfunding 
platforms come with an obligation to 
fulfil the pledges made to backers; if it 
transpires that a project is unable to 
do that because there is no freedom 
to operate, the funding may have 
to be returned. In equity-based 
schemes, backers will want to know 
that the business they are investing 
in will be able to bring a product or 
service to market without the risk of 
an expensive patent dispute. 

In summary, crowdfunding is an 
exciting, fast-paced and highly 
accessible way to raise capital for 
innovative businesses. But high-tech 
innovations with longer product 
life cycles are likely to require an IP 
strategy to maximise the potential of 
the business, and that strategy will 
need to be carefully considered if it is 
to work alongside the crowdfunding 
model.

Tom Leanse
tleanse@vennershipley.co.uk

One solution is to pitch the business 
idea without describing in detail the 
innovative technology. Disclosure 
which does not enable the reader 
to put the invention into practice 
should not take away novelty for 
any subsequently-filed patent 
applications. For example, it may be 
possible to describe the invention 
in terms of the effect and benefit it 
provides, and therefore the value it 
brings to the business, but without 
making public the technical details 
of how the invention can be put 
into practice. If at all in doubt, a 
patent attorney will be able to 
advise on whether a proposed 
crowdfunding pitch is worded in such 
a way as to preserve novelty. One 
caveat is that some reward-based 
crowdfunding websites will require 
a detailed explanation of how an 
innovative product works. If it is not 
possible to satisfy the reward-based 
crowdfunding platforms without 
also giving away valuable intellectual 
property, it may be that an equity-
based platform is more appropriate. 

Even if a pitch is made in such a 
way as to preserve the possibility 
of filing a patent in the future, 
this approach is still not without 
drawbacks when compared to filing 
a patent application at the outset. 
If a crowdfunding project is good 
enough to attract backers’ attention, 
then it is likely also to attract the 
attention of competitors. In the 
absence of a patent application, 

those who want to use the 
disclosure and market validation of 
a successful crowdfunding project as 
a springboard to develop competing 
products are free to do so. Filing 
a patent application at the outset 
provides patent pending status which 
may deter copycats and, in equity-
based crowdfunding platforms, 
provides a simple way of reassuring 
investors that an IP strategy is in 
place. 

A crowdfunding pitch may also 
act as a flag to others who wish to 
present the IP as their own. It is 
reassuring to note, however, that 
a patent application filed by a non-
entitled third party who has simply 
copied details of an invention from 
a crowdfunding pitch should be 
invalid. For example, if the pitch was 
carefully worded to avoid an enabling 
disclosure, then the third patent 
application may lack sufficiency. If not, 
then it should lack novelty over the 
internet disclosure. But proving lack 
of novelty over an internet disclosure 
can be difficult, even for the patent 
office, as the pitch may have been 
removed from the crowdfunding 
website by the time the third party 
patent application is examined. 
There are also mechanisms available 
to ensure that patents are not 
granted to non-entitled persons, but 
costly and time-consuming court 
procedures will often be required 
before these mechanisms can be 
put in place. All the while, the third 
party is able to create confusion 
about ownership of the patent rights 
which may place them in a better 
market position, even if their IP is 
ultimately found to be invalid. A 
simpler and more reliable solution 
is to file an application naming the 
true inventor(s) before unscrupulous 
parties have a chance to file their 
own. A published patent application 
with an early filing date will act as 
indelible prior art, invalidating any 
later attempts to claim protection 
for the same invention, and provide 
reassurance that the IP rights vest in 
the correct party.

If technology or branding has the 
potential to infringe the IP rights of 
others, then the publicity afforded by 
placing it on a crowdfunding website 
may be negative as well as positive. 
Just as copycats are alert to an idea 
once it is in the public domain, so will 
be other businesses who may believe 
they have done it before, and may 

“If a crowdfunding 
project is good 
enough to attract 
backers’ attention, 
then it is likely also to 
attract the attention 
of competitors.

”

www.vennershipley.co.uk

7



8

The signatory jingle used by China Radio International as their introductory 
tune has been preliminary approved on 13 February 2016 to be the first 
sound trade mark in China. The press release was made via state-owned 
Xinhua News Agency ahead of the official publication of the mark on the 
Chinese trade mark register.

A major development: 
China registers its first 
sound trade mark

This follows from an amendment 
to trade mark law of the People’s 
Republic of China, which took effect 
on 1 May 2014. One of the significant 
changes in the amended trade mark 
law is that “visibility” is no longer a 
mandatory requirement for trade 
mark registration of a sign, as long as 
the sign is capable of distinguishing 
goods or services of one entity from 
those of others. The main implication 
of this revision is that “sounds” are 
now eligible to be registered as 
trade marks, certainly to the delight 
of many foreign companies with 
international sound mark portfolios. 
As of January 2016, 450 sound mark 
applications have been received at 
the State Administration for Industry 
and Commerce (SAIC).

This particular amendment may 
come as unsurprising to some, as it is 
consistent with the trend in trade mark 
law in China’s neighbouring countries. 
The Korean Intellectual Property 
Office began to accept applications 
of audio trade marks in 2012, and 
the Japanese Trade Mark Office 
started to enforce its amended law 
in 2015 to accept new types of marks 
including sounds and holograms. The 
broadening in registrable subject-
matter is considered to be a response 
from SAIC to the increasing demand 
from corporations to strengthen 
the legal protection to align with 
international practices.

SAIC has already provided their 
definition of a sound mark in its 
FAQ page, which appears to us to 
be reasonably broad: “a sound mark 
may constitute sounds of a musical 

public. A spokesman at the State 
Council of the People’s Republic of 
China has commented that smells “are 
still not relevant enough to current 
socioeconomic affairs” to warrant a 
pressing need for registrable smell 
marks. Nevertheless, considering 
scent marks are already registrable 
in Hong Kong, we note that SAIC’s 
position on this issue may change and 
it is entirely possible that regulations 
could be passed in the future 
allowing smells (or even tastes) to be 
registered as trade marks in China.

Other notable revisions to the 
trade mark law in China include the 
allowance of multi-class applications 
and applications in electronic form, 
the introduction of likelihood of 
confusion as a standard for deciding 
trade mark infringement, increased 
fines, compensation, and damages 
against infringement, and new 
provisions for attacking trade mark 
piracy. All of these changes reflect 
SAIC’s ambitious desire to address 
the problems that existed under the 
previous law, but for now the true 
impact of the new law on serious 
issues such as infringement and 
piracy is yet to be determined.

Kirwin Lee
klee@vennershipley.co.uk

character (e.g. a song), sounds of a 
non-musical character (e.g. animal 
sounds), or a combination thereof”. 
Some applicants may also be pleased 
to know that according to the 
implementation regulations of the 
trade mark law in China, a detailed 
written description of the sound 
and a corresponding sound sample 
are accepted if it is not possible to 
represent the sound using musical 
notation. It therefore seems that 
the formal requirements for sound 
marks in China are slightly more 
relaxed than in Europe and the UK, 
since OHIM and the UK registry both 
require sound marks to be graphically 
represented.

As discussed in the Spring/Summer 
2015 issue of Inside IP, OHIM 
accepts sonographs as the graphical 
representation of the sound mark, 
but only if they are accompanied by 
a sound file (in MP3 format). The UK 
registry, on the other hand, accepts a 
musical stave divided into measures 
and showing a clef, musical notes, 
sharps, flats, etc. It does not have a 
clear position on sonograms and will 
not accept written description of the 
sound. As such, applicants may find 
it easier to register sounds which 
cannot be presented in musical note 
form (e.g. MGM’s lion roar, Motorola’s 
“Hello Moto” sound bite) in China than 
in the UK.

It is worth mentioning that although 
China has got rid of its “visibility” 
requirement for registration of marks, 
scents still remain ineligible for 
registration under the new regime as 
being too confusing for the Chinese 
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“a sound mark may constitute sounds of a musical character (e.g. a 
song), sounds of a non-musical character (e.g. animal sounds), or a 
combination thereof
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“a UK patent, design 
or trade mark may 
well be more widely 
applicable than is at 
first apparent

”

Extension of registered UK IP rights 
(more specifically patents, designs 
and trade marks) in general takes one 
of two forms – either the protection 
conferred by the registered UK right 
is automatically extended to the 
territory in question, or the registered 
UK right must be re-registered in the 
territory for the protection to take 
effect. While no additional steps are 
required for automatic extension, 
re-registration usually involves the 
completion of local formalities. 
Typically, the term of protection of 
rights in these countries (if obtained) 
will expire with the UK right on which 
they are based.

For specific information regarding 
how to extend or re-register an 
existing UK IP right, it is advisable 
to contact the local intellectual 
property authority, since many of 
these territories do not have clear 
legislation in place due to their size 
and/or political status.

The lists below identify the territories 
in which the extension of various UK 
IP rights is available, based on the 
most up to date information available 
from the UK intellectual property 
office.

British Virgin Islands (EP)
Brunei Darrussalem (EP)
Cayman Islands (EP)
Falkland Islands (EP)
Fiji (EP)
Gambia (EP)
Gibraltar
Grenada (EP)
Guernsey (EP)
Guyana
Jersey (EP)
Kiribati (EP)
Montserrat
Nauru
Saint Helena
Saint Lucia
Saint Vincent (EP)
Samoa (EP)
Seychelles
Sierra Leone
Solomon Islands (EP)
Turks and Caicos Islands (EP)
Tuvalu (EP)
Vanuatu (EP)

The (EP) in the list above indicate that 
granted European patents (UK) are or 
can be extended into those jurisdictions 
as well.

Extension of UK IP 
rights to countries 
around the world
Holders of UK intellectual property rights may 
be interested to learn that their registered 
patent, trade mark and design rights in the UK 
are potentially extendable to a number of other 
territories around the world. This article provides 
a brief summary of the jurisdictions in which each 
type of UK right may be extended.

UK and European (UK) 
Patents
The rights conferred by a granted 
UK patent are automatically be 
extended to:

British Indian Ocean Territory (EP)
Isle of Man (EP)

A granted UK patent can be  
re-registered in:

Anguilla (EP)
Antigua and Barbuda
Bermuda (EP)



Conclusion
For holders of UK IP rights, automatic 
extension and re-registration in 
the above territories represent 
very simple and efficient ways in 
which the right holder may extend 
the geographic coverage of their 
intellectual property. Although the 
territories into which UK IP rights are 
extendable may not be considered 
the most commercially relevant, it is 
worth remembering that a UK patent, 
design or trade mark may well be 
more widely applicable than is at first 
apparent!

Yichuan Xu 
yxu@vennershipley.co.uk
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UK Registered Designs
UK registered designs are 
automatically extended to:

Anguilla
Antigua and Barbuda
Bermuda
British Indian Ocean Territory
British Virgin Islands
Fiji
Gambia
Gibraltar
Grenada
Guyana
Isle of Man
Kiribati
Montserrat
Saint Helena
Saint Kitts and Nevis
Saint Lucia
Saint Vincent
Seychelles
Sierra Leone
Solomon Islands
Swaziland
Tanzania
Uganda

UK registered designs can be  
re-registered in:

Guernsey
Jersey
Malta
Tuvalu

UK Registered Trade 
Marks
UK registered trade marks are 
automatically extended to:

British Indian Ocean Territory
Falkland Islands
Isle of Man

UK registered trade marks can be  
re-registered in:

Anguilla
Bahamas
Bermuda
British Virgin Islands
Cayman Islands
Fiji
Gambia
Gibraltar
Grenada
Guernsey
Guyana
Jersey
Kiribati
Montserrat
Saint Helena
Saint Kitts and Nevis
Saint Lucia
Samoa
Sierra Leone
Solomon Islands
Tuvalu
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Technical advances have now 
addressed many of the shortcomings 
of previous VR systems, and 
the arrival of relatively low-cost 
commercial VR headsets from 
major players such as Samsung, 
Sony, Microsoft, Google, and many 
others, would seem to suggest that 
VR may finally have come of age. 
The number of patent filings for 
VR-related inventions is testament 
to the amount of investment in this 
field in recent years. A recent study by 
the patent analytics firm LexInnova 
found a total of 11,776 patents and 
patent applications relating to various 
aspects of VR technology. The top 
assignees were Sony, Microsoft and 
Samsung, each with roughly 350 
filings (366/365/348 respectively). 
Interestingly, LexInnova found that 
the top assignee in their study, Sony, 
only held 3% of the patents in this 
field. This is a clear indication of the 
current high level of interest in VR, 
with a large number of companies 
being actively involved in VR research 
and development.

The computer scientist Ivan 
Sutherland is widely credited with 
creating the first VR system in 1968, 
in collaboration with his student 
Bob Sproull. The system included a 
head-mounted display (HMD) and 
used head tracking to determine 
the direction in which the user was 
looking, with the visual output being 
controlled in response to the user’s 
head movements. The weight of 
the HMD and the head tracking 
mechanism required the system to 
be suspended from the ceiling of the 
room directly above the user, leading 
Sutherland to name the system 
“The Sword of Damocles” after the 
ancient Greek fable. It appears that 

Ivan Sutherland did not attempt 
to patent his original invention, 
perhaps recognising that such a 
cumbersome system was unlikely to 
be commercially successful.

In the decades since, there have 
been numerous attempts to produce 
consumer VR systems, many of which 
have failed as a direct consequence 
of the constraints of technology 
available at the time. One well-known 
example is Nintendo’s short-lived 
‘Virtual Boy’ gaming system, which 
went on sale in Japan and the US in 
1995. In many respects the system 
was ahead of its time, featuring 
a binocular display capable of 
producing a three-dimensional effect, 
and a handheld controller which 
allowed the user to move around 
in the virtual world. However, the 
final commercial product included 
a number of compromises that 
were largely the result of attempts 
to overcome problems with motion 

sickness. These included the use of 
a table-mounted display rather than 
a true HMD, and a monochrome 
LCD screen rather than a full-colour 
display.

VR systems have long struggled 
to overcome the so-called ‘virtual 
reality sickness’ problem, whereby 
users experience motion sickness 
while immersed in the virtual world. 
This is widely believed to be a 
consequence of the brain receiving 
conflicting sensory information due 
to a mismatch between the user’s 
actual physical movements and the 
reaction of the on-screen display. 
This may arise for various reasons, 
such as errors in the head tracking 
system, inherent latency in the image 
processing system, and general 
display constraints such as a low 
resolution or refresh rate. In the 
case of the Virtual Boy, technological 
limitations and financial constraints 
meant that full-colour displays with 
sufficiently high resolutions and 
refresh rate were not an option, and 
accurate head tracking could not be 
achieved in a low-cost commercial 
product. The Virtual Boy was 
discontinued only a few months after 

The virtual 
reality revolution
There has been much excitement in recent years around mass-market virtual 
reality (VR) systems. In this article we take a look back at the history of VR, 
discuss the current technological solutions, and look ahead to where future 
innovations might take us.

The Virtual Boy display system 
(US Patent No. 5,973,656)

The Sword of Damocles
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being launched, following negative 
reviews and disappointing sales.

The new-found enthusiasm for VR 
may be attributed to the fact that 
the aforementioned problems have 
largely been overcome by recent 
advances in display and sensor 
technology. The new generation of 
VR systems can be divided broadly 
into two categories: self-contained 
systems including all the necessary 
sensors and display elements; 
and headsets designed to hold a 
smartphone which provides the 
necessary head tracking and display 
capabilities. Examples in the first 
category include Sony’s PlayStation 
VR headset, Microsoft’s Hololens, 
and the Oculus Rift. Examples in the 
second category include the Samsung 
Gear VR and the Google Cardboard 
headset.

The benefit of utilising a smartphone 
to provide the necessary tracking, 
processing and display functions is 
that the cost and complexity of the 
headset itself can be substantially 
reduced. Google Cardboard, as 
the name suggests, is essentially a 
simple cardboard blank that can be 
folded into a rudimentary headset 
with a slot into which a smartphone 
can be inserted. The only additional 
hardware components required are 
two lenses, one for each eye, and 
a suitable mechanism to hold the 

So, what does the future hold for VR? 
Continuing technological advances 
will undoubtedly see VR headsets 
become smaller and lighter, with 
better displays and more accurate 
head tracking for a more immersive 
VR experience. Looking further ahead, 
it seems fitting to end where our 
journey began, with a quote from the 
father of VR himself, Ivan Sutherland:

“The ultimate display would, of course, 
be a room within which the computer 
can control the existence of matter. A 
chair displayed in such a room would 
be good enough to sit in. Handcuffs 
displayed in such a room would be 
confining, and a bullet displayed in such 
a room would be fatal. With appropriate 
programming such a display could 
literally be the Wonderland into which 
Alice walked.”

Ivan Sutherland, “The Ultimate Display”, 
Proceedings of IFIP Congress, pp. 506-
508, 1965

Rob Cork 
rcork@vennershipley.co.uk

“VR systems have long struggled 
to overcome the so-called ‘virtual 
reality sickness’ problem

”
smartphone in place, such as a hook-
and-loop fastener. Another benefit 
is that the VR headset can easily be 
upgraded by inserting a newer-model 
smartphone.

From an IP perspective, the 
smartphone-based VR headset model 
raises some interesting issues. Since 
the sensor and display capabilities 
are reliant on the particular make and 
model of the smartphone, it would 
appear that the headset manufacturer 
has limited opportunities to 
differentiate their product from a 
competitor’s offering. However, there 
is certainly still room for innovation in 
ancillary features, such as the phone 
mounting mechanism, lenses, and 
other control or interface systems. 
For interactive VR applications, such 
as video games, a secondary interface 
mechanism is particularly important 
for smartphone-based headsets 
since the phone’s touchscreen 
will be inaccessible during use. 
Improvements to the headset itself, 
or to an associated VR application 
running on the smartphone, could 
constitute patentable inventions. For 
VR systems in general, there may 
be significant commercial value in 
patent protection for improvements 
to the head tracking system and other 
user interface mechanisms, since 
these elements of the VR system will 
potentially have the greatest impact 
on the user experience.



14

Social  
media  
and  
brand  
loyalty – 
where the 
power lies
We are all aware of the exponential growth in the importance and power of 
social media and of the tremendous opportunity that social media offers in 
terms of marketing and brand awareness. Social media provides a platform 
for developing customer relationships and reinforcing customer loyalty.

For start-ups and smaller companies 
who do not have established 
relationships with the press, buyers or 
customers, social media can be a fast, 
cheap and easy way to get products 
noticed by bloggers and industry 
press as well as by consumers. 
Smaller companies are, however, not 
the only ones harnessing the power of 
social media particularly in emerging 
markets. A growing number of luxury 
brands are using social media to 
connect with the Chinese market. 
Weibo and WeChat are the two 
platforms increasingly being used for 

brand building. Tiffany, for example, 
used messages, videos and stories 
on WeChat to connect successfully 
with its prospective customer base 
in launching its Keys collection. The 
success of the campaign on WeChat 
is put down to its ability for one to 
one engagement, a more personal 
experience which resonates with 
luxury brands. 

However, there is a flip side to 
this consumer engagement. Social 
media provides an active venue 
for conversations, the sharing of 

experiences with others and forging 
relationships – but relationships 
are a two way street. If consumers 
feel aggrieved then they can take 
to social media and within hours 
force a climb down by multinational 
organisations. A very recent example 
of this is the internet reaction to the 
Fine Brothers attempts to license out 
their company’s reaction video format 
whilst applying for a trade mark 
registration for “React”. 

Reaction videos are videos in which 
people react to events, in particular, 



and until now have rarely bothered 
to make claims on the videos. Sony’s 
trade mark application has been 
refused on the basis that it is merely 
descriptive with one objection from 
a law firm specialising in intellectual 
property and video games citing more 
than 50 common uses of “lets play” in 
video gaming. However, the decision 
is subject to appeal and what Sony 
will do with the application remains 
unknown. 

Social media offers a number of 
powerful ways in which brands can 
engage with their consumer base and 
grow their business. However, the 
power is not all one way and brands 
are increasingly having to take into 
account and defend themselves 
against an internet reaction which can 
have the potential to cause lasting 
damage to consumer sentiment and 
to their balance sheets.

Julia McFarlane
jmcfarlane@vennershipley.co.uk

www.vennershipley.co.uk
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videos showing the emotional 
reactions of people viewing television 
series episodes or film trailers. 
The Fine Brothers have almost 14 
million subscribers to their network 
with their videos, uploaded in their 
hundreds to YouTube since 2007, 
having gained almost 4 billion views. 
The brothers have various channels 
but their greatest success has been 
React, where children and teenagers 
are shown watching videos. YouTube 
creators and fans interpreted the Fine 
Brothers’ move to license the format 
and apply for trade mark registration 
as a cynical money making tactic 
and the backlash was swift. The Fine 
Brothers began to haemorrhage 
subscribers and fans with their 
announcement video getting 240,000 
thumbs down from 1.95million views 
and a subsequent video that tried to 
clarify things getting 230,000 dislikes 
off 2.46 million views. It also gave 
rise to a whole sub-class of reaction 
videos by other YouTubers incensed 
by the venture. The backlash was 
so huge that the Fine Brothers had 
to apologise and confirm that they 
had rescinded all “React” trade mark 
applications as well as the React 
World licensing initiative.

Another example of the sometimes 
complicated engagement between 
brands and their loyal consumers on 

social media is in relation to the Let’s 
Play genre of YouTube videos. This 
has been the subject of controversial 
copyright claims in recent years and 
most recently there has been an 
attempt by Sony to register the trade 
mark for Let’s Play for video gaming, 
seen by many as an attempt to shut 
down the genre entirely. 

Let’s Play is a common name for 
videos on YouTube of people playing 
a video game and talking about it. The 
most successful Let’s Play producers 
are well known personalities in 
their own right capable of earning 
large sums from advertising and 
wielding substantial power in the 
domain of public opinion. However, 
use of the games in the videos 
is problematic from a copyright 
perspective, the content generally 
belonging to the games publisher 
or third party licensors. In 2013 the 
gaming community was incensed by 
a flood of copyright claims emanating 
from YouTube’s Content ID service 
which allows copyright owners to 
block content, monitor traffic or 
claim revenues. Let’s Play producers 
acknowledge that their work is reliant 
on games content that they do not 
own but say it helps to sell the game 
content. Most games companies have 
a stated policy of allowing Let’s Plays 
as long as they are not monetised 

“If consumers feel aggrieved  
then they can take to social media  
and within hours force a climb down  
by multinational organisations.

”
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The evolution 
of DNA patents 
and what the 
future  
may  
hold
Medicines and medical  
devices have been the  
subject of patents for  
centuries. More recently,  
living organisms have also  
been considered patentable,  
and the modification of living  
organisms by genetic engineering 
in the 1970s and 1980s further 
expanded the possibilities for the 
development of novel products 
and processes.
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its natural state shall not give rise to 
financial gain”. Interpretations of what 
‘natural state’ means are subjective, 
however, and arguably does not 
encompass isolated material. 

The Human Genome Organization 
(HUGO) in 1997 urged patent offices 
to rescind decisions that allowed 
sequences to be patented based only 
on the use of the sequences as mere 
probes to identify specific regions 
of DNA, and to strictly require that 
patents identify specific uses for the 
claimed sequences.

or not it is markedly different from 
native DNA. 
 
Meanwhile, based on the permissive 
interpretation of the US Supreme 
Court decision in Diamond v 
Chakrabarty, the US Patent and 
Trade Mark Office (USPTO) was 
busily granting thousands of patents 
covering isolated human DNA. By 
2005, it is said that over 20% of the 
human genome was the subject of US 
patents.

In 2009, the patentability of isolated 
DNA was finally considered by the US 
court system when the Association of 
Molecular Pathologists, the American 
Civil Liberties Union, and a coalition 
of other groups, filed a lawsuit 
against Myriad Genetics, the USPTO, 
and the University of Utah Research 
Foundation. 

Following their discovery of the 
BRCA1 gene in 1994, Myriad Genetics, 
the University of Utah Research 
Foundation, and the US Secretary 
of Health, jointly filed two patent 
applications which were subsequently 
granted. In 1996, another US patent 
application was filed by a company 
called OncorMed, which was 
subsequently acquired by Myriad, for 
a “consensus sequence” of the BRCA1 
gene. 

These patents relating to the BRCA 
genes became the international focus 
for opposition to the patenting of 
human genetic material.

Following findings that the patents 
were invalid for different reasons by 
the US District Court and the Court 
of Appeals for the Federal Circuit, 
the patents were then considered 
by the US Supreme Court in 2013. 
This and other key Supreme Court 
decisions have led to the current 
situation where isolated DNA is no 
longer patentable in the absence of 
a transformative step, regardless of 
whether any technical effect has been 
identified. 

In Australia, the validity of the patent 
for the BRCA1 gene held by Myriad 
was challenged in the Federal Court 
of Australia. The Australian court’s 
reasoning mirrored that of the US 
CAFC and focused on the isolated 
nature of genetic material, finding 
that claims to isolated DNA are 
patent-eligible. 

“isolated DNA is no 
longer patentable 
in the absence of 
a transformative 
step, regardless 
of whether any 
technical effect has 
been identified

”

By inserting foreign or synthetic genes 
directly into a bacterium, scientists 
were able to contemplate the creation 
of new drugs based on human genes. 
In 1982, human insulin, the world’s 
first recombinant DNA drug was 
marketed. Other drugs were rapidly 
to follow, such as growth hormones, 
blood clotting factors, tissue repair 
promoters, and protein vaccines. The 
age of recombinant DNA technology 
had arrived, enabling the production 
of pure human proteins using human 
sourced DNA. 

At the same time, in the seminal case 
of Diamond v Chakrabarty, the US 
Supreme Court opened the door to 
patents for isolated DNA sequences 
in the US, by allowing the patenting 
of a genetically modified bacterium 
for the bioremediation of oil spills. 
It was determined that US Congress 
had intended patentable subject 
matter to “include anything under the 
sun that is made by man”, and that a 
non-naturally occurring manufacture 
or composition of matter, a product 
of human ingenuity, is patentable. 
This permissive approach to US 
patent policy had a major impact on 
international gene patenting. 

The opportunities provided by 
recombinant DNA technologies were 
so momentous and advantageous 
that they spurred an international 
DNA gold rush to patent isolated 
human genetic material. And it wasn’t 
long before the first disputed patent 
cases came before the courts. In 
1989, the UK Court of Appeal held 
that DNA was a discovery of nature 
and invalidated patent claims to 
the isolated DNA of human tissue 
plasminogen activator, a naturally 
produced human protein. 

Two main considerations were 
at work as the patentability of 
isolated DNA was subsequently 
considered. Firstly, there were 
the widely publicized ethical 
considerations. Secondly, there were 
the well-established requirements 
for patentability, which differ, either 
substantially or subtly, across the 
globe.

A global agreement, the Universal 
Declaration on the Human Genome 
and Human Rights, was passed by 
UNESCO in 1997, and adopted by 
the UN General Assembly in 1998. 
It states that “The human genome in 

After 10 years of negotiation and 
debate, the European Biotech 
Directive (“Directive 98/44/EC of 
the European Parliament and of 
the Council of 6 July 1998 on the 
legal protection of biotechnological 
inventions”) came into force. This 
Directive ensured that a common 
approach to the patentability 
of biotechnological inventions, 
including human DNA sequences, 
was mandated as law throughout 
the EU. The Directive has also been 
incorporated into the Convention on 
the Grant of European Patents (EPC) 
of the European Patent Office, which 
covers not just EU member states but 
also other European countries such as 
Switzerland and Norway.

The Biotech Directive specifically 
provides that “biological material 
[which includes DNA] which is 
isolated from its natural environment 
or produced by means of a technical 
process” may be patentable “even if it 
previously occurred in nature”. Thus, 
the Biotech Directive can today be 
relied upon as confirmation that in 
Europe, an isolated DNA sequence for 
an industrial application is patentable 
subject matter, regardless of whether 



notably in the US, the world has been 
turned upside down and it appears 
to many that there is no safe passage 
to commercially-useful protection. 
However, history shows that patent 
attorneys are inventive when it comes 
to drafting claims and presenting 
arguments relating to patentability. 
In Europe, the advent of the so-called 
“Swiss claims” was very important in 
overcoming the restrictions on the 
patenting of methods of medical and 
diagnostic methods. 

Patentability of claims relating to 
isolated DNA in Europe and in other 
territories such as Japan, South Korea 
and China will be greatly enhanced by 
experimental data demonstrating the 
alleged technical utility of the DNA or 
related products, uses, etc. Applicants 
therefore need to ensure that they 
have as much data supporting their 
invention as possible before filing.

In addition, geographic filing 
strategies for biotechnology 
inventions should clearly be focused 
on those territories where isolated 
DNA is eligible for patent protection. 
Venner Shipley attorneys will be able 
to help applicants to devise suitable 
filing plans designed to suit the 
subject matter of their biotechnology 
inventions, with an eye to past as well 
as future changes in approach and 
law.

We will of course keep you informed 
of any developments in the further 
evolution of DNA patent-eligibility.

Siân Gill
sgill@vennershipley.co.uk

Matthew Handley
mhandley@vennershipley.co.uk
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The case was appealed to the 
Australian High Court, which 
unanimously followed the approach 
taken by the US Supreme Court and 
ruled that isolated DNA sequences 
cannot be patented. “While the 
invention claimed might be, in a formal 
sense, a product of human action, it was 
the existence of the information stored 
in the relevant sequences that was an 
essential element of the invention as 
claimed,” the judges said. Claiming 
the alleged invention as an isolated 
product was not considered sufficient 
to confer patent-eligibility, and in fact, 
the Australian Court went further 
than in the US, and also excluded 
cDNA from patent-eligibility.

However, in contrast to the guidance 
from the USPTO, the Australian Patent 
Office’s practice guidelines indicate 
that it is taking an extremely narrow 
view of the subject matter that is to 
be considered ineligible for patent 
protection. 

Under Canadian patent law, isolated 
DNA is patent-eligible, but it seems 
that in practice, the patents may be 
difficult to enforce. Myriad continues 
to hold four DNA patents in Canada 
for the BRCA1 and BRCA2 genes. 
Despite this, multiple private agencies 
use “round about methods” to avoid 
infringing the patents, including 
brokering patient access to a BRCA 
research project, and health services 
are said to be advocating the use of 
in-house BRCA testing, in violation of 
Myriad's patents. 

China is seeking to actively encourage 
biotechnology investment, and as a 
result, isolated DNA is patent-eligible 
in China. In 2001 alone, Shanghai Joint 

Gene Technology Co. Ltd, applied for 
more than 3700 patents to isolated 
DNA sequences.

Isolated DNA is also patent-eligible in 
both Japan and Korea. Like in Europe, 
in Korea there is a requirement for 
substantial and credible utility of the 
DNA. 

So, it would appear that, at least for 
the time being, biotech companies 
will have to look beyond the US 
for patent protection for their 
innovation. At present, patent 
attorneys are struggling to find any 
claims that encompass both patent-
eligible subject matter and provide 
commercially useful protection. 

European patent attorneys have 
long used a wide variety of claim 
formats to protect different aspects of 
inventions in the pharmaceutical and 
biotech sphere. Patent applications 
tend to include a range of different 
claims, from the key composition 
claims to use and kit claims. These 
different claims all cover different 
activities (both by direct and indirect 
or contributory infringement) and 
may be patentable for subtly different 
reasons.

Essentially, patentability of 
biotechnology inventions has always 
been a minefield, with limitations 
in place to protect the public and 
morality. In Europe, where the 
patentability requirements have not 
fundamentally changed since the 
1977 European Patent Convention, 
there exists an established map 
providing applicants with a relatively 
safe course to plot when seeking 
patent protection. Elsewhere, and 

“patent attorneys are 
struggling to find any 
claims that encompass 
both patent-eligible 
subject matter and 
provide commercially 
useful protection

”



This development is unquestionably 
good news for innovators in the life 
sciences industry. The Commission 
has recognised that the existing 
SPC system is flawed, and some of 
the most significant shortfalls are 
actually identified in the tender paper. 
Moreover, the study promises to be 
comprehensive. 

The contract for the study is expected 
to be signed in April 2016 with the 
study being completed within 10 
months. It will, however, be some 
time before any changes to the 
existing legislation are actually 
implemented. Nevertheless, it 
appears that the process for 
improvement and change of the SPC 
system has finally begun, and we 
will, of course, keep you informed of 
developments.

Matthew Handley
mhandley@vennershipley.co.uk

SPCs – 
improvements 
on the horizon?
To provide a greater incentive for research and development into 
pharmaceutical products, Supplementary Protection Certificates (SPCs) were 
introduced in Europe. SPCs are intellectual property rights that are based on 
and similar in nature to patents. They extend a monopoly right where it has 
not been possible for the proprietor to market the patented product because 
of delays in obtaining regulatory approval.

Despite the obvious benefits of the 
SPC system, the legislative regime 
which is currently in place has been 
widely criticised. The SPC Regulation 
(Regulation (EC) No 469/2009) is a 
relatively short document, lacking in 
detailed guidance. Questions on the 
interpretation of the SPC Regulation 
have been subject to numerous 
referrals to the Court of Justice of 
European Union (CJEU). In some 
cases, the CJEU has declined to give 
guidance on some of the referred 
questions, and in other cases, the 
rulings simply appear to raise further 
questions. 

The SPC Regulation dates back to 
1990, and is widely believed to require 
an overhaul in view of the substantial 
scientific advancements made in the 
intervening period. This is particularly 
true in respect of biological active 
ingredients, for which the SPC 
Regulation is arguably least suited.

Another problem is that no 
centralised procedure is available 
for obtaining SPCs. They are 
currently granted through national 
patent offices and have national 
effect, leading to inconsistencies 
and uncertainties in procedure, 
interpretation, and timing.

“The Commission has 
recognised that the 
existing SPC system is 
flawed

”
With the Unitary Patent and Unified 
Patent Court (UPC) on the horizon, 
(potentially in 2017), there are 
growing calls for the current SPC 
system to be replaced with a new and 
improved unitary SPC. The current 
legislation creating the new Unitary 
Patent system simply indicates that 
a Unitary Patent may be used as the 
basic patent for an SPC application, 
but the SPCs would continue to be 
granted by national authorities, and 
have national scope.  

The European Commission has now 
published a call for tender to conduct 
a “study on the legal aspects of the 
supplementary protection certificates 
in the EU”. This study will be used to 
determine both whether “the existing 
SPC rules need to be recalibrated given 
identified limitations”, and whether to 
introduce “a new European SPC title [i.e. 
unitary SPC], with the current or broader 
scope, with improved provisions”.  

www.vennershipley.co.uk
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Venner Shipley News

James Tumbridge trained as an English 
barrister and has practised in the US, 
Canada and the UK across a range of 
litigious matters, but particularly IP, 
and has an international reputation for 
his alternative dispute resolution work. 
In May 2012 The Lawyer described 
Tumbridge in a feature of ‘Bright sparks, 
prior to The Lawyer Awards’. Tumbridge 

was short listed for two lawyer of the year awards, and won 3 
litigation lawyer of the year awards across 2013-14, as well as 
being recognized globally as a patent and trade mark lawyer. 
His client work is also unique having organised participation 
in UK trade missions for clients to Russia, China, the Middle 
East and Canada. Tumbridge has served as an ad hoc advisor 
to UK Ministers, Members of Parliament and Members of the 
European Parliament on IP and dispute matters. In his role as 
a Common Councilman with the City of London Corporation, 
he frequently deals with senior government representatives. 
His considerable engagement with policymakers gives him 
unique insight into how to help assist clients in preparing for 
legislative changes and regulation compliance. Tumbridge 
is also a qualified mediator listed with the World Intellectual 
Property Organization, the UK Intellectual Property Office, 
IDRS, ADR Group and numerous other alternative dispute 
resolution providers.

Paul Harris is a leading IP 
litigator with more than 
25 years’ expertise, having 
been involved in a number 
of prominent IP cases and 
recognized by the World Trade 
Mark Review and Chambers 
UK as a leading figure on 
trade marks. He successfully 

defended Stanley Black & Decker in an important 
patent litigation case and handled the Wagamama 
restaurant chain case, which was the first of its 
kind to consider the UK Trade Marks Act 1994 and 
its implementation of the European Trade Marks 
Directive. His non-contentious work extends to 
the sale and licensing of businesses, the global 
registration of trade marks and in copyright issues for 
technology companies in particular. He has worked 
on contentious matters relating to patents, including 
complex chemical cases, electronics and mechanical 
patents, and also advises on international licensing 
arrangements and programmes for registering trade 
marks overseas. Harris earned his Chemistry BSc at 
Keele University prior to qualifying as a solicitor. He 
also teaches on the Intellectual Property Diploma 
Course at the University of Oxford.

James Tumbridge Paul Harris  

We are delighted to announce the 
creation of a full service litigation 
practice with the appointment of a 
team of lawyers. James Tumbridge 
and Paul Harris, two award-winning 
intellectual property lawyers, have 
joined the London office as partners 
from US law firm Pillsbury. James and 
Paul bring a wide-ranging background 
in IP litigation and transactions, 
dispute resolution and government 
relations, with a client base that spans 
industries and disciplines, including 
consumer goods, medical devices, 
electronics, food, luxury products, 
healthcare and lifestyle. Joining with 
them are associates Kate Woolhouse 
and Robert Peake. The talented team 
has worked together for many years 

and offers advice in English, Italian, 
French and Russian. 
 
Managing Partner, Jan Walaski, said 
of the deal “We are delighted that 
this outstanding team is joining us. 
It is a significant development for 

Venner Shipley adds 
litigation practice
Response to demand from clients and preparing 
for the establishment of the Unified Patent Court

the firm, and will allow us to offer 
the full spectrum of legal services 
to our existing and future clients. 
The team comes with an excellent 
reputation, and an ambitious and 
energetic approach that will be the 
perfect complement to our existing 
IP prosecution practice. At the same 
time, it allows us to offer a complete 
dispute resolution service, extending 
our strong patent opposition practice 
to include litigation throughout the 
UK and Europe, including in the 
upcoming Unified Patent Court.”
 
James Tumbridge said “The practice 
of IP in Europe is going through 
significant changes, and clients 
want a complete IP service. Venner 
Shipley are an excellent practice, 
providing the right European 
platform for the age of the Unified 
Patent Court. Importantly with our 
team, Venner Shipley can now offer 
every aspect of IP service from 
conception and registration, through 
commercialisation and dispute 
resolution. It’s an exciting opportunity 
and we are really pleased to be 
joining Venner Shipley.”

“The practice of IP 
in Europe is going 
through significant 
changes, and clients 
want a complete IP 
service.

”
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We welcome two new starters in our Chemical and Life Sciences team.  
Tom Leanse joins our London office and Nick Barrows our Cambridge office.

Tom joined Venner Shipley in 
2015 after working elsewhere in 
private practice and is qualified as a 
European and UK patent attorney. 
He has experience of patent 
work in many different areas of 
chemistry, including small molecule 
pharmaceuticals, invasive biosensors, 
metallurgy, and electronics 

substrates.

Tom's work involves drafting, filing and prosecuting UK 
and European patent applications, as well as handling 
large patent families across many other countries. He also 
provides advice on freedom to operate and validity, and 
has experience of oppositions and appeals before the 
European Patent Office.

Tom graduated from Durham University with a first 
class degree in Chemistry, and in his final year carried 
out a literature research project on selective serotonin 
reuptake inhibitors (SSRIs). Tom also holds a Certificate in 
Intellectual Property Law from Queen Mary, University of 
London.

Robert qualified as English solicitor 
in 2015, and was called to the Bar of 
Ontario, Canada in 2009. Robert has 
considerable expertise, in particular, 
in matters relating to the protection 
of intellectual property rights online, 
dealing with parties on a global basis, 
and with disputes covering multiple 
jurisdictions. Robert has been 

involved with numerous cases in the English High Court, 
the Intellectual Property Enterprise Court, and the English 
Court of Appeal; contentious proceedings at the European 
Union Intellectual Property Office (formerly OHIM) and 
the Canadian Intellectual Property Office; and arbitral 
proceedings in relation to domain name registrations, both 
in England and in Canada. In addition to his contentious 
work, Robert has experience drafting and advising on 
a range of commercial agreements, including licences, 
co-existence agreements, assignments and distribution 
agreements, and privacy and data protection policies. 
Robert holds degrees in common law and civil law from 
the University of Ottawa, and obtained his LLM from the 
London School of Economics. Robert is fully bilingual and 
practices both in English and in French.

Nick studied at the University of 
Manchester completing research 
into the cis-trans isomerization of 
azo compounds and developed 
graphene-oxide membranes for use 
in alcohol-water separation. He then 
studied at Queen Mary, University of 
London, with projects being based on 
gene-patenting and pharmaceutical/

biotech litigation (modules included patents, trade marks, 
designs and copyright).

After completing a Masters in IP, Nick worked in Beijing 
for 6 months. He then started working for a South East 
Asian law firm (Tilleke & Gibbins) where he focused on 
IP due diligence for joint ventures and mergers, freedom 
to operate (Asia-wide), infringement analysis and PCT 
prosecution.

Kate qualified as an English solicitor 
in 2012. Kate’s practice covers 
contentious and non-contentious 
intellectual property matters, 
including trade marks, passing off, 
patents, geographic indications and 
designs. She also has experience in 
media law and general commercial 
litigation. Kate has worked on 

numerous cases in the English High Court as well as 
matters in the Court of Appeal and the London Court 
of International Arbitration. Additionally, Kate handles 
commercial and regulatory issues including drafting 
commercial contracts and licence agreements and 
advising on advertising and packaging and labelling. She 
frequently advises on data protection regulations and 
privacy and data protection policies. Kate's practice also 
includes drafting terms and conditions for promotions, 
competitions and prize draws. Prior to qualifying as a 
lawyer, she gained a degree from Bristol University. Kate 
is a fully bilingual English and Russian speaker and is 
proficient in French and Italian.

Tom Leanse 
BSc EPA CPA

Robert Peake 

Nick Barrows  
MChem MSc

Kate Woolhouse  

Other new starters
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Case law 
update

“the choice of language used in the claims 
is of  the utmost importance as it is the 
claims that ultimately determine the 
scope of protection

”

The assessment of 
plausibility
According to the problem and 
solution approach employed by 
the European Patent Office when 
assessing inventive step, there can 
only be an invention if it is plausible 
from the teachings of the application 
that the purported problem has been 
solved. This may be supported by, 
for example, including experimental 
data in the application. The question 
of whether a claimed invention is 
plausible was recently considered 
during invalidation proceedings 
before the Patents Court.

In Activis v Lilly, Activis alleged that 
Lilly’s patent (EP (UK) 0 721 777) lacks 
an inventive step, plausibility (and 
hence is insufficient or obvious) and 
that the priority claim is invalid (on 
the basis of a lack of plausibility).

The patent relates to the drug 
atomoxetine (sold by Lilly under the 
brand name Strattera), which is used 
to treat attention deficit hyperactivity 
disorder (ADHD). At the priority 
date, ADHD was commonly treated 
using stimulants and tricyclic anti-
depressants (TCAs). Activis cited two 
prior art documents to support their 
inventive step arguments, both of 
which explore the use of atomoxetine 
for the treatment of depression. 
Activis submitted that it would 
have been obvious, in view of these 
documents, to use atomoxetine for 
the treatment of ADHD.

Mr Justice Carr dismissed Activis’ 
attack, not least because both of 
the cited prior art documents relate 

to the use of atomoxetine as an 
anti-depressant and they contain 
no teaching that would encourage 
a skilled team to consider using 
atomoxetine in the treatment of 
ADHD. He also stated that, even if it 
had been obvious to use atomoxetine 
for the purpose of treating ADHD, a 
skilled team would not have had a 
reasonable expectation that it would 
be effective for this purpose. Thus, 
Mr Justice Carr held that the patent 
involved an inventive step. He then 
moved on to examine the alleged lack 
of plausibility.

Since the priority date, atomoxetine 
has been shown to be an effective 
and relatively safe drug for the 
treatment of ADHD. However, the 
patent provides very limited evidence 
to back up its claims. Activis used this 
absence of evidence to argue that, at 
the priority date, the patent lacked 
plausibility and hence is insufficiently 
disclosed. Activis also submitted that 
the test for plausibility should be the 
same as the “reasonable expectation 
of success” test used for assessing 
obviousness. Therefore, they argued 
that, as the patent contains, “no 
more than a bald assertion that 
atomoxetine is effective and safe for 
the treatment of ADHD” (which was 
allegedly well-known from the prior 
art), then the lack of plausibility must 
also render the patent obvious. 

After considering both the teachings 
of the patent and the views of 
several expert witnesses, Mr Justice 
Carr concluded that the patent was 
plausible and sufficiently disclosed. 
He also reaffirmed that the test 
for plausibility is not the same 
as the “reasonable expectation 
of success” test, thus rejecting 
Activis’ obviousness/insufficiency 
squeeze argument. In coming to his 
conclusion, Mr Justice Carr considered 
the policy considerations behind both 
tests. He reasoned that the main 
purpose of the test for plausibility 
was to exclude speculative patents, 
and applying the stricter “reasonable 
expectation of success” test would 
significantly lower the incentive 
for research and development. He 
reiterated that the test for plausibility 
is simply a threshold test, “satisfied 
by a disclosure that is ‘credible’, as 
opposed to speculative”. 

Interestingly, whilst all of the expert 
witnesses were of the opinion that 
the patent is plausible, two of them 
based their reasoning (in part) on the 
belief that, given its legal nature, a 
patent is an “authoritative document”. 
As such, they incorrectly assumed 
that, even if a patent does not provide 
a great deal of evidence to support 
its claims, any statements or claims 
in the patent must, nevertheless, 
be supported by some underlying 
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replacement of mouse gene 
segments with human gene segments 
(both having a certain length) in 
order to prepare antibodies. At the 
heart of the sufficiency matter was 
the length of the mouse and human 
gene sequences encompassed by the 
claims and whether, at the priority 
date, a skilled person could have 
replaced the gene segments having 
the claimed lengths. 

Mr Justice Carr construed Regeneron’s 
claims as covering the deletion of 
mouse gene segments of at least 
100 kb (100,000 base pairs) and the 
insertion of human gene segments 
of up to 300 kb. After hearing from 
expert witnesses he concluded that, 
at the priority date, and in view of 
the teachings of the patent and 
the common general knowledge, a 
skilled person would have been able 
to replace a gene segment having a 
length of up to about 20 kb with a 
segment having a length of around  
4 kb. These gene segments are much 
shorter than those encompassed by 
the claims of the patent. Moreover, 
it was also noted that, even since 
the priority date, there has been no 
publication to support the deletion 
of at least 100 kb of mouse genome. 
For these reasons, Mr Justice Carr 
found that the two patents were not 
capable of being performed across 
the entire scope of the claims without 
undue burden and without invention. 
Both of Regeneron’s patents were 
therefore revoked for insufficiency. 

This decision is a reminder that the 
disclosure in a patent should always  
 enable a skilled person to work the 
claimed invention across the entire 
scope of the claims without undue 
burden. Whilst some amount of 
trial and error may be allowable, if a 
degree of inventive skill is required in 
order to work the invention across, 

for example, very broad ranges, 
then the patent runs the risk 
of being found insufficiently 

disclosed.

Ben Beasley
bbeasley@vennershipley.co.uk

evidence (i.e. they assumed that, 
regardless of the quantity or quality of 
evidence contained in the patent, any 
claim made must always have solid 
basis). Despite this misunderstanding, 
the Judge decided that, on balance 
and having considered their previous 
statements, the experts would still 
have come to the view that the patent 
is plausible in the absence of this 
incorrect belief. 

The decision provides a welcome 
reaffirmation that the test for 
plausibility is simply a threshold test, 
which is met so long as the claimed 
invention is credible. Nevertheless, 
applicants should always ensure that 
their application contains as much 
evidence as possible to counter any 
allegation of insufficiency. 

Construction
In November 2015, Rovi appealed 
the High Court decision to revoke 
its patent (EP (UK) 0 862 833). The 
patent relates to set-top boxes and 
the signalling employed to initiate the 
display of on-screen information (such 
as icons). Central to Rovi’s appeal was 
the construction of dependent claim 3 
of the patent, which recites:

“A system according to claim 2, 
wherein said first identification signal 
comprises…(a) data defining an icon 
or textual matter alerting a viewer to 
the availability of information or  
(b) data enabling access to such an 
icon or textual matter as may be 
already stored on said computer”.  

One of the key points of debate 
was whether the wording of claim 3 
should be interpreted as meaning 
that the identification signal 
comprises data that simply “prompts” 
the set-top box to access the icon or 
textual matter, or whether, as argued 
by Rovi, the data contained within 
the signal does more than this and 
actually “points” to a location in the 
memory of the set-top box where the 
icon is stored. At first instance, Mr 
Justice Mann went with the former 
interpretation and, from this, found 
the claimed subject-matter obvious.

In their appeal submissions,  
Rovi argued that, during the 
proceedings before the High  
Court, Mr Justice Mann had focused 
too heavily on the word “enabling” 

and failed to consider the claim as a 
whole, when read through the eyes of 
a skilled person.

Lord Justice Floyd dismissed Rovi’s 
argument and upheld the High Court’s 
decision. In doing so, he referred to 
Virgin Airways Ltd v Premium Aircraft 
Interiors Ltd [2009], where Mr Justice 
Lewison had reemphasised that, “…
purpose is not the be-all and end-all…
it is the terms of the claims which 
delineate the patentee’s territory”.

This appeal should serve as a useful 
reminder to applicants that, whilst 
claims should be read in view of the 
teachings of the description, the 
choice of language used in the claims 
is of the utmost importance as it is the 
claims that ultimately determine the 
scope of protection. If an applicant 
wishes for a word or phrase used in 
a claim to have a particular meaning, 
then this should be clearly stated in 
the application as filed.

Sufficiency of disclosure
In Regeneron Pharmaceuticals Inc 
v Kymab Ltd & Another, Kymab 
succeeded in their counterclaim 
that two of Regeneron’s patents are 
invalid, on the ground of insufficiency. 

The subject-matter of both of the 
patents in question (EP (UK) 1 360 287  
and EP (UK) 2 264 163) is highly 
complex and relates to the 
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The European Trade Mark Regulation has been 
amended. The amendments significantly alter many 
aspects of the EU registration system including 
changing the official fees charged and the protection 
granted through the use of class headings.

Changes to 
EU trade mark 
registration 
system

On an administrative level, on 23 
March 2016 the EU trade mark 
registration authority, up until 
then known as the Office for 
Harmonisation in the Internal Market, 
changed its name to the European 
Union Intellectual Office (‘EUIPO’). 
On the same date every registration 
granted by that authority, known 
since the inception of this registration 
system as a Community Trade Mark 
(‘CTM’), became known instead as a 
European Union Trade Mark (‘EUTM’).

Set out below are some of the most 
significant reforms:

Changes in fees
The EUIPO has phased out the flat 
application fee which automatically 
covered up to three classes. Instead 
an applicant now has to pay 
additional fees for the second and 
each further class included in an 

application. A corresponding change 
has been made to renewal fees for 
EUTMs. The aim of the changes is 
to discourage the “cluttering” of the 
EUIPO Register which the previous fee 
system encouraged.

Shortening of renewal 
deadlines
The renewal date of an EUTM will no 
longer be the end of the month in 
which the anniversary of its filing date 
fell. Instead it will now be the actual 
anniversary of the filing date.

Protection granted by 
class headings
Since 22 June 2012 (following on from 
the IP Translator case) the EUIPO 
has read literally the class heading 
contained in any fresh application. 
Thus, if the literal meaning of the class 
heading didn't include a good/service 

which happened to fit into that class 
then the application was not deemed 
to cover that good/service. 

This left the odd situation whereby 
applications filed before 22 June 
2012 containing the heading for a 
trade mark class were deemed to 
cover all goods/services falling into 
the “Nice Classification” alphabetical 
list for that class at the date of filing 
but, on the contrary, applications 
for class headings filed on or after 
22 June 2012 were read literally. The 
inconsistency is now being remedied. 
Owners of registered EUTMs applied 
for before 22 June 2012 which 
contained, and still contain, an 
unlimited class heading have been 
given until 24 September 2016 to 
file an optional formal request to 
have their registration revised by the 
addition of any or all goods/services 
which were in the alphabetical list for 
that class as at the application date. If 
no declaration is filed by the deadline 
then the class heading will only be 
read literally.

It is therefore vital to consider afresh 
any registered EUTMs applied for 
before 22 June 2012 which still 
contain a class heading. 



the Directive also oblige EU member 
states which don't already have 
one to introduce a facility to bring 
trade mark cancellation/revocation 
proceedings via the registries, rather 
than through the courts. In various EU 
member states (e.g. France, Benelux 
and Spain) it is, at present, only 
possible to apply to cancel/revoke a 
registration through the courts, which 
makes it an expensive procedure. EU 
member states have been given seven 
years to implement administrative 
cancellation/revocation procedures.

David Birchall
dbirchall@vennershipley.co.uk
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Change to opposition 
proceedings
Where an applicant exercises its right 
to require the opponent to prove use 
of a registration relied upon in the 
opposition, the opponent must now 
prove use of that mark in the five-year 
period ending on the filing (or priority) 
date of the opposed application (and 
not, as previously, the publication 
date of the opposed application).

Oppositions can now be based on 
designations of origin, geographical 
indications or traditional terms for 
wine. Up until now these prior rights 
could only be asserted in an invalidity 
cancellation action.

Up until 23 March 2016 the deadline 
for opposing an EU designation of 
an international designation was 
9 months after publication of the 
designation by the EUIPO. This has 
been reduced to 4 months after 
publication of the designation by the 
EUIPO.

Certification marks
From 1 October 2017, the EUIPO will 
permit the registration of certification 
marks.

“The aim of the changes is to discourage the 
“cluttering” of the EUIPO Register which the 
previous fee system encouraged.

”
New right to obtain customs 
seizures of counterfeits in 
transit in the EU
A right has been introduced to have 
infringing goods in transit in the EU 
seized even if the goods have come 
from a country where the trade mark 
concerned is not protected. Previously 
a CTM was not enough to prevent 
counterfeit goods travelling through 
the EU when their final destination 
was outside the EU.

Important changes 
imposed by the Directive 
on the EU member states
In tandem with the changes to the 
Regulation, the Trade mark Directive 
has been amended. The amended 
Directive obliges any EU member 
states who do not currently have an 
opposition procedure to amend their 
national laws to introduce one over 
the next three years. The changes to 



case. The Supreme Court agreed 
with this criticism, ruling that the lack 
of surface decoration shown in the 
images of the RCD emphasised the 
appearance of a horned animal and 
that the trial judge was wrong not to 
take this into account. 

Magmatic had argued that the 
absence of surface ornamentation 
could not in itself be a limiting 
feature of an RCD, and that this 
was a point of law which should be 
referred to the Court of Justice of the 
European Union (CJEU). It was not 
deemed necessary for the Supreme 
Court to rule on whether the lack of 
ornamentation on the surface was a 
limiting feature of the particular RCD 
at issue and the appeal to the CJEU 
was found to have no basis. However, 
Lord Neuberger commented (in 
obiter) that, as a matter of principle, 
the absence of decoration can be 
a feature of a registered design. 
His reasoning was that it would be 
“very curious” if a design registration 
system did not offer protection for 
simple or minimalist designs.

Lord Neuberger commented that a 
line drawing filed with a registered 
design is much more likely to be 
construed as not excluding surface 
ornamentation than a CAD image. 
However, he noted that the absence 
of ornamentation can be a feature of 
a registered design even where the 
images consist of line drawings, citing 
the earlier case of Samsung v Apple 

PMS v Magmatic 
– a case in design law
Magmatic, manufacturer of the ubiquitous ‘Trunki’ ride-on children’s suitcase, 
have recently had their appeal to the UK Supreme Court dismissed. This 
decision confirms the Court of Appeal’s earlier finding that PMS’s ‘Kiddee’ 
suitcase does not infringe Magmatic’s Registered Community  
Design (RCD), raising some important issues for designers  
to consider when filing a registered design application.

Background
Alex Brown previously reported in 
our Spring/Summer 2014 edition 
of Inside IP on the Court of Appeal 
decision overturning the High Court’s 
finding that the Kiddee suitcase 
infringed Magmatic’s RCD. The Court 
of Appeal criticised certain aspects of 
the trial judge’s approach to assessing 
whether the Kiddee case produced 
the same overall impression on the 
informed user as the RCD, which is 
the test for determining infringement.

The Appeal
The appeal to the Supreme Court 
focused on whether the Court of 
Appeal’s criticism was justified and, 
in particular, whether the trial judge 
had erroneously overlooked the 
following three points when assessing 
infringement:

1. The RCD imparted the overall 
impression of a horned animal.
The Supreme Court has ruled that 
the trial judge did not give enough 
weight to the fact that the RCD 
conveyed the overall impression 
of a horned animal, on the basis 
that this consideration was not 
mentioned in the original High Court 
judgment. This point was considered 

to be of fundamental importance for 
determining infringement because 
the overall impression imparted by 
the Kiddee suitcase, which as shown 
below has the appearance of either 
a ladybird or a tiger, was adjudged to 
be significantly different to that of a 
horned animal. 

This highlights the limitation of 
design protection – that it is restricted 
to protecting the visual aspects 
of a design rather than an idea or 
invention (which should instead be 
protected by a patent). Therefore, 
although it was not disputed that PMS 
had copied Magmatic’s novel concept 
of a children’s ride-on suitcase in the 
shape of an animal, the fact that the 
Kiddee case was considered to impart 
a different visual impression, at least 
in the eyes of the informed user, 
meant that there was no infringement 
of the RCD.

2. The lack of ornamentation on 
the surface of the RCD.
The Court of Appeal had previously 
criticised the trial judge’s finding that 
the lack of any graphical detail on the 
surface of the RCD meant that the 
assessment of infringement should 
be restricted to a comparison of the 
shape of the RCD and the Kiddee 

Magmatic’s RCD

PMS’s ‘Kiddee’ suitcases
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an allegedly infringing product, even 
if surface decoration was intentionally 
omitted from the drawings of the 
RCD, means that designers should 
consider filing a set of drawings 
omitting surface decoration and also 
including further designs showing 
obvious or important variants in 
surface decoration. This can be 
done at a reduced cost by filing 
the different designs in the same 
application. In addition, in view of 
the fact that any contrasting shown 
in greyscale images may limit the 
scope of protection, applicants should 
always file black-and-white line 
drawings if possible, unless of course 
such contrasting or a particular colour 
scheme is an important feature of the 
design.

It will be interesting to see how 
the outcome of this case impacts 
design right holders across Europe. 
For instance, third parties may be 
encouraged to attempt to circumvent 
registered design protection for 
products that have a novel or iconic 
shape by manufacturing copy-cat 
products which include surface 
decoration, with the aim of imparting 
a different overall impression. We will 
be sure to report if we notice any such 
trends in this regard.

George Hudson
ghudson@vennershipley.co.uk

(Court of Appeal, 2013) in which the 
RCD at issue included line drawings 
showing a plainness and transparency 
of the surfaces that suggested the 
incidence of light thereon, which 
implied that no other ornamentation 
was intended. This emphasises the 
importance of ensuring that the 
drawings filed with a registered 
design application are chosen with 
a view to maximising the scope of 
protection of the design. Great care 
should be taken to ensure that the 
drawings do not unintentionally 
depict features, such as surface 
ornamentation or a lack thereof, that 
unduly limit the scope of protection. 
This is particularly true if protection 
of a novel shape is important and 
the applicant does not intend the 
absence of surface ornamentation to 
be a limiting feature of the registered 
design. 

Interestingly, the High Court found 
that the Kiddee case infringed 
Magmatic’s UK unregistered design 
right (this was never the subject of an 
appeal). The finding of infringement 
was partly due to the fact that surface 
decoration is excluded from UK 
unregistered design protection and 
therefore the test for infringement 
was largely focused on a comparison 
of the respective shapes of the Trunki 
and Kiddee cases. 

3. The contrasting colours shown in 
the greyscale CAD images of the RCD.
The greyscale images filed with the 
RCD showed certain features of the 
suitcase, such as the strap, wheels 
and spokes, in a contrasting colour 
to the remainder of the suitcase. Part 
of the Court of Appeal’s criticism of 
the High Court decision was that the 
effect of this colour contrast on the 
overall impression of the RCD was 
not taken into account, and that this 
was significant because the Kiddee 
case did not include such contrasting. 
The Supreme Court agreed with this 
criticism, ruling that the contrast 

“the fact that the Kiddee case was considered 
to impart a different visual impression, at 
least in the eyes of the informed user, meant 
that there was no infringement of the RCD

”did effect the overall impression. 
Therefore, whilst the trial judge was 
correct to conclude that the greyscale 
drawings did not limit the RCD to a 
particular colour scheme, the RCD 
was not a claim for the shape of the 
suitcase alone, but for a suitcase with 
the above features in contrast. 

Lord Neuberger observed that the 
applicant chose to file the drawings 
showing these features in contrast 
and therefore it would be wrong 
to ignore such contrasting when 
assessing infringement. If the 
applicant had instead decided to file 
the RCD with black-and-white line 
drawings, which generally offer the 
broadest scope of protection, then 
the lack of colour contrast on the 
Kiddee case would not have been an 
issue.

Conclusion
In view of the above findings, it was 
decided that the Court of Appeal 
had addressed the question of 
infringement on the correct basis in 
law and that therefore the present 
appeal should be dismissed.

The rejection of the ground for 
appealing to the CJEU marks the 
end of the road for Magmatic in 
respect of this case. Lord Neuberger 
concluded by expressing sympathy 
for Magmatic, remarking that the 
award-winning Trunki suitcase was 
both “original and clever” and noting 
that PMS had freely admitted that 
Magmatic’s design was the inspiration 
for the Kiddee suitcase.

The finding that surface decoration 
may prove a distinguishing feature of 

www.vennershipley.co.uk
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The meaning of FRAND 
terms and their impact on 
competition law set to be 
considered in the High Court
A long running series of patent infringement and 
validity suits involving Unwired Planet and Huawei 
and Samsung has yielded another decision in 
the High Court of England and Wales. However, 
the relevance of this dispute extends beyond the 
technical issues currently being considered at trial 
and encompasses several noteworthy issues in the 
realms of licensing and competition law.

The dispute is concerned with a set 
of five European patents in the field 
of mobile telecommunications that 
were granted to Ericsson AB and 
which were subsequently acquired 
by Unwired Planet, a company 
active in the licensing field. The 
patents acquired from Ericsson 
had been declared to be standard 

essential patents (SEPs) in that they 
were essential to 2G, 3G and 4G 
telecommunications standards. 
Unwired Planet commenced 
proceedings against Huawei, Samsung 
and Google for the infringement of its 
SEPs acquired from Ericsson. Unwired 
Planet and Google have since agreed 
a settlement.

The court decided to separate out 
the issues and to hear five technical 
trials in relation to the infringement 
and validity of the SEPs and to 
hear a further non-technical trial in 
relation to the licensing dispute upon 
completion of the technical trials.

The judgment of the first of the 
technical trials was handed down in 
November 2015 with the High Court 
finding in favour of Unwired Planet, 
stating that the patent was valid and 
infringed. The judgment in respect of 
the second trial was handed down in 
January 2016 and found the patent 
to be invalid for obviousness and 
ordered its revocation. 

However, while the trials with respect 
to the infringement and validity of 
Unwired Planet's SEPs are set to 
continue, with the further three trials 
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“it is the non-technical 
trial, due to take 
place in October 
2016 which will be 
of interest beyond 
considerations of 
infringement and 
validity

”

side refuses the other's licensing 
offer since this was not something 
covered by ETSI's policy on intellectual 
property rights.

With respect to the second point, 
Birss J noted that Unwired Planet did 
not accept Huawei's argument that 
Unwired Planet had offered a licence 
covering a standard (namely the 2G 
standard) for which Unwired Planet 
did not own any patents.

With respect to the third point, it was 
noted that Huawei wished to argue 
that a royalties structure calculated 
to cover territories in which Unwired 
Planet enjoyed no patent rights was a 
breach of the ETSI obligation. Birss J  
stated that Huawei could make this 
argument at trial but that he could 
not decide on this point at this stage.

Therefore, Birss J disagreed that these 
claims could be decided in a summary 
judgment and stated that they should 
be decided only after a full trial. 

retained some SEPs itself and 
transferred some to Unwired 
Planet) a breach of competition law 
had taken place since this would 
lead to unfair higher royalties being 
earned; and

3 that certain terms in the Master 
Sale Agreement between Ericsson 
and Unwired Planet are stand-
alone infringements of Article 101.

Ericsson, as the assignor of the 
patents in question, was made a 
party to the proceedings and they 
submitted that Samsung's allegations 
did not have a realistic chance of 
success. As such, Ericsson requested 
that the alleged breaches of EU 
competition law be struck out.

With respect to the first alleged 
breach, Ericsson argued that 
what was considered a FRAND 
term required of Ericsson was not 
necessarily the same thing as a 
FRAND term required of Unwired 
Planet. Samsung had argued that the 
FRAND obligation of Ericsson should 
be transferred directly to Unwired 
Planet and that the same terms 
should be required of Unwired Planet 
as of Ericsson. Birss J agreed with  
Ericsson and agreed to strike 
down the first alleged breach, 
stating that "[i]t would be unreal 
and commercially unworkable for 
competition law to require that the 
transferor's own FRAND obligation 
should somehow be transferred in 
the manner alleged by Samsung." 

The second and third alleged 
breaches were not struck down 
however and these will be considered 
at the full non-technical trial to be 
heard later this year.

With several interconnected concepts 
set to be considered at the full trial 
hopefully the way in which patent 
licensing interacts with competition 
law in areas relating to standards 
technology will become somewhat 
clearer.

Nicholas Jones
njones@vennershipley.co.uk

Furthermore, the manner in which 
Unwired Planet had acquired the 
patents in question from Ericsson 
also came under scrutiny in a second 
preliminary judgment issued in July 
2015. Samsung had alleged that 
Ericsson had been in breach of Article 
101 of the Treaty on the Functioning 
of the European Union (TFEU) which 
relates to agreements which can 
distort competition in the internal 
market. The three alleged breaches 
were:

1 that in transferring patents to 
Unwired Planet, there was a 
failure to ensure the transfer of an 
enforceable FRAND obligation;

2 that in splitting Ericsson's SEP 
portfolio into two parts (Ericsson 

due to be conducted in the coming 
months, it is the non-technical trial, 
due to take place in October 2016 
which will be of interest beyond 
considerations of infringement and 
validity. 

The European Telecommunications 
Standards Institute (ETSI) requires 
member organisations to declare 
ownership of intellectual property 
rights that are essential to a particular 
standard and to grant licences to 
third parties on fair, reasonable and 
non-discriminatory (FRAND) terms. 
However, in a preliminary judgment 
in April 2015 to consider the claim 
brought by Unwired Planet, exactly 
what is meant by a FRAND term came 
under scrutiny.

Unwired Planet had claimed that 
their efforts to negotiate a licensing 
agreement with the defendants under 
FRAND terms had been unsuccessful, 
whilst the defendants argued that 
they were willing to take a licence 
in any patent that was found to be 
valid and infringed but that Unwired 
Planet's offer was not on FRAND 
terms. 

Unwired Planet made an initial 
proposal in respect of a worldwide 
licence for Unwired Planet's entire 
patent portfolio. A second proposal 
was made in respect of a worldwide 
licence for Unwired Planet's SEP 
portfolio only.

Huawei, for their part, had offered to 
accept a licence only for specific SEPs 
that were valid and infringed and only 
in certain countries. Huawei argued 
that the following propositions should 
be decided upon the March 2015 
hearing:

1 that Unwired Planet is obliged 
to offer single patent licences if 
requested;

2 that Unwired Planet is obliged 
to offer a licence under all SEPs 
essential to a particular standard; 
and

3 that Unwired Planet is required 
if requested to offer a licence 
under SEPs relating to a particular 
territory.

With respect to the first point, Birss J  
did comment that it was possible that 
both single and portfolio licences 
could be agreed under FRAND terms. 
However, he raised uncertainty as 
to what would happen when each 
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The Unified 
Patent Court (UPC) 

– where are we now?
Since the New Year, the UPC Preparatory 
Committee (the Committee) has come to an 
agreement on a number of matters, the key 
amongst which are the Rules of the UPC on fees 
and recoverable costs. So after much debate and 
speculation industry can finally begin to assess the 
costs of the new regime and litigating in the UPC.

Fees and recoverable costs
The UPC Committee state that the 
Rules are subject to ‘legal scrubbing,’ 
an intriguing expression, which might 
send the mind in many directions 
as to what that will do to the final 
numbers. However, based on what we 
know right now the key points of the 
rules are summarised below. 

To opt out of the jurisdiction of the 
new Court, European patent owners 
must submit an Opt-out Application 
via the UPC Case Management 
and eFiling system. Although the 
Committee proposed making a €80 
fee payable per patent, this has 
happily now been dropped. 

In terms of costs for using the Court 
there is one fixed and, if applicable, 
one value-based fee per claim 
(including where multiple patents/
parties involved). What does that 
mean? Well it is meant to be how 
the Court will be self-financing, so 
in effect there is a minimum fee for 
using the court, and then the Court 
will assess the value of disputes and 
add a value based fee, which could be 
significant. Here is how it looks:

Fixed fees: 
• €11,000 (+ value based fee) to issue 

a claim for infringement.
• €3,000 for an application to 

determine damages.
• €20,000 to issue a claim for 

revocation.
• The same fees apply on appeal.

Value based fees:
• Applicable to actions valued at 

€750,000 and over, where the value 
based fee starts at €2,500.

• For claims over €50 million, the value 
based fee is capped at €325,000.

• The value of the claim for the 
purpose of calculating the fee is 
based on an appropriate licence 
fee. (Sadly we don’t have much help 
at this time on where to look for 
‘appropriate licence fee’ guidance as 
to what that means in real money)

Reimbursement and discounts  
on fees
• Court fees are partially recoverable 

in cases where an action is 
withdrawn or settled before 
conclusion.

• A 40% discount on court fees is 
available for qualifying SMEs.

• A party whose economic existence 
is threatened by the fee payable 
may request a partial or total 
reimbursement. 

In summary, the fees payable to 
commence an action in the UPC will 
range from €11,000 to €336,000, for 
infringement claims valued over  
€50 million. Notably, no value 
based fee is payable in a claim for 
revocation. A small comfort!

For revocation actions, the potential 
level of fees must be troubling to 
many. If there is an objective to 
promote challenges to weak patents, 
then the fee structure must be 

considered too high. On the other 
hand, some patent holders may argue 
that the fee is set too low and will 
overly encourage revocation claims. 
It actually seems unlikely that the 
factors presently influencing people 
to commence revocation claims will 
be different in the new regime, but 
the affordability, depending on your 
stand point, and whether you typically 
litigate in the UK or Germany or 
Holland etc., will be rather different.

A key consideration is how to set the 
value of a claim for infringement. 
There are guidelines, which suggest 
that calculation should be simple, 
but in this case ‘simple’ is a relative 
term. The hope is that by referring 
to an appropriate licence fee, 
(which the UPC Committee consider 
is a common methodology for 
assessment of damages) a trusted 
approach can be found. There is 
also a note stating that the value of 
the claim should have regard to the 
value of the remedies. With respect 
to placing a value on an injunctive 
remedy, the guidelines suggest that 
this should be by reference to a 
royalty rate, although this is likely to 
yield a lower result than assessment 
by reference to an account of profit. 
An account of profit is also a more 
realistic representation of a product 
being pulled from the market.  

Another aspect which comes into 
play when assessing the value of a 
claim is that a higher value results in a 
higher fee payable, but also a higher 
cap on recoverable costs (discussed 
further below). So whilst we now 
have a clearer picture of costs, and 
those with past experience of patent 
litigation can do their own forecasts 
and projections, we are not at a 
settled view of total costs. 

Recoverable costs
• The general rule is the winner 

recovers ‘reasonable and 
proportionate costs’ from the 
unsuccessful party.



usual approach of offering to arrange 
mediation between the parties.

What about the UK – will 
we be ready?
Both Houses of Parliament have 
now debated and approved the draft 
statutory instrument; 'The Patents 
(European Patent with Unitary Effect 
and Unified Patent Court) Order 
2016'. This Statutory Instrument (SI) 
is one of two SIs required for the UK 
to ratify the UPC Agreement. This SI 
will come into force as and when the 
UPC Agreement comes into force. The 
UPC Agreement and EU legislation on 
the Unitary patent will be given effect 
by amendments to the UK Patents 
Act 1977. The other SI required 
will endorse the UPC Protocol on 
Privileges and Immunities. That 
Protocol has now been agreed by the 
Committee and work will begin to 
prepare a draft. The UK is on target 
for ratification by mid-2016, and 
ready for an early 2017 opening of the 
Court. So, subject to our referendum, 
the Government will be ready for the 
new court.

Now the question to ask is – are you 
ready?

James Tumbridge
jtumbridge@vennershipley.co.uk

Kate Woolhouse
kwoolhouse@vennershipley.co.uk

• Maximum recoverable costs are 
capped depending on value of 
claim. The maximum cap is  
€2 million for cases valued at over 
€50 million.

• However, parties can request 
to lower the cap where costs 
recoverability may threaten the 
existence of a company.

• Provisions also exist to raise the 
ceiling where the case is particularly 
complex. 

So a major question is how you show 
the costs will ‘threaten the existence’ 
of the company. Potentially, this is 
a troublesome hurdle depending 
on whether such a request and 
submission and the evidence in 
support is public. How comfortable 
will any business be in telling the 
world that their business couldn’t 
cope with such costs? This may be 
especially unwelcome if they have to 
evidence their position, and therefore 
tell the world about their costs and 
profitability.

Recoverable costs are totally 
influenced by the value assessment. 
Consequently, both infringement and 
revocation actions are subject to an 
assessment of value for the purpose 
of determining the recoverable costs 
cap. For revocation actions, it has 
been suggested that this is based on 
the value of the patent, but guidance 
is lacking as to how this is calculated. 
In the event it is not possible to assess 
the value of the patent, it can be given 
a value by reference to a licence fee for 
the remaining lifetime of the patent or 
by taking the value of the infringement 
claim and adding up to 50%. All of 
which means there is still much work 
to do in assessing true costs.

The Rules allow for the caps on 
recoverable costs to be raised by up 
to 50% for cases valued up to €1m, 
25% for cases valued from €1m - 
€50m and up to €5m in cases valued 
at over €50m. The Court may allow 
such increases in particularly complex 
cases, or those which are multilingual. 
Although the winning party may 
welcome such provisions, they also 
raise uncertainty as to the losing 
party’s ultimate liability for costs. 

Provisions to lower the costs cap 
for SMEs, non-profit organisations, 
academic institutions or natural 
persons protects them from the costs 
consequences of litigation, or so we 
are told. The real question though 
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“How comfortable will any business be in 
telling the world that their business couldn’t 
cope with such costs?

”
is what that will mean in practice. 
Some are also worried that this may 
encourage a stalking horse approach, 
having small entities issuing claims in 
reliance on this as protection from the 
higher levels of the other side’s costs. 

In the same way that one fee is paid 
per action, irrespective of the number 
of parties or patents concerned, the 
costs cap also applies per action. So it 
could be envisaged that strategically 
a party may choose to bring several 
actions, in the hope of taking 
advantage of costs recovery in more 
than one claim, even if it would be 
sensible for such claims to be heard 
together. 

It’s not all costs though….
Other key matters which have been 
addressed since the New Year 
include an important step toward 
establishing the judiciary. The judicial 
salaries for full-time UPC judges have 
been decided: The net salary for a 
judge in the Court of First Instance 
has been set at €11,000 per month 
(€132,000 per annum). Judges in the 
Court of Appeal will earn €12,000 
per month (€144,000 per annum). So 
now we wait to see if that is enough 
to attract experienced judges or not? 
These figures do not compare well to 
existing salaries for some judges in 
some countries, and if those judges 
have to move or travel to places 
far from home, will this be enough 
to attract them? Only time will tell, 
but these numbers do not compare 
favourably to the salary of an English 
High Court judge of circa £183,000.

The Committee has also published 
a draft of the UPC Mediation Rules. 
These rules govern mediation 
proceedings in the Patent Mediation 
and Arbitration Centre, which will 
provide facilities and support for the 
settlement of disputes relating to 
patents over which the Unified Patent 
Court has exclusive jurisdiction. The 
Centre will be based in Ljubljana and 
Lisbon. However, as yet we do not 
know who will be available to mediate 
or what incentives there will be for 
using that scheme, as opposed to the 
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