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A word from the editor
This issue we are very pleased to welcome three new starters Birgit Clark, 
Magda Dineva and Catrin Petty. Birgit joins our trade mark team as a partner. 
She has a wealth of experience and is a regular blogger on IP matters, 
contributing to the MARQUES Class 46 and IPKat blogs. Birgit has an article, 
on the risk of trade mark genericide, following the Kornspitz case, on pages 14 
and 15.

Magda joins our Cambridge office and Catrin joins our new office at the Surrey 
Science Park – see page 19 for more details.

In our cover article this issue, Jonathan Bancroft discusses the role that patents have played in 
the aviation industry. Flying and aviation in general are particular interests of Jonathan, and I 
think it is fair to say that this enthusiasm is evident from his article. 

Cycling is a passion of Robin Plowman, and his article on pages 30 and 31 reflects this. As Robin 
mentions, it will be interesting to see how future professional cycling rule changes may affect 
patent filings in this area.

Matthew Colonna discusses the upcoming UK criminal provisions for registered design 
infringement on pages 6 and 7. Venner Shipley has recently become a Legal Affiliate of Anti 
Copying in Design (A©ID), and the new tools available to registered design holders mean that 
registering designs is more powerful than ever. Also regarding registered designs, Alex Brown 
discusses the implications of the recent Trunki children’s ride-on suitcase Court of Appeal case 
on pages 12 and 13.

In terms of legal updates, on pages 22, 23 and 24, Matthew Handley provides a review in light 
of recent CJEU decisions and, on pages 4 and 5, Jonathan Bancroft (who has had a busy month) 
provides an update on protecting GUIs in Europe.  

Other notable articles include David Birchall’s on counterfeits (pages 16 and 17), Kirwin Lee’s 
review of the recent trends in EPO filings (pages 25 to 27), and Ian Grey’s article on the Patent 
Box (pages 20 and 21).

As always, if you have any queries regarding any of the articles in this issue, please feel free to 
contact me or the authors at any time.

Simon Taor
Partner

About Venner Shipley:

Venner Shipley is a leading firm of European patent 
and trade mark attorneys, representing a broad 
range of clients including major domestic and 
international corporations, SMEs, universities and 
individual inventors.

We are ranked among the best firms in both patents 
and trade marks by the Legal 500, Chambers 
Directory and Managing Intellectual Property 
Magazine and we pride ourselves on our high 
standards of service and quality.
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Continuing the positive trends seen in the case law 
discussed in the article by Rob Cork and David Paton 
in the Winter 2013 edition of Inside IP, the EPO 
has further clarified its stance on Graphical User 
Interfaces (GUIs). 

To recap, historically, GUIs were 
regularly regarded as a presentation of 
information by the EPO, which as per 
Article 52(2)(d) EPC is not allowable 
subject matter. The EPO relaxed its 
stance somewhat in the rulings of 
cases EP0,844,580 (regarding video 
games) and EP1,209,651 (regarding 
three-dimensional icons). Obtaining 
protection for GUIs in Europe may have 
just become somewhat easier thanks 
to the Board of Appeal decision of 
T0781/10. 

The subject matter of T0781/10 related 
to the selection of content via icons in a 
user interface. In more detail it related 
to a portable device providing menu 
icons, where the icons were displayed 
over a background image displayed 
on a screen. Each icon was selectable 
by moving a 'focus' using a direction 
button, and the claim was characterised 
by the feature of:

“the background screen management 
unit is configured to change a view 
point of the background screen when 
the focus is moved, in accordance 
with a direction in which the focus is 
moved”.

In the Reasons for the Decision, 
the Board of Appeal held that the 
underlying objective problem to be 
solved was “to increase the user's 
awareness of the currently selected 
menu hierarchy, and thereby to 
achieve a more effective man-machine 
interface.” The solution provided by 
claim 1 in T0781/10 was found to 
provide a technical contribution over 
the prior art in part because of the 
resulting “emphasizing effect enhancing 
the precision of the input device”.

Whilst it was the user’s interpretation 
of the information on the screen that 
resulted in their improved awareness, or 

change in view point, basing this change 
in view point on change in direction 
information (linked to the movement 
of the focus between icons) was said 
to be technical and contributed to the 
improved awareness. Therefore, the 
features relating to changing the view 
point of a background image were said 
to be more than a mere presentation of 
information.

Of course this case was decided on its 
facts, and T-decisions are not binding 
on the EPO, but the legal principles set 
out in this Board of Appeal decision 
do open the door to arguing that the 
manipulation of a displayed image is 
technical simply by virtue of the way in 
which the manipulation came about. 
The decision in T0781/10 could be 
applied as a test, as follows: 

• Is a human interacting with a device? 

• Is this interaction quantifiably 
measured? 

• Does the value of this measurement 
form the basis for the device 
performing an action, such as 
changing an image on the display?

T0781/10 accepts that there does not 
need to be a continuous interaction 
between the person and the device 
for the GUI to be considered a man-
machine interface. If such an interaction 
resulted in T0781/10 being decided as 
being more than a mere presentation of 
information, then the same can be said 
of many GUIs.

In other words, the EPO has been 
shown to consider the claimed means 
by which an image on a GUI came to 
be displayed or changed, rather than 
merely considering the form of the 
image that is being displayed. In the 
case of T0781/10, the EPO decided that 
“the background screen management 
unit is configured to change a view 
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point of the background screen, when 
the focus is moved, in accordance 
with a direction in which the focus is 
moved" was allowed to contribute to the 
inventive step because the view point is 
changed based on the direction in which 
the focus was moved.

The EPO Guidelines for Examination 
provide further guidance on this issue in 
Part G-II 3.7. Here, the Guidelines state: 
“A feature relating to a presentation 
of information defined solely by the 
content of the information does not 
have a technical character”. Therefore, it 
must be argued that the features of the 
characterising portion are not related 
solely to the content of the information 
being presented, but related to how 
the information is presented, and in 
response to what stimulus. T0781/10 
makes clear that this burden is no 
longer as high as it once was.

In agreement with the above case law, 
the EPO Guidelines for Examination 
further state, in G-II 3.7.1, that:

“ … the colour, shape, size,  
layout or arrangement of  
items on the screen is  
usually not a technical  
aspect of a graphical  

“The decision in T0781/10 could be applied 
as a test, as follows: 
• Is a human interacting with a device? 
• Is this interaction quantifiably measured? 
• Does the value of this measurement form 

the basis for the device performing an 
action, such as changing an image on the 
display? ”

user interface. … However, when 
these features are combined with 
interaction steps …. the examiner must 
check whether they are necessary for 
achieving a particular technical effect, 
for example by enhancing the precision 
of an input device. The technical effect 
achieved might be a more efficient man-
machine interface.”

In conclusion, if you can argue that an 
image which is part of a GUI is changed 
by technical means, for example by a 
detection of a user interaction  

with the device, there is perhaps now 
a better chance that you will be able 
to obtain patent protection in Europe 
for that GUI. There is still weight in 
arguing that an invention improves a 
man-machine interface, and T0781/10 
shows that an interaction does not need 
to be continuous for the feature to be 
considered a man-machine interface. 
The argument is further strengthened 
if it can be shown that the arrangement 
of the GUI display has a technical effect 
which is not realised solely by a mental 
act of the user.

Jonathan Bancroft
jbancroft@vennershipley.co.uk
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The proposed 
criminalisation of 
registered design 
infringement
At the beginning of April the Intellectual Property 
Bill was approved by the House of Lords and now 
only requires Royal Assent to become law. The design 
community should therefore be paying particularly 
close attention to the proposed criminalisation of 
registered design infringement set out in clause 13.

The UK's legal system can be divided 
into the categories of criminal law and 
civil law. Criminal law concerns crimes 
and their punishment, while civil 
law deals with non-criminal disputes 
between persons or entities. Civil 
proceedings can be brought against 
a defendant by any party affected by 
the actions of the defendant, while 
criminal proceedings are brought by 
the police or the Crown Prosecution 
Service (CPS); only in rare cases can 
criminal proceedings be brought by an 
individual.

Under UK law, owners of copyright 
and trade mark rights may bring civil 
proceedings against any party that 
infringes their rights. Additionally, 
deliberate infringement of copyright 
or trade mark rights on a commercial 
scale are criminal offences under 
the Copyright, Designs and Patents 
Act 1988 and the Trade Marks Act 
1994 respectively. The criminal 
infringement of copyright and trade 
mark rights is often linked with piracy 
and counterfeiting. Importantly, an 
infringing party may be criminally 
prosecuted without action being taken 
by the owner of the rights. 

Holders of infringed registered design 
rights may currently bring civil 
proceedings against infringers, which 

can allow them to claim relief including 
damages, injunctions and account of 
profits. However, a criminal offence for 
registered design infringement does not 
currently exist in the UK. 

Under the current proposals for Clause 
13, intentional infringement of a 
registered UK or EU Registered Design 
could be made a criminal offence in 
the UK, punishable by up to ten years 
imprisonment and an unlimited fine. 
Is such a major change to Intellectual 
Property Law for designs necessary? 
And will it actually benefit those it sets 
out to protect?

Following the findings in the 
Hargreaves Review of Intellectual 
Property and Growth commissioned 
by Prime Minister David Cameron 
and published in May 2011, the UK 
Intellectual Property Office (IPO) 
undertook research into whether the 
current intellectual property framework 
for design rights was meeting the needs 
of businesses. According to the IPO, 
the consultation identified a desire 
among design rights holders for the 
criminalisation of registered design 
infringement. 

The IPO put forward three key 
arguments for the criminalisation of 
registered design infringement, namely 

to act as a deterrent in order to reduce 
the scale of infringement, to increase 
the protection offered to proprietors 
of registered designs, and to better 
reprimand those who deliberately 
infringe design rights. Following on 
from the consultation, the Intellectual 
Property Bill was introduced to the UK 
Parliament, with Clause 13 setting out 
the criminalisation of registered design 
infringement. The measures introduced 
by Clause 13 have garnered much 
support from design organisations such 
as A©ID (Anti Copying In Design), 
while the IP Federation and Chartered 
Institute of Patent Attorneys appear to 
have stood against the criminalisation.

In summary, Clause 13 will make 
it a criminal offence in the UK if, 
in the course of business, a person 
intentionally copies a registered design 
so as to make a product either exactly to 
that design, or with features that differ 
only in immaterial details from that 
design. The person must do so without 
consent of the registered proprietor 

“Clause 13 will make  
it a criminal offence in 
the UK if, in the course 
of business, a person 
intentionally copies a 
registered design so 
as to make a product 
either exactly to 
that design, or with 
features that differ 
only in immaterial 
details from that 
design. ”
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lest a court take a wide interpretation 
of the “immaterial details” stipulation. 
Furthermore, designers may 
increasingly resort to seeking a legal 
opinion on whether their design indeed 
consists of “features that differ only 
in immaterial details” to a registered 
design. Such legal opinions would be 
an unwelcome expense to the smaller 
business. With the UK Government 
increasingly appreciating design as an 
important export, any measures that 
suppress the ambition of designers 
would surely be undesirable. 

Another point that requires serious 
discussion is whether a criminal court 
actually constitutes a suitable forum in 
which to dispute design infringement. It 
is arguable whether criminal judges and 
juries with presumably little knowledge 
of design law are in a suitable position 
to decide over what could potentially be 
complex design cases. This is in contrast 
with civil proceedings for design 
infringement in England and Wales, 
which are brought before either the 
Intellectual Property Enterprise Court 
(IPEC) – a specialist court which deals 
only with IP cases and is presided over 
by an IP judge – or before specialist 
judges at the High Court. As discussed 
earlier, deciding whether copying of 
a design was intentional could prove 
a difficult decision to make, and such 
a decision will be all the more serious 
when a criminal conviction is at stake.

With parties on both sides of the 
criminalisation argument claiming 
to represent the needs of the design 
underdogs, it will be interesting to 
see whether design rights holders, 
particularly SMEs, will actually feel the 
benefit of criminalisation, or whether 
Clause 13 will prove unlucky for some.

Matt Colonna
mcolonna@vennershipley.co.uk

criminal prosecution will generally be 
out of the hands of the rights holder, 
there may be a challenge in persuading 
the police or CPS to take action in the 
first place. The burden of proof will also 
be higher for criminal cases since the 
defendant must be proven guilty beyond 
all reasonable doubt, rather than just on 
balance of probabilities as required for 
a civil case.

Those in favour of criminalisation 
have often argued that introducing a 
criminal offence would level the playing 
field between small and large design 
enterprises. Civil litigation is often not 
seen as a practical remedy by smaller 
designers due to the prohibitively high 
costs involved. The result is that SMEs 
may be reluctant to pursue larger 
businesses that infringe their design 
rights. It is possible that larger design 
companies may have used this to their 
advantage, brazenly copying the most 
popular designs from SMEs in the belief 
that a lawsuit would be too financially 
risky for the SME or, at worst, that the 
employees at the larger company could 
hide behind their company’s liability. 
The introduction of a criminal offence 
would certainly remove a lot of the 
financial burden from the SMEs in 
asserting their rights. Additionally, the 
prospect of a criminal conviction may 
well make companies of all sizes think 
twice before intentionally infringing.

Whilst many groups arguing in favour 
of the bill claim that it will help SMEs, 
those opposing the move believe that it 
could in fact have the opposite effect. 
Criminalisation may offer smaller rights 
holders a powerful tool in combating 
infringement of their own rights, but 
it also opens them up to the fear that 
they themselves may be subject to 
prosecution, with the very serious threat 
of imprisonment and a criminal record. 
Designers will often take legitimate 
inspiration from the works of others. 
While the proposed law attempts 
to criminalise only exact copying or 
copying with “features that differ only 
in immaterial details” from a design, the 
manner in which “immaterial details” 
will be interpreted by the courts is not 
entirely clear. Designers may be afraid 
to take inspiration from existing designs 

and while knowing, or having reason to 
believe, that the design is a registered 
design. It will also be an offence for 
a person to offer, put on the market, 
import, export or use the product, 
or stock it for one or more of those 
purposes.

The stipulation that the copying must be 
intentional was only a recent addition 
to the Clause, amended during the Bill’s 
passing through Parliament. While 
there may be difficulties in proving 
intent on the part of the accused, it 
was ultimately held to be unreasonable 
for someone to be subject to criminal 
penalties merely for not knowing they 
were infringing a registered design. 
It remains to be seen exactly how the 
scope of the word “intentional” will be 
construed by the courts.

While the current bill no doubt provides 
a significant new tool for prosecuting 
deliberate infringers of registered 
design rights, there are some supporters 
of criminalisation who have argued 
that the bill does not go far enough 
and that it should also be extended 
to cover unregistered designs. The 
foundation for this argument is that 
only a fraction of designs are registered, 
and that the majority of small and 
medium enterprises (SMEs) instead 
rely on unregistered design rights to 
protect their works. However, after 
deliberation in the Commons, it seems 
that extension of the clause to cover 
unregistered designs is unlikely. An 
important factor is that unregistered 
designs, by their very nature, are not 
logged on any official register and 
therefore it is much more difficult for 
possible infringers to be aware of their 
presence. 

Since design infringement under 
Clause 13 will be a criminal offence, 
proceedings may be brought by the CPS 
or police without input from the rights 
holder. However, as is apparent for 
copyright and trade mark infringement, 
it is doubtful that the police or CPS will 
be actively monitoring the infringement 
of rights. It will therefore likely be up to 
the rights holder to notify the relevant 
authority of the criminal infringement. 
Since the ultimate decision to bring a 
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Flying through 
the ages

In this centennial year of commercial air travel, it 
seems fitting that in this edition of Inside IP we discuss 
some of the patents that have affected the industry. 

The Wright brothers made their famous 
first heavier-than-air powered flight on 
17 December 1903, however, the first 
paying passenger was not carried until 
1 January 1914. Tony Jannus was the 
pilot for this historical event, flying a 
Benoist XIV the 21 miles between St. 
Petersburg, FL. and Tampa, FL. His one 
paying passenger, Abram Pheil, won an 
auction with a bid of $400 for the trip 
(around £3,000 in today’s money). 

Today, approximately 52 commercial 
flights take off every minute, according 
to the International Air Transport 
Association (IATA). In 2013, IATA 
estimated the commercial aviation 
industry to be worth US$12.9 billion, 
and it allowed 3.1 billion passengers to 
reach their destinations. IATA predicts 
that this number will rise to 3.6 billion 
passengers by 2016. 

Airbus and Boeing dominate the civilian 
aircraft manufacturing market, and 
each own large patent portfolios. This 
demonstrates that patents continue to 
play a prominent role in the industry. 

Patent Wars
In the pioneering days of aviation, the 
industry was dominated by the Wright 
Company, which was owned by brothers 
Orville and Wilbur, and the Curtiss 

Company, which was owned by Glenn 
Curtiss. These were the Airbus and 
Boeing of their day. Both companies 
began developing patent portfolios, and 
the Wright brothers were militant in the 
defence of their patents. 

During their famous experiments of 
1902, the Wright brothers succeeded 
in controlling an unpowered glider 
in all three axes of flight: pitch, roll 
and yaw. Simultaneously, wing-
warping was used to control roll; a 
rear rudder was used to control yaw; 
and a front-mounted elevator was 
used to control pitch. In March 1903 
the Wright brothers requested grant 
of a patent for this technique, having 
drafted the application themselves. 
The application was subsequently 
rejected by the USPTO because the 
examiners believed that it related to “a 
device that is inoperative or incapable 
of performing its intended function”. 
In other words, the application lacked 
sufficient detail for the invention to be 
put into effect. This owes to the Wright 
brothers’ initial paranoia and desire to 
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“this is a classic 
example of the 
patent attorney’s 
broad claim wording 
and foresight 
adding value to the 
application, rather 
than invention by the 
Wright Brothers

”

Patent pools
As explained, the patent war effectively 
blocked the building of new aircraft in 
the U.S. by the Wright brothers being 
preoccupied with litigation and the 
remaining companies being unable to 
get around the Flying Machine patent. 
However, advanced military aircraft 
were desperately needed for the United 
States’ entry into World War I. Franklin 
D. Roosevelt, then Assistant Secretary 
of the Navy, was requested by the U.S. 
Government to form a committee to 
formulate solutions to the problem. 
The committee’s recommendation was 
for the Government to pressure the 
industry into forming a cross-licensing 
organization called the Manufacturers 
Aircraft Association – widely regarded 
as the world’s first patent pool. This 
forced the Wright Company and the 
Curtiss Company to cooperate.

whom they had licensed their patent. 
The Wright brothers therefore garnered 
a very negative reputation within the 
industry and throughout a frustrated 
U.S. Government, and it was quipped 
that if someone jumped in the air and 
waved his arms, the Wright brothers 
would sue.

The Wrights brothers' preoccupation 
with litigation hindered their company’s 
development of new aircraft designs, 
and by 1910 Wright Company aircraft 
designs were inferior to those made 
by European firms. Furthermore, 
fear of litigation stemming from the 
Wright brothers’ Flying Machine patent 
resulted in the suppression of aviation 
development by companies across the 
United States. Indeed, development 
was suppressed to such an extent that 
when the United States entered World 
War I no acceptable American-designed 
aircraft were available, and U.S. forces 
were compelled to purchase French 
designs.

Wilbur Wright died in May 1912 and 
Orville sold his interest in the Wright 
Company to a group of New York 
financiers in October 1915, subsequently 
retiring from the business. The Wright 
Company never renewed the litigation 
against Curtis and, effectively, the 
"patent war" had come to an end by 1918.

keep their designs secret by revealing as 
little as possible about how their aircraft 
worked. However, they tried again 
in early 1904 with the assistance of a 
patent attorney and on 22 May 1906 
they were granted U.S. Patent 821,393 
for a "Flying Machine".

The patent covered a variety of methods 
of controlling a flying machine, 
powered or not. Of particular note was 
that the patent claimed adjusting the 
outer portions of a flying machine's 
wings to different angles in order to 
achieve lateral roll control. In other 
words, in addition to wing-warping, 
the patent covered ailerons (see 
explanation above), which are now an 
almost universal feature of aeroplane 
designs from Boeing 747 ‘Jumbo Jets’ 
to General Dynamics F-16 Fighting 
Falcons. 

The Wright brothers had never 
experimented with ailerons prior 
to the filing of the Flying Machine 
patent (at least, if they had, they never 
admitted to it), nor are ailerons shown 
in the drawings or mentioned in the 
description of the Flying Machine 
patent. This is a classic example of the 
patent attorney’s broad claim wording 
and foresight adding value to the 
application, rather than invention by 
the Wright brothers. This interpretation 
of the claims was confirmed in a four-
year lawsuit won against Glenn Curtiss 
in 1913, who used ailerons to control 
roll and refused to pay license fees to 
the Wright brothers. The decision was 
appealed, but in January 1914 a U.S. 
Circuit Court of Appeals upheld the 
verdict in favour of the Wright brothers. 
The Curtiss Company continued to 
avoid paying penalties through legal 
tactics until the patent war ended with 
the Wright brothers leaving the aircraft 
business.

In addition to their wrangling with 
domestic companies, the Wright 
brothers also sued foreign aviators 
who flew at U.S. exhibitions and sued 
in Europe through the companies to 

An aileron is a hinged flight control surface usually attached to the trailing 
edge of each wing of a fixed-wing aircraft. Ailerons are used in pairs to control 
the aircraft in roll, or movement around the aircraft's longitudinal axis, which 
normally results in a change in heading due to the tilting of the lift vector. A 
lowered aileron increases the camber of a wing, which results in greater lift 
being generated by that wing. Conversely, a raised aileron disrupts the air flow 
over a wing and hence reduces the lift generated by that wing. Therefore, the 
aircraft in this image will roll to the right.  

Somewhat ironically, in 1868 (38 years 
before the Wright brothers’ patent was 
granted, and 35 years before the first 
powered flight), the English inventor 
Matthew Piers Watt Boulton was 
awarded a UK patent (No. 392) for 
ailerons. The concept was not tested on 
an aircraft before the era of the patent 
war, and it became lost and forgotten 
until that time. Boulton’s aileron system 
was to be actuated by either a hand 
operated control or by an automatic 
pendulum control device (the latter 
being depicted on the patent's drawing 
sheet, below). Therefore, it has been 
suggested that the Wright brothers’ 
patent for a flying machine may have 
been devoid of novelty, and hence 
invalid, from the outset.
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All aircraft manufacturers in the U.S. 
were required to join the association. 
Each manufacturer was required to 
pay a comparatively small fee for each 
aircraft that they manufactured. Of 
each fee, a large fraction would go to 
the Wright Company (later the Wright-
Martin Company) and the Curtiss 
Company, until their respective patents 
expired. 

The Manufacturers Aircraft Association 
was challenged on grounds of antitrust 
by the Department of Justice in 1972, 
and eventually dismantled in 1975.

Since the Manufacturers Aircraft 
Association, patent pools have been 
used throughout a variety of industries, 
and are still used to this day. While it 
is rare for a patent pool to indemnify 
licensees, a patent pool does help to 
assure a common interest will emerge 
should one member be accused of 
infringement by a third party.

Into the jet age
In 1928, Frank Whittle, then a 22 
year old officer cadet at RAF College 
Cranwell, submitted his ideas for a 
jet engine to his superiors. Whittle 
continued to develop his ideas and on 16 
January 1930 submitted his first patent 
application, which granted in April 1931 
(No. 347,206). Whilst the RAF was very 
supportive of Whittle’s project, giving 
him special dispensation to work on 
it, the Air Ministry could not see the 
value in the idea. As a result, Whittle 
was forced to allow his patent to lapse 
in January 1934 after finding himself 
unable to pay the £5 renewal fee. 

Whilst the published patent went 
ignored by the Air Ministry, copies were 
obtained by all European countries and 
the USSR. UK development stagnated 
due to Whittle’s inability to obtain 
funding, whereas German jet engine 
development flourished thanks, in no 
small part, to the teachings of Whittle’s 
patent. Leading the German charge was 

Hans von Ohain, who conducted his 
experiments in secret and had a flying 
prototype by September 1937. As he was 
the first to successfully use a jet engine 
to power an aircraft, von Ohain is now 
generally recognised (outside the UK) as 
a co-inventor of the jet engine.

Eventually, Whittle was approached 
by two ex-RAF officers with a proposal 
to set up a company to develop his 
design. Together, they created Power 
Jets Ltd. Although the original patent 
was irretrievable, Whittle had several 
ideas for improvements over his 
original design, and he filed many 
more applications from 1936 onwards 
with the financial backing of Power 
Jets, including patent applications 
for axial configurations, centrifugal 
configurations, and afterburning.

On 12 April 1937, Power Jets was 
able to complete a working prototype 
of Whittle’s latest design, having a 
centrifugal compressor and axial 
flow turbine. This awakened the Air 
Ministry’s interests slightly, and they 
signed a contract worth £6,000 to 
develop a flyable version. However, 
the Air Ministry remained focussed on 
perfecting existing piston engine designs. 

It was not until 1939 that the Air 
Ministry fully realised the potential of 
the jet engine. In 1941, a Gloster E28 
took off with a Whittle engine inside 
it – 13 years after he had first had the 
idea. Historians agree that the British 
jet-powered fighters of World War II, 
the Gloster Meteor and de Havilland 
Vampire, were far superior to their 
German counterpart, the Messerschmitt 
Me262, in terms of reliability. 

Suffering from nervous exhaustion, 
Whittle retired from the RAF in 1948. 
He left with the consolation of a 
knighthood and a tax-free thank you of 
£100,000 from the UK Government, a 
pittance compared to the value of the 
industry he had a hand in creating.

Present day
The United Kingdom has continued to 
play a major role in the development 
of aviation technology, with companies 
such as British Aerospace, Rolls 
Royce, Avro, Hawker Siddeley and de 
Havilland leading the way. Indeed, the 
world’s first jet-powered airliner was the 
British made de Havilland Comet which 
entered service in 1952. Many of these, 
and other companies, have now been 
consumed by large consortiums such as 
BAe Systems and the Airbus Group. 

However, smaller independent 
companies are now emerging again, 
such as Reaction Engines Ltd., which 
is developing the first single-stage-to-
orbit ‘spaceplane’, Skylon. Skylon will 
use Reaction Engines’ hybrid rocket/
jet engine, designed by Alan Bond and 
said to be the greatest technological 
achievement in aviation since the 
jet engine. In order to prevent other 
companies from developing their ideas 
whilst they tried to obtain funding to 
make a prototype, as happened with 
Whittle, Reaction Engines have chosen 
to use trade secrets, rather than patents, 
to protect their engine technology.

In the more contemporary arena of 
commercial air travel, due to ever 
increasing noise restrictions it is 
unsurprising that Airbus and Boeing 
are now building patent portfolios for 
aircraft designs with a focus on reducing 
noise pollution. These designs include 
mounting the engines above the wings 
or above the fuselage, so that the wings 
or fuselage act as a shield between the 
exhausts and the ground (see image 
above). Patents are also being filed 
for new lightweight materials and 
structural components, along with 
drag-reducing features such as winglet 
designs. Therefore, patents continue to 
play a key role in the development of 
commercial aircraft. 

Jonathan Bancroft
jbancroft@vennershipley.co.ukFrank Whittle's patent drawing



EPO’s Patent 
Translate Service 
Completed
Patent Translate is a freely available machine 
translation service provided by the EPO. Accessible 
through the EPO’s online searching database 
Espacenet, it provides translations of patent 
documents from and into English.

The service has been expanding since 
its initial launch in February 2012 and 
now that the service is complete it can 
provide translations for all the official 
languages of the EPO’s 38 member 
states plus Chinese, Japanese, Korean 
and Russian. In addition it is possible 
to translate from and into French and 
German for 27 of these languages. 

The service is a collaboration between 
the EPO and Google. Under the 
agreement the EPO, in cooperation with 

the national patent offices in its member 
states and other patent offices, has 
provided Google with millions of human 
translated patent documents. These 
documents have been used to improve 
the translation engine’s ability to handle 
the format and subject matter of patent 
documents. 

The EPO provides no guarantee of 
the accuracy of the translations and 
states that the service "should give 
you the essence of a patent or patent-

related document". Nevertheless the 
service is a useful and convenient way 
to gauge the content and relevance of 
a foreign language patent document 
without incurring the cost of a human 
translation. 

For more information about Patent 
Translate visit: http://www.epo.org/
searching/free/patent-translate.html

Ruth Shelton 
rshelton@vennershipley.co.uk
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Trunki loses 
in appeal 
against  
RCD 
infringement 
decision

The manufacturers of the popular Trunki children’s 
ride-on suitcase have recently lost out at the Court 
of Appeal where a maker of copy-cat ride-on cases 
appealed and successfully overturned a first-
instance decision that their copies infringed Trunki’s 
Registered Community Design
There are important lessons to be 
learned from the appeal decision 
for applicants and practitioners 
alike, questions of how Registered 
Community Design (RCD) infringement 
is to be assessed, and some previous 
assumptions on the scope of RCDs 
questioned.

Background
The Trunki suitcase will be well known 
to parents of young children, with an 
estimated 20% of 3 – 6 year olds in the 
UK owning a Trunki case. For those not 
in the know, the Trunki case is a small 
clam-shell style case with wheels which 
is designed for small children to be able 
to ride on. They are available in a range 
of brightly-coloured designs including, 
in particular, various animals.

The Trunki case found fame as a 
product the Dragons decided not to 
invest in, in the UK TV series Dragons’ 
Den. Yet it went on to become a huge 
British design success story for its 
producer and designer, Magmatic 
Limited. One criticism the Dragons 
levelled at the product was that it was 
too easy to copy.

Magmatic applied for a RCD for the 
Trunki case in June 2003. The RCD was 
based on gray-scale design renderings of 
an early model Trunki case, and a figure 
from the RCD is shown below:

The first instance decision
Given the commercial success of the 
Trunki case, it was somewhat inevitable 
that a copy-cat product would appear 
on the market sooner or later. One of 
these was the “Kiddee Case” which was 
imported and sold by PMS International 
Limited, and the design of the Kiddee 
Case was admittedly inspired by that of 
the Trunki case.

The Kiddee Case was similarly available 
in a range of designs, including a tiger 
and a ladybird design.

Magmatic successfully sued PMS in the 
High Court for infringement of their 
RCD, and also for infringement of their 
UK unregistered design rights in various 
aspects of the Trunki case. (See image 
above with Trunki owner Rob Law).

In finding in favour of Magmatic, the 
judge concluded that the Kiddie Case 
produced the same overall impression 
as the RCD, including “slimmer, 
sculpted…appearance,…and horn-like 
handles and clasps looking like the nose 
and tail of an animal”.

The judge also made some interesting 
comments on the scope of protection 
of the RCD, stating that since the RCD 
was a substantial departure from the 
existing design corpus, and that the 
designer had considerable design 
freedom in coming up with the Trunki 
design, the RCD should be entitled to a 
broad scope of protection.

In addition, the judge stated that since 
the RCD did not show any graphical 
designs on the surface of the Trunki 
case, the scope of the RCD is only for the 
shape of the case and so a comparison 
should only be made with the shape of 
the Kiddee Case, ignoring any graphics 
which may be present.

It was also confirmed that since the RCD 
did not include a view of the underside 
of the Trunki case, then features of the 
bottom side of each case should not be 
considered in the comparisons between 
the RCD and the Kiddee Case.
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“it is important 
to note that any 
contrast in shading 
on greyscale RCD 
drawings may be 
limiting to the scope 
of protection ”

impression to that of a horned animal 
given by the RCD. The ladybird Kiddee 
Case included two-tone colouring of the 
body with spots on its flanks and the 
handles clearly resembled antennae, 
whereas the tiger version had stripes 
on its flanks, whiskers either side of its 
nose and the handles clearly resembled 
ears. In addition, the appeal judge 
pointed out some further distinguishing 
features of the Kiddee Cases, including 
their asymmetric and more rounded 
profile, and wheels covered by wheel 
arches which are not in a contrasting 
colour to the body.

In consideration of all of the above, 
the appeal judge overturned the first 
instance decision and found that 
the Kiddee Case does not infringe 
Magmatic’s RCD.

In the course of his analysis, the judge 
considered who should be taken to 
be the informed user when assessing 
overall impression. In this case, given 
the value of the product and that it 
is not something that a child would 
buy with their own pocket money, he 
expressed doubt that a child would be 
an informed user, but instead would 
only be a parent or carer.

The Court of Appeal 
decision
PMS’s appeal was based on the point 
that graphical designs on the surface 
of the Kiddee Case had been ignored 
and that only the shape of the cases 
had been considered in arriving at the 
finding of infringement of the RCD in 
the first instance. PMS contended that 
the judge had erred in this principle of 
ignoring the surface decoration of the 
alleged infringement and so it was open 
to the court of appeal to re-evaluate this 
matter, contrary to recent guidance that 
appellate courts should not concern 
themselves with findings of fact by trial 
judges, unless compelled to do so.

The appeal judge did re-evaluate this 
point and did find that the trial judge 
had erred in interpreting the scope of 
the RCD. Firstly, he confirmed that 
since the drawings of the RCD are 
shown in monochrome, the trial judge 
was correct in his assertion that the 
scope of the RCD was not limited to any 
particular colours. However, he went 
on to point out that the drawings of the 
RCD are not simple line drawings but 
show various features of the Trunki case 
in distinct colour contrast (for example, 
the darker wheels and strap against the 
lighter body of the case). Secondly, he 
stated that the drawings of the RCD 
show the Trunki case as looking like a 
horned animal with a nose and a tail 
because of its shape and because its 
flanks and front are not adorned with 
any other imagery which counteracts 
with the impression the shape creates.

In re-evaluating the overall impression 
given by the Kiddee Cases, the appeal 
judge concluded that it had been wrong 
to eliminate the surface decoration from 
consideration entirely. Firstly, although 
there are some similarities between the 
Kiddee Cases and the RCD at a general 
level, the absence of contrast in colour 
between the wheels and the case body of 
the Kiddee Cases produced a different 
overall impression to that given by the 
RCD. Secondly, the Kiddee Cases under 
analysis gave a completely different 

when considering how to represent 
their designs in RCD drawings when 
protection for the shape alone is 
required, and there may be concern 
that the appeal decision may encourage 
other copy-cat manufacturers in 
believing that RCD infringement can be 
avoided when copying existing designs 
simply by adding different surface 
graphics.

It is unrealistic to expect designers to 
register every conceivable variation 
in surface decoration of their designs. 
The advice must still be to omit surface 
decoration where many variants are 
possible, but consider also including a 
few variants showing surface decoration 
if these are of particular importance. 
The reduced official fees for second and 
subsequent designs in a single RCD 
application means that multiple-article 
RCD applications are a cost effective 
way of obtaining pan-European design 
protection for multiple designs.

Unregistered design rights remain an 
important aspect of a designer’s IP 
tool box, despite the added burden on 
a claimant to prove their design was 
copied. Aspects of surface decoration 
of a product are explicitly excluded 
from the scope of UDRs by law, and 
infringement of Magmatic’s UDRs 
was not at issue in the appeal, the first 
instance decision remaining that PMS 
copied certain features of the Trunki 
case, for which they must pay Magmatic 
compensation.
 

What next for Magmatic?
Magmatic have expressed their 
intention to appeal this latest decision 
at the Supreme Court, not only for 
protection of their own business 
but also in the interest of the other 
designers and businesses across Europe 
who invest in the development of the 
shape of their products. Designers and 
practitioners alike would be keen to see 
how this would play out. Any further 
developments in this saga will be 
reported as they occur.

Alex Brown 
abrown@vennershipley.co.uk

Lessons from the decision
The first lesson learnt from this case 
is to file your RCD using black and 
white line drawings wherever possible. 
Although the decision confirmed that 
omitting colours from RCD drawings 
will mean that colour will not be a factor 
in consideration of an alleged infringing 
article, it is important to note that any 
contrast in shading on greyscale RCD 
drawings may be limiting to the scope 
of protection. The outcome of this 
case may well have been different had 
Magmatic filed their RCD using line 
drawings.

This decision also shows that surface 
decoration may, in some cases, prove 
a distinguishing feature in assessing 
overall impression of an alleged 
infringing product, even if the RCD 
drawings intentionally omit any surface 
decoration in an attempt to not be 
limited to such. This is perhaps more 
of a controversial point than the colour 
contrast issue and will be of concern to 
RCD right holders and designers, since 
it places them in a difficult position 
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As long as a trade mark is used properly, it is likely to 
remain the exclusive property of its owner and should 
be able to retain its essential function of denoting 
trade origin. It is only once improper use of a trade 
mark starts to cause consumers to use the sign as the 
generic name of a good or service as such, that a trade 
mark is at risk of losing its distinctiveness and becoming 
vulnerable to a potential third party revocation. 

Legal background
Article 12(2)(a) Directive 2008/95 
provides that a registered trade mark 
can be revoked when it has become the 
common name for a product or service. 
This is the case, in particular "if, after 
the date on which it was registered in 
consequence of acts or inactivity of the 
proprietor, it has become the common 
name in the trade for a product 
or service in respect of which it is 
registered." 

A recent referral to the Court of Justice 
of the European Union (CJEU) from 
the Austrian Oberster Patent und 
Markensenat (Backaldrin Österreich 
The Kornspitz Company, Case C-409/12 
of 6 March 2014) addresses the 
question of trade mark 'genericism' and 
particularly focuses on the question 
as to whose view should be decisive in 
this context – that of the end consumer 
or that of the trade? This question 
can become crucial to the survival of 
a trade mark where a trade mark may 
be distinctive to an intermediary or the 
trade but where the end consumers 
regards the sign as the common name of 
a particular product or service.

Facts
Backaldrin Österreich The Kornspitz 
Company (Backaldrin) owns an Austrian 
trade mark for KORNSPITZ covering 
a wide range of foodstuff and bakery 
products in Class 30. Under this mark 
Backaldrin produces a baking mixture, 
which bakers use to make a certain 
type of crescent shaped bread roll, they 
then sell on to end-consumers without 
revealing the use of the prefabricated 

dough. Backaldrin’s competitor, 
Pfahnl Backmittel (Pfahnl), applied for 
revocation of the mark, arguing it had 
become the common ("generic") name 
for this type of bread roll.

The Austrian Trade Mark and Patent 
Office agreed with Pfahnl and revoked 
the mark holding that Austrian 
end-consumers perceived the sign 
KORNSPITZ as a type of bread roll but 
not as the trade mark of an identifiable 
company. This was at least partly due to 
the acts or inactivity of Backaldrin since 
the intermediaries (here: the bakers) 
did not inform end-consumers of the 
use of the ready-made baking mixture. 
On Backaldrin’s appeal, the Office 
accepted that the sign KORNSPITZ 
had become generic to end-consumers 
but found that it was nonetheless 
functioning as a trade mark within the 

baking trade. Referring to the CJEU's 
leading precedent on "genericism", the 
Bostongurka case (C-371/02 Björnekulla 
Fruktindustrier), the Office stressed that 
the perception of intermediaries was 
only relevant where they influenced the 
purchasing decision of the end-user, e.g. 
through a sale consultation. 

To clarify matters, the Office suspended 
its proceedings and referred the 
following three questions to the CJEU 
for a preliminary ruling:

• Has a trade mark become ‘the 
common name for a product or 
service’, where although traders 
know that the mark constitutes 
an indication of origin they do 
not generally disclose this to end 
consumers, who in turn no longer 
understand the trade mark as 
an indication of origin but as the 
common name for respective goods 
or services?

• Can the conduct of a trade mark 
proprietor be regarded as ‘inactivity’ 
if it does not require that its traders 
(here: the bakers) inform customers 
that the name is a registered trade 
mark?

• Where a trade mark has become a 
common name for end-consumers, 
but not in the trade, is it relevant 
whether end consumers have to 
use this name because there are no 
equivalent alternatives to describe 
the end product? 

The decision
In its response to question 1, the CJEU 
held that a trade mark will be liable to 
revocation in respect of a product "for 
which it is registered if, in consequence 
of acts or inactivity of the proprietor, 
that trade mark has become the 
common name for that product from 
the point of view solely of end users of 
the product". 

Explaining its reasoning, the 
CJEU, inter alia, referred to its own 
precedent in the Bostongurka case 
and emphasised that Article 12(2)(a) 
Directive addresses the situation where 

“if, after the date 
on which it was 
registered in 
consequence of 
acts or inactivity of 
the proprietor, it has 
become the common 
name in the trade for 
a product or service 
in respect of which it 
is registered.

”

KORNSPITZ or the risk of 
trade mark genericide
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the trade mark is no longer capable of 
fulfilling its function as an indication of 
origin: “Among the various functions 
of a trade mark, that function as an 
indication of origin is an essential one. 
It serves to identify the goods or services 
covered by the mark as originating from 
a particular undertaking, and thus to 
distinguish those goods or services from 
those of other undertakings".

Assessing the facts submitted by the 
Austrian Office, the judges found that 
the sign KORNSPITZ did not fulfil its 
essential function as an indication of 
origin for bread rolls, which are known 
under that sign and the trade mark 
was thus revocable. In this context, the 
judges explained that the expression "in 
the trade" in Article 12(2)(a) Directive 
did not rule out revocation where a sign 
had become commonplace only among 
consumers or end-users of a product but 
not among its producers, distributors 
or other intermediaries. The court 
further stressed that "inactivity" was a 
broad concept that covered more than 
just a failure to pursue infringers but 
also encompassed cases where a trade 
mark owner had failed to ensure that 
producers and distributors (here: the 
bakers) informed their customers of the 
trade origin of the respective product.

Regarding the second question, the 
judges took the view that a trade mark 
proprietor's conduct may be classified 
as inactivity under Article 12(2)(a) 
Directive “if a proprietor of a trade mark 
does not encourage sellers to make 
more use of that mark in marketing a 
product in respect of which the mark is 
registered”. 

Finally, in response to the third 
question, the CJEU held that the 
existence of alternative names for the 
relevant product was irrelevant when 
deciding whether or not the trade mark 
had become generic and thus revokable. 

distributors and any other persons 
permitted to use the mark are educated 
and observe some basic rules: 

• Trade marks should be differentiated 
from any accompanying text to allow 
consumers to distinguish between 
the mark and generic product names. 

• Make use of the trade mark symbols 
™ (for unregistered marks) and ® 
(for registered marks), but note that 
it is a criminal offence under section 
95 UK Trade Mark Act 1994 to falsely 
represent a mark as registered, which 
would include using the ® sign 
incorrectly. 

• Enforce correct grammatical usage 
and avoid variations such as spelling 
changes, abbreviations, etc, which 
could signal that such improper 
usage is acceptable. 

• Consider using a non-proprietary 
term or an alternative generic name 
("a Brand X computer") together 
with the mark but never use the mark 
as a verb.

• Police misuse of the mark. This 
includes sending letters of complaint 
and keeping records of all responses. 
Unless they fall under Article 10 
CTMR ("Reproduction of Community 
trade marks in dictionaries"), such 
letters may not be enforceable 
but they can assist in defending 
a revocation. However, always 
consider the potential (social media) 
consequences of any complaint.

Birgit Clark
bclark@vennershipley.co.uk

Neither the wording, nor the purpose 
of Article 12(2)(a) Directive required 
that there were equivalent linguistic 
alternatives for the respective sign 
(here: KORNSPITZ).

Comment and take away 
points
In its decision in Kornspitz, the 
CJEU provides clear guidance that it 
should be the end consumers’ view 
which is relevant when it comes to 
the question of whether a mark has 
become a generic term and is therefore 
revocable. What the decision has not 
addressed is whether the Kornspitz 
mark can be only revoked for bread 
rolls, i.e. the final product purchased 
by the end consumer, and/or also for 
the prefabricated dough, i.e. the raw 
material used by the intermediaries.  

What is clear is that trade mark 
owners, such as Backaldrin, must be 
vigilant and ensure that their brands 
are always clearly identified as trade 
marks, not only in dealings with its own 
direct customers, but also towards the 
ultimate end-consumer, and potentially 
towards potential intermediaries and 
distributors.

While the CJEU has left open how this 
may be achieved, it appears likely that 
this aspect will not only have to be 
addressed in any licence, distributor 
or franchise agreements but that trade 
mark proprietors will also have to be 
able to prove that they are enforcing 
and policing such correct usage. It is 
thus safe to assume that the Kornspitz 
decision will affect the drafting of 
licence agreements.

What else can be done? 
First and foremost, a trade mark 
owner should aim to ensure that all 
its employees, licensees, franchisees, 
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Counterfeits in 
Europe: A billion 
Euro problem
Counterfeit goods are articles which infringe 
intellectual property rights (“IPRs”) such as trade 
marks, trade names, copyright, designs, patents and 
utility models. In recent years, the trade in counterfeit 
goods has grown substantially and it affects all 
products and sectors.

Brand owners should be concerned 
about the rise of counterfeits as they 
cause economic damage through loss of 
sales. Equally importantly, counterfeits 
also cause damage to the brand's 
reputation (particularly in the luxury 
or health-care goods market) as they 
are often of inferior quality and may 
even affect the health and safety of 
consumers. 

The European Union (“EU”) is the 
largest customs authority in the 
world handling nearly 20% of all 
imports worldwide. As the European 
Commissioner for Taxation, Customs, 
Anti-fraud and Audit pointed out: 
“Customs is the EU’s first line of 
defence against fake products which 
undermine legal businesses”. The EU 
Customs authorities play a crucial role 
in stopping products which violate 
IPRs from entering the market and 
right-holders should utilise customs' 
vast resources in their on-going battle 
to combat counterfeits. The EU Anti-
Piracy Regulation (608/2013) is the 
legal basis for enforcing IPRs through 
customs and it has proven to be a highly 
effective mechanism. 

All of the statistics quoted in this article 
come from the European Commission’s 
2012 “Report on EU customs 
enforcement of intellectual property 
rights”. These statistics are the most 
recent published and the figures quoted 

in this article cover the European Union 
as a whole.

In 2012 to 2013, EU Customs initiated 
over 90,000 detention actions which 
involved just short of 40 million articles 
of suspected counterfeit goods. The 
domestic retail value (i.e. the value had 
the goods been genuine) represented 
almost 1 billion Euros. Reassuringly, in 
over 90% of the cases, the goods were 
either destroyed or a court case was 
initiated. 

In order to alert customs to counterfeits, 
increasing numbers of right-holders are 
arranging for their IPRs to be registered 
with customs authorities who then 
actively search for and seize goods 
which are suspected of infringing those 
rights as they are imported, exported or 
transhipped through the EU. 

Whilst EU customs authorities do have 
the power to act on their own initiative, 
in the published statistics actions 
based on recordals by rights holders 
represented 97% of cases, whereas 
actions by customs acting on their own 
initiative only represented 3%. It is, 
therefore, advisable to arrange for your 
IPR to be registered with customs. 

On 1 January 2014, a new European 
Union Anti-Piracy regulation entered 
into force. Whilst the core of the 
Regulation remains much the same 

as under the old law, a compulsory 
simplified procedure for destruction 
and a special procedure for small 
consignments has been introduced. 
These procedures will only be available 
to rights-holders who have recorded 
their IPRs with customs, which is 
another reason to do so.

Under the simplified destruction 
procedure, the owner, holder or 
intended recipient of the intercepted 
goods will be deemed to have consented 
to the destruction of the goods if they 
do not explicitly raise an objection 
within 10 working days. This means 
that brand owners will only have to 
intervene in cases where an objection 
is raised. In the past, several Member 
States had optionally chosen to 
introduce such a procedure and, where 
it has been available, it has proven to 
be an extremely effective enforcement 
tool. Unfortunately, in Member States 
where it was not introduced rights 
holders were forced to initiate costly, 
time consuming and cumbersome 
legal proceedings before the goods 
could be destroyed (even in situations 
where there was no objection to the 
destruction of the goods). Now that the 
simplified procedure is compulsory, this 
should no longer be necessary. 

Under the small consignment 
procedure, if the seized batch has a 
maximum weight of 2 kg or has fewer 
than three articles, customs authorities 
can destroy the counterfeit goods 
without having to contact the rights 
holder. This is welcome news as it 
makes it far simpler and cheaper to 
combat counterfeit goods sold over 
the internet which are delivered by 
post or courier. This is becoming an 
increasingly serious problem as the 
most recent statistics show that over 



www.vennershipley.co.uk

17

70% of custom detention cases last 
year concerned small consignments, 
principally consisting of fashion goods, 
audio visual equipment and medicines. 

Given the size of the EU market and the 
increase in counterfeit goods, this is a 
good time for right holders to review 
their IP enforcement strategy. Whilst 
registering your trade mark is a crucial 
first-step in brand protection, enforcing 
that right is a natural corollary. With 
the introduction of the simplified 
destruction and small consignment 
procedures by the new EU Anti-Piracy 
Regulation, we recommend that 
all right-owners file applications to 
record their IPRs with customs. It is 
particularly pertinent for trade mark 
owners to do so as the vast majority 
(over 94%) of articles detained by 
customs are suspected of infringing 
registered trade marks.

Rights-holders may record their IPRs 
on either a national or pan-European 
basis depending on their situation and 
needs. Once granted, the recordal is 
valid for one year (but may be extended 
upon request). 

If you would like your IPRs recorded 
with any customs authority contact 
David Birchall.

David Birchall
dbirchall@vennershipley.co.uk

“Customs is the EU’s first line of defence 
against fake products which undermine 
legal businesses. 

”
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New starters
Birgit Clark 

Magda Dineva Catrin Petty

Venner Shipley LLP is delighted to announce the 
appointment of Birgit Clark as a new partner in its 
Trade Marks team. 

Birgit qualified as an Attorney at Law in Germany in 2001 and subsequently 
qualified as a UK and European trade mark attorney and a solicitor in England & 
Wales. She has been specialising in trade marks and designs since 2001. 

Birgit speaks and writes extensively in the field of IP law in both English and her 
native German and is well known for her contributions to the MARQUES Class 46 
weblog on European Trade Mark Law and the IPKat blog.  

bclark@vennershipley.co.uk

Magda has joined our Cambridge team 
as a part-qualified patent attorney in the 
Chemical and Life Sciences team.

She worked in private practice from 
2010, covering a wide range of 
technologies including pharmaceutical, 
biological and chemical products, 
sequencing, antibody technologies, 
therapeutic peptides, genotyping, gene 
silencing, microarrays, diagnostic and 
medical devices, anti-viral agents, 
molecular assays, polymer compositions 
and organic light-emitting compounds 
and devices.

Her work involves patent drafting 
and prosecution, patent landscape 
analyses for freedom to operate 
and patentability, infringement risk 
assessments and due diligence. She has 
been working for clients ranging from 
individual inventors and academia to 
large multinationals.

mdineva@vennershipley.co.uk

Catrin has joined our Guildford office as 
part of the Chemical and Life Sciences 
team. Catrin studied Natural Sciences 
at the University of Cambridge where 
she specialised in Chemistry with an 
additional focus on Materials Science. 
She went on to complete a Masters 
degree which included a research 
project in the field of Supramolecular 
Chemistry.

On leaving university Catrin spent a 
year working for a large pharmaceutical 
company before joining a small firm 
of patent attorneys. She joined Venner 
Shipley in 2014 as a part qualified 
patent attorney in the Chemical and 
Life Sciences team. She has experience 
assisting in the preparation, filing and 
prosecution of a wide range of UK, 
European and International patent 
applications.

cpetty@vennershipley.co.uk



www.vennershipley.co.uk

19

We’ve opened 
a new office 
in Surrey!
As part of our continued expansion, on 3 February 
2014 we opened a new regional office located in 
the Surrey Technology Centre (STC) of the Surrey 
Research Park in Guildford.

Our team in Surrey is led by Partner 
Anton Hutter, and consists of Rob Cork, 
Catrin Petty and Tracey Emmings, who 
will be supported by colleagues in our 
other offices in London and Cambridge. 

The Surrey Research Park is located 
adjacent to Surrey University, The 
Royal Surrey County Hospital and 
Guildford Business Park, and has a large 
number of research-focused tenants.  
We are incredibly excited about the 
potential for the new office. Our new 
location conveniently places us to work 
with the numerous technology-based 
companies on the Research Park and 
the surrounding areas.

The contact details for the new office are:
  
The Surrey Technology Centre 
The Surrey Research Park 
40 Occam Road 
Guildford, Surrey, GU2 7YG

Tel: (01483) 685610
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Patent  
Box

The UK Government’s Patent Box initiative has now been in existence for a year. 
However, it is still too early to tell whether the number of patents filed by UK 
companies is on the increase and whether it is starting to encourage companies 
to innovate and develop new products and processes for which they can apply for 
patent protection.
Similar schemes introduced elsewhere, 
such as in the Netherlands, Belgium 
and Luxembourg, resulted in a 
significant rise in the number of patent 
applications filed at their national 
patent office or at the EPO compared 
to the number of filings made before 
the Patent Box came into being in 
those countries, so it is reasonable 
to expect that the number of patent 
filings made by UK companies will also 
show an increase. If the Government’s 
predictions are accurate, the scheme 
will have provided around £1.1 billion in 
tax relief by 2019. 

The UK Government introduced the 
Patent Box tax-relief scheme with 
the specific aim of fostering and 
encouraging innovation in the UK in 
order to stimulate economic growth. Its 
fundamental aim is to provide a greater 
incentive for a company to protect 
more of their intellectual property, as 
well as encourage them to invest more 
in research and development of new 
products and processes that can be 
protected with patents and on which tax 
relief can be sought. 

Under the Patent Box legislation, 
a profit made on sales of a product 
incorporating a patented invention is 
taxed at a reduced rate of corporation 
tax. Once fully phased in by 2017, this 
will be 10% (from the usual 23%). 

A company that already has a patent 
portfolio should carry out an audit to 
assess whether it covers commercial 
products on which UK corporation tax 
is being paid prior to making a claim 
for this potentially valuable tax relief. 
Other companies that are paying UK 
corporation tax but do not tend to file 
patent applications may now want to 
reconsider their position in light of 
the potential tax advantage which the 
Patent Box may bring and which can 
significantly increase the commercial 
value of patents irrespective of whether 
a company has the ability to enforce 
them. 

Whilst many large companies will have 
already taken steps to embrace the 
Patent Box and will have already made 
an assessment of the benefits that it can 
bring, it is apparent that many smaller 

companies remain unaware of it or are 
too concerned about the cost and time 
required to make a claim. There also 
remains a misunderstanding about what 
is patentable. Many smaller companies 
still doubt that patent protection is 
available for their new ideas even 
though a patent may be obtained 
for relatively small modifications or 
improvements to existing products 
or processes. In particular, many 
companies fail to realise that if a new or 
improved product or process provides 
an advantage over an existing product 
or process that is already on sale or 
known, then a patent application 
covering it has a good chance of being 
granted, especially in the UK, where 
the degree of inventiveness required to 
satisfy a UK examiner and obtain the 
grant of a patent is relatively low. 
 
In most instances it is desirable to 
draft a patent application to cover an 
invention in the broadest possible terms 
to prevent a competitor making minor 
changes that would enable them to copy 
the product and avoid infringement. 
However, drafting the application so as 
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“Under the Patent 
Box legislation, 
a profit made on 
sales of a product 
incorporating a 
patented invention is 
taxed at a reduced 
rate of corporation 
tax.

”

to cover a particular product or process 
in more specific terms upon filing may 
result in quicker grant, reduced cost and 
a patent that is more resistant to third-
party attack. Once granted, the patent 
will enable a company to take advantage 
of the Patent Box and the tax savings 
that it provides straight away. 

The potential benefits provided 
by the Patent Box should not be 
underestimated. For example, it is 
important to appreciate that it is not 
just profits obtained as a result of selling 
the patented product in the UK that 
qualify for relief under the Patent Box; 
those obtained as a result of selling the 
product anywhere in the world are also 
included. As long as UK corporation tax 
is paid on the profits obtained as a result 
of the sales of a product, it is irrelevant 
whether those sales were made in the 
UK or overseas. 

Furthermore, Patent Box tax relief is 
applicable to the profits from the sale 
of a larger product that incorporates 
a patented component when that 
larger product is sold by the company 
that either owns, or has been granted 
an exclusive licence to, the patent 
for the component. Whilst there are 
some avoidance provisions that apply 
to prevent the spurious addition of 
components to a product purely to claim 
the tax benefit, this means that if, for 
example, the product being sold was 
a vehicle and the patent covered only 
the gearbox, it should be possible for a 
company that sells the vehicle and also 
holds a patent for the gearbox to claim 
tax relief on the profits obtained as a 
result of selling the entire vehicle and 
not just in respect of profits obtained as 
a result of selling the gearbox. 

The filing of a UK national application 
is almost certainly the best approach for 
a UK company seeking Patent Box tax 
relief, as the official fees are very low. 
However, a UK patent is not essential as 
a European patent or a national patent 
granted by many of the other Member 
States of the EU also qualify under 
the Patent Box legislation. Although 
corresponding foreign patents are 
essential if a company wishes to protect 
its invention against infringement 
abroad, they are not required for the 
purpose of obtaining relief under the 
Patent Box. 

Although a claim for tax relief can only 
be made once a patent has granted, it is 
possible to include profits obtained up 
to six years prior to the date of grant. In 

this way, tax relief under the Patent Box 
can be obtained for profit derived from 
sales of a product made whilst a patent 
application is still pending. 

In addition to the profits derived from 
the sale of a product, it is also possible 
to obtain Patent Box tax relief for 
products that are made using a patented 
process. In this case a notional royalty 
rate will be used to calculate the level of 
tax relief due.
     
To be eligible, a company claiming relief 
under the Patent Box must be actively 
involved in the management of the 
intellectual property by, for example, 
making a significant contribution 
towards the creation or development of 
the invention covered by the patent. This 
provision excludes passive intellectual 
property holding companies from taking 
advantage of the Patent Box provisions. 

Licensing arrangements should also 
be carefully considered. Provided the 
holder of an exclusive licence pays UK 
corporation tax, they can still claim the 
benefit provided by the Patent Box in 
the same way as a patent holder. 

If the patent holder is part of a group 
of companies and the development 
that led to the patented invention or its 
application was carried out by another 
company in the group, then the patent 
holder will still qualify for Patent Box 
tax relief as long as they take an active 
role in the ownership of the intellectual 
property and are actively involved in 
any decision making connected with 
the exploitation of the patent. Thought 
must therefore be given to who should 
own any intellectual property created by 
a company or a member of a group of 
companies and appropriate steps taken 
to transfer any existing rights, should it 
be necessary to do so. 

Companies based outside the UK 
should not ignore the Patent Box if 
they have a UK based subsidiary, as 
the subsidiary should still be able 
to take advantage of Patent Box tax 
relief, even if the development which 
led to the patented product was made 
by the parent company overseas. In 
these circumstances, the UK based 
subsidiary would need to either own the 
intellectual property or be granted an 
exclusive licence under it by the parent 
company. The UK based subsidiary 
would also need to be earning income 
from the sale of the patented product 
on which corporation tax is due and, 
as previously mentioned, maintain 
an active role in the ownership of the 
intellectual property. 

A company that already claims 
corporation tax relief in the form of UK 
Government Research and Development 
tax credits may still elect into the Patent 
Box regime and will not be penalised, as 
any additional deduction for research 
and development expenditure is not 
included in the apportionment of profits 
for the calculation of the available 
Patent Box tax relief.

Whilst there are some calculations 
that must be made to determine the 
income that is eligible for the reduced 
tax rate, the Patent Box legislation 
does attempt to make the process as 
simple as possible, especially for a 
smaller business. It should not simply 
be assumed that the additional advisory 
costs and administrative burden 
involved in claiming the Patent Box tax 
relief will outweigh the ultimate benefit. 

With the very broad definition of the 
products that may qualify for Patent Box 
tax relief and the fact that it includes 
profits on sales made anywhere in the 
world, companies and their subsidiaries 
subject to UK corporation tax may want 
to rethink their IP strategy and protect 
their technology with the generous tax 
reduction incentives provided by the 
Patent Box in mind.  

Ian Grey
igrey@vennershipley.co.uk
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The CJEU has recently issued a number 
of decisions (Merck Canada (C-555/13), 
Georgetown University (C-484/12), 
Actavis v Sanofi (C 443/12), Eli Lilly 
v HGS (C 493/12), Glaxosmithline 
(C-210/13), and AstraZeneca (C-
617/12)), and several further referrals 
are currently pending (Forsgren 
(C-631/13), and Actavis Group (C-
577/13)). Some of these decisions, 
including Georgetown University and 
Actavis v Sanofi provide much needed 
clarity on the interpretation of SPC 
legislation, however, other decisions, 
such as Eli Lilly v HGS appear to be 
less helpful and may lead to divergent 
practices in different member states. 

In this review, the impact and 
consequences of these decisions and 
referrals are discussed. 

SPCs – a review 
in light of recent 
CJEU decisions
In the last few months, the Court of Justice of the EU (CJEU) has been busy 
pondering various aspects of the law relating to Supplementary Protection 
Certificates (SPCs) which have largely arisen in the fallout from its seminal ruling 
in Medeva (C-322/10).

To provide a greater incentive for 
research and development into 
pharmaceutical products, the possibility 
of obtaining an extension of patent 
protection via SPCs was introduced 
in Europe in the 1990s. SPCs are 
intellectual property rights that are 
based on and similar in nature to 
patents. They extend patent protection 
where it has not been possible for the 
proprietor to market the patented 
product because of delays in obtaining 
regulatory approval. The regulation 
allows for up to 5 years of added market 
exclusivity for a product which has been 
subject to, and received, marketing 
authorisation. 

Although SPCs extend the duration of 
protection for an authorised product 
protected by a patent, they do not 

simply extend the duration of the patent 
as a whole. The SPC is a separate right 
which comes into force at the end of 
the patent term and protects only the 
patented product that has received 
marketing authorisation. Because 
SPCs operate at the interface between 
the patent system and the system for 
regulatory approval, the availability, 
scope, and duration of protection is 
defined by concepts drawn from each 
system. As a result, the interpretation of 
some aspects of the legislation has been 
contentious and has differed between 
member states. During the 20 years (or 
so) in which it has been in force, the 
SPC Regulation (Regulation 469/2009/
EC) has been subject to numerous 
judicial interpretations including 
around about 20 separate clarifications 
from the CJEU. 
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Nevertheless, this has not prevented 
certain fundamental aspects of the 
Regulation being afforded widely 
different interpretations in different 
EU territories. These differences have 
emerged particularly in connection 
with the handling of SPC applications 
relating to combination products (that 
is, medicinal products that contain 
multiple active ingredients). The 
impact of recent CJEU decisions on the 
interpretation of the SPC regulation 
is discussed below, with particular 
emphasis on combination products. 

According to the SPC regulation, in 
order to obtain an SPC, the product 
must be protected by a basic patent in 
force (Article 3 (a)), and there must 
be a valid marketing authorisation to 
place the product on the market (Article 
3 (b)). However, these apparently 
straightforward requirements have 
raised many legal questions. For 
example, exactly what criteria should 
be used to determine whether an 
authorised product is protected by 
a basic patent? And to what extent 
must the patent disclose the exact 
combination product that has been 
granted marketing authorisation?

Medeva (C-322/10) is one of the most 
significant recent decisions of the CJEU.
This case involved a patent claiming a 
combination of 2 antigens (i.e. A+B), 
and a marketing authorisation for a 
combination vaccine including these 
2 antigens and antigens for 2 other 
diseases (i.e. A+B+C+D).

Medeva were refused an SPC for the 
authorised product (A+B+C+D) on the 
basis that this combination was not 
claimed in the patent (in view of Article 
3(a)). An SPC for the combination of 
A+B was also refused, on the grounds 
that the marketing authorisation did not 
authorise A+B alone (in view of Article 
3(b)). Thus, an SPC for the combination 
product could not be obtained.

This case highlighted a number of 
areas in which the SPC legislation was 
unclear, in particular in relation to 
combination products. There is clearly 
a legitimate interest in developing and 
marketing combination medicaments 
such as multi-disease vaccines, and it is 
not consistent with the objective of the 
Regulation to prevent SPC protection 
for such combination products.

In Medeva, the CJEU indicated that 
Article 3(a) must be interpreted as 
precluding the grant of an SPC relating 

to active ingredients which are not 
specified in the wording of the patent 
claims. Thus, in order to be protected, 
active ingredients need to be “specified” 
in the wording of the patent claims.

This view was confirmed in Queensland 
(C-630/10) and Daiichi (C-6/11), and 
elaborated on in Yeda (C-518/10), 
where the CJEU ruled that an SPC could 
not be granted for an active ingredient 
if the patent only contains claims to the 
active in combination with other actives. 

the wording of the claims” and consider 
that the CJEU has not provided a 
sufficiently clear test. Accordingly, a 
further question on the interpretation 
of Article 3(a) was referred to the CJEU 
(in Actavis). In ruling on this referral, 
however, the CJEU avoided answering 
this question.

The CJEU have also indicated that a 
strict interpretation should be applied to 
the term “active ingredient” because in 
GlaxoSmithKline, the CJEU ruled that 
an adjuvant is not an active ingredient. 
Moreover, the combination of an active 
ingredient having therapeutic effects on 
its own and an adjuvant does not fall 
within the definition of a “combination 
of active ingredients”. Thus, an SPC 
cannot be granted on the basis of a 
patent that protects the adjuvant and 
combination of active ingredient and 
adjuvant.

A number of further referrals regarding 
Article 3(a) are currently pending 
at the CJEU. In Forsgren, the court 
is considering whether an SPC can 
be granted for an active ingredient 
protected by a basic patent if the 
substance is contained in the medical 
product chemically combined with other 
active ingredients, but retains its own 
effect.

In addition, the question of whether 
the claims of a patent can be amended 
to render an application compliant 
with Article 3(a) is currently also under 
consideration by the CJEU (in Actavis 
Group).

In contrast to the interpretation 
of Article 3(a), the CJEU appears 
to indicate that a more liberal 
interpretation of Article 3(b) should be 
adopted.

In Medeva, the CJEU ruled that SPCs 
can be granted for a combination of 
active ingredients that are specified 
in patent claims where the marketing 
authorisation also contains other active 
ingredients.

This interpretation was confirmed 
in the Georgetown and Queensland 
cases, as to SPCs containing one active 
ingredient only, and also in Yeda, in 
which the CJEU ruled that SPCs may 
be granted for a smaller combination of 
active ingredients than is present in the 
marketing authorisation. 

In Medeva the CJEU ruled that “where 
a patent protects a product, … only 

“Putting the onus on 
the national courts 
like this is unlikely 
to lead to consistent 
decisions on SPCs 
across the EU.

”
Recently, in Eli Lilly, the CJEU 
provided further guidance regarding the 
interpretation of Article 3(a). The issue 
was whether a functional description of 
an active ingredient would be sufficient 
for the ingredient to be considered to be 
protected by a basic patent in force.

The CJEU ruled that a functional 
definition alone could be sufficient, 
provided that the claims relate 
"implicitly but necessarily and 
specifically", to the active ingredient 
that is the subject of the marketing 
authorisation. This appears to mean 
that the active ingredient must be 
identified somewhere in the patent 
application. The CJEU acknowledged 
that the claims should be construed 
in accordance with Article 69 EPC. 
However, because the CJEU does not 
have jurisdiction to interpret these 
provisions, it is for the referring court to 
do so. Putting the onus on the national 
courts like this is unlikely to lead to 
consistent decisions on SPCs across the 
EU.

It is clear from these decisions that 
the CJEU considers that Article 3(a) 
should be interpreted strictly. However, 
questions as to the level of disclosure 
required of the active ingredient(s) in 
the patent claims clearly remain. 

In particular, the UK Courts have 
expressed doubt surrounding what is 
meant by “specified (or identified) in 
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one certificate may be granted for 
that basic patent”, and this has led to 
divergent national approaches. The 
Dutch Patent Office had adopted the 
‘one SPC per patent’ position, whereas 
the UK Intellectual Property Office took 
the contrary view, that it was ‘one SPC 
per product per patent’. This divergent 
interpretation of Article 3(c) has lead to 
the CJEU ruling on this matter in two 
recent decisions, Actavis v Sanofi and 
Georgetown. 

In Actavis v Sanofi, the CJEU 
referred to the fact that the SPC 
was designed to compensate for the 
delay in the commercial exploitation 
of the invention due to regulatory 
requirements. 

Sanofi had validly obtained a first SPC 
for an active ingredient, irbesartan. 
They had then applied for a second SPC 
with a later expiry date for irbesartan 
in combination with a second active 
ingredient, hydrochlorothiazide (a 
diuretic). The CJEU ruled that an 
applicant could not obtain longer-
lasting protection through a further SPC 
covering a combination product which 
was not protected as such by the patent. 

Thus it is not possible to obtain an SPC 
for a combination product based on 
a patent where an SPC for one of the 
active ingredients has already been 
obtained using the same patent.

In Georgetown, the patent in 
question had claims to a number of 
active ingredients and the marketing 
authorisation also covered a number 
of these active ingredients. An SPC for 
the combination of these was obtained. 
The CJEU was asked to clarify whether 
further SPCs could be granted for each 
active ingredient alone. 

The CJEU ruled that in this situation 
multiple SPCs could be granted, as 
long as each active ingredient was 
individually protected as such by the 
patent. Furthermore, it is worth noting 
that separate marketing authorisations 
for each active ingredient are not 
required, a marketing authorisation for 
the active ingredient in combination 
with other active ingredients will suffice. 

Thus, the CJEU has confirmed that, 
where a patent protects several different 
‘products’, it is possible to obtain SPCs 
in relation to each of those different 
products - provided that each of those 
products is ‘protected’ as such by that 
‘basic patent’ pursuant to Article 3(a), 
and is contained in a medicinal product 
with a marketing authorisation. 

In light of these decisions, the 
interpretation of Article 3(c), and in 
particular, the position on how many 
SPCs can be granted on the basis of 
one patent now appears to be clear-cut. 
Specifically, the clarification that it is 
in principle possible to obtain multiple 
SPCs from a single patent is welcome 
and will ensure that applicants have the 
chance to maximise their protection 
through obtaining a number of SPCs 
that relate to different aspects of the 
subject matter claimed in a patent.

Article 3(d) of the SPC regulation 
requires that the marketing 
authorisation referred to in 3(b) is the 
first authorisation to place the product 
on the market as a medicinal product. 
This is important because the duration 
of the SPC is calculated as the time 
between the filing date of the patent and 
the issue of the marketing authorisation 
minus 5 years (to a maximum of 5 
years).

In AstraZeneca the CJEU confirmed by 
reasoned order referring to Novartis 
and Others (C-207/03 and C-252/03) 
that a Swiss authorisation automatically 
recognised in Liechtenstein was the first 
in the EEA and therefore constituted 
the first marketing authorisation in 
the Community (Liechtenstein is a 
member of the EEA but Switzerland 
is not). Thus, the Swiss marketing 
authorisation starts the clock for SPC 
term calculation even though in this 
case the authorisation was suspended 
and subsequently reinstated. 

The subject matter and scope of 
protection afforded by an SPC is defined 
in Articles 4 and 5, and the CJEU has 
taken a purposive approach to the 

interpretation of these Articles. In 
other words, an SPC should provide 
compensation for the reduced duration 
of patent protection during the 
time necessary to obtain marketing 
authorisation. Thus, as an extension 
of the basic patent right, the SPC must 
be able to provide the same level of 
protection as the original patent. 

This reasoning was initially 
acknowledged by the CJEU in 
Farmitalia (C-382/97). It was 
confirmed recently in Actavis v Sanofi 
in which the CJEU ruled that an SPC is 
intended to protect the active ingredient 
covered by the marketing authorisation, 
and not the medicinal product as such. 
Thus, the same rights are conferred 
by the SPC as were conferred by the 
original patent in relation to the active 
ingredient.

It follows from this that the effects of 
the protection of SPCs covering one 
active ingredient extend to combination 
products containing this active 
ingredient in combination with other 
active ingredients. 

This may explain the restrictive 
interpretation given in the recent 
decisions by the CJEU to Article 3(a). 
According to these rulings, an SPC 
cannot be granted for a combination 
product on the basis of a patent that 
only claims a single active ingredient. 
However, in view of this purposive 
interpretation of the SPC Regulation, 
an SPC granted in respect of the single 
active ingredient can nevertheless be 
enforced against a combination product. 

Thus, despite the apparently narrow 
interpretation of whether an active 
ingredient is specified in the patent 
claims, patent proprietors should be 
able to gain appropriately broad and 
useful supplementary protection for 
their active ingredients whether those 
actives are authorised for the first time 
in combination with other actives, or 
independently. 

Matthew Handley
mhandley@vennershipley.co.uk
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Recent trends 
in European 
patent filings
The Annual Report 2013 has been recently released by the European Patent 
Office (EPO) presenting statistics relating to the number of European patent 
filings over the past year. A closer look at the data unveils the implications of 
some of the significant shifts in technical field as well as the origin of applicants. 
In particular, the continuous rise of China and Korea as the new technological 
superpowers is clearly reflected in the latest European filing trends. Moreover, it 
is also evident that there is a dynamic evolution in the technological focus away 
from pharmaceuticals and towards computer technology.

Country of origin of 
European patent filings 
and grants
Despite the fact that the global economy 
has continued to underperform, the 
total number of European patent filings 
in 2013 reached an all-time high, up 
2.8% from the previous year. 

Regarding the countries of origin 
of European patent applicants in a 

geographical context, it can be seen in 
Figure 1 (below) that filings originating 
from China and South Korea have 
risen enormously, with the number 
of filings increasing 16.2% and 14.0% 
respectively from last year. This mirrors 
the huge increase in both investment 
in the development of technologies 
and the awareness of the importance 
of intellectual property in these two 
countries. China and South Korea are 
currently respectively responsible for 

8% and 6% of total European patent 
filings in 2013.

Furthermore, according to Figure 1, 
Japan and the United States have also 
seen a slight boost in the number of 
European patent filings in the past 
year. On the other hand, the number of 
filings originating from the EPO stays 
approximately the same (a fall of 0.1%), 
and other nations combined have seen a 
minor decrease of 1.9%.

-4.0% -2.0% 0.0% 2.0% 4.0% 6.0% 8.0% 10.0% 12.0% 14.0% 16.0% 18.0%

EPO -0.1%

USA 2.8%

Japan 1.2%

Republic of Korea 14.0%

Others -1.9%

Figure 1: Growth in European patent filings (%) per country of origin 2012/2013

China, People’s  
Republic of 16.2%
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Referring to Figure 2 (above), which 
illustrates the growth in granted and 
published European patents 2012/2013, 
we observe a similar trend for China 
and South Korea, each with a respective 
increase of 19.0% and 11.4%. However, 
the number of granted patents of 
Japanese applicants has reduced by 
5.6% between 2012 and 2013, making 
them the only top filing nation to see 
a reduction in the number of patents 
granted. This appears to correlate with 
the filing trend of Japanese applicants 
in recent years, which have experienced 
an overall decrease since 2005.

Country profiles broken 
down by technical field
The profiles of the leading filing 
countries at the EPO, broken down 
by technical field, are presented in 
Figure 3 (right). From the statistics, 
we learn that different jurisdictions 
focus their commercial and industrial 
developments on different technologies. 
It is obvious from the United States’ 
profile that medical technology is 
the leading category for American 
applicants. In fact, a staggering 21.7% 
of their filings were related to this field 
in 2013. 

Meanwhile, compared to other nations, 
there is a remarkable focus on the field 
of digital communication for patent 
applications filed by Chinese applicants, 
with an overwhelming 53.3% of 2013 
Chinese filings relating to this field. 
This is not at all surprising, as the 
majority of the top patent application 

-10.0% -5.0% 0.0% 5.0% 10.0% 15.0% 20.0% 25.0%

EPO 3.0%

USA 1.2%

Japan -5.6%

Republic of Korea 11.4%

Others 9.1%

Figure 2: Growth in European patents granted and published (%) per country of origin 2012/2013

China, People’s Republic of 19.0%
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“Despite the fact that the global economy 
has continued to underperform, the total 
number of European patent filings in 2013 
reached an all-time high. ”

filers in China, for example ZTE 
Corporation and Huawei, are providers 
of telecommunications services and 
equipments. 

In comparison, South Korean filings 
in general relate to a slightly wider 
spread among digital communication, 
computer technology, as well as 
electrical machinery, apparatus, and 
energy. This can be attributed to the top 
two South Korean applicants: Samsung 
and LG, both specialising in electronics 
and telecoms products.

On the subject of Japanese filings 
and grants, we see from Figure 3 that 
the categories of electrical machinery 
and transport received the highest 
volume of applications in 2013, which 
is consistent with the data of previous 
years. Although the total number 
of applications filed by Japanese 
applicants has seen a general decrease 
in recent years, Japan still filed more 
applications in these two fields than the 
US, China, or South Korea in 2013.

Technical field
Figure 4 (below) shows the growth/
decline in the number of European 
patent applications between 2012 and 
2013, broken down by technical field. 

-15% -10% -5%  0% 5% 10%

Medical technology 2%

Electrical machinery, apparatus, energy 4%

Digital communications -7%

Computer technology 5%

Transport 5%

Measurement 0%

Organic fine chemistry -7%

Engines, pumps, turbines -8%

Pharmaceuticals -14%

Biotechnology-4%

Figure 4: Percentage change of European patent applications filed with 
the EPO 2012/2013, breakdown by technical field

Even though medical technology has 
been the largest technical field for 
patent filings in Europe since 2007, 
there has been continued increasing 
importance being placed on this field, 
this being reflected in the 2% increase 
of medical technology related filings last 
year.

As shown in the graph, there has also 
been a marked increase in the fields 
of transport, computer technology, 
electrical machinery, apparatus, and 
energy. Surprisingly, following from 
the previous steady and significant 
increase in European patent filings over 
the past decade in the field of digital 
communications (especially the steep 
jump of 20.4% in 2011/2012), for the 
first time in many years we see a fall 
of 7% in filings for this category. Is 
this the beginning of the decline in the 
development in this sector, or merely an 
exceptional year? Only time will tell.

Applicants and patentees
In addition, the EPO has also published 
a list of companies filing the largest 
number of European patent applications 
and a list of top patentees.

Both Samsung and Siemens remain the 
top two filers at the EPO. At the same 
time, Philips has achieved a tremendous 
growth of 59% in the number of 
applications, immediately overtaking 
LG and BASF and replacing General 
Electric in the top 5 rank of 2013. 
However, in spite of the high number of 
filings by Samsung and Siemens, Bosch, 
a European company, heads the list of 
top patentees, maintaining its number 1 
position of 2012.

Despite the growth in European patent 
filings originating from China, ZTE 
Corporation has slipped from number 
10 to number 26 in the world in terms 
of European patent filings; this follows 
an advancement of 33 positions in 
2011 which qualified them as the first 
Chinese company to enter the top 10 
list. Perhaps, this is a sign that ZTE 
is quickly losing its status as China’s 
tech giant amidst the uprising of other 
Chinese tech firms.

Other companies that have attained 
significant jumps in ranking in terms 
of number of European patent filings 
include Microsoft and Google, both of 
them advancing more than 15 positions 
up the list over the past year. This seems 
to resonate with statistics presented in 
Figure 4, reaffirming the progression of 
the global patent filing trend towards 
computer technology.

Kirwin Lee
klee@vennershipley.co.uk
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Leidseplein Beheer B.V and 
Hendrikus Jacobus Marinus 
De Vries v. Red Bull GmbH 
and Red Bull Nederland B.V.
The Court of Justice of the European Union (“CJEU”) 
has provided guidance on what the concept of “due 
cause” means in relation to Article 5 (2) of Directive 
89/104/EEC. As there is no statutory definition,  
this is an important decision as it helps to clarify  
the scope of protection given to trade marks with  
a reputation. Put simply, the court held that earlier 
use of a sign in good faith may be sufficient to  
escape infringing a mark which has a reputation.

Article 5 of the Trade Mark Directive 
sets out the scope of the exclusive 
rights conferred by a registered trade 
mark. Subsection (1) states that the 
proprietor of a registered trade mark 
is entitled to prevent third parties 
from using in the course of trade 
(a) any sign which is identical on 
identical goods or services and (b) 
any trade mark which is likely to 
cause confusion due to its similarity. 
These provisions protect the essential 
function of a trade mark, namely its 
origin indicating function. Subsection 
(2), on the other hand, enables trade 
mark owners to prevent use in the 
course of trade of:

“Any sign which is identical with, or 
similar to, the trade mark in relation 
to goods or services which are not 
similar to those for which the trade 
mark is registered, where the latter 
has a reputation in the Member States 
and where use of that sign without 
due cause takes unfair advantage of, 
or is detrimental to, the distinctive 
character of the trade mark”. 

Article 5 (2) is often described as the 
“extended” protection afforded to 
trade marks with a reputation. This 
is a much wider concept than under 
Article 5(1) as it not only protects the 
origin function but also the quality, 
communication, advertising and 

investment functions. The scope of 
this provision has been controversial 
as it has substantially expanded the 
legal protection afforded to trade 
marks in Europe. Whilst this is good 
news for brand owners, it has been 
argued that it is anti-competitive by 
others. It appears that the further 
trade mark law strays from the origin 
function, the louder these cries grow. 

The recent guidance from the 
European Court in Red Bull v. Bull 
Dog, has been the topic of much 
debate as it concerns the caveat 
“without due cause”. As seen above, 
the law states that a trade mark 
will only be deemed to take “unfair 
advantage” or be “detrimental” 
if it is used "without due cause". 
This is important as, if interpreted 
restrictively, it increases the scope of 
the “extended” protection. Whereas, 
if it is interpreted liberally, it narrows 
the scope. 

The background to this case was that 
Red Bull, the energy drinks producer, 
had obtained trade mark protection 
(with a filing date of 1983) in Benelux 
(i.e. Belgium, the Netherlands and 
Luxembourg) for its Red Bull Krating-
Daeng & fighting bulls device mark 
in Class 32 for non-alcoholic drinks. 
However, since as early as 1975, 
a Mr De Vries and his company, 



www.vennershipley.co.uk

29

Leidseplein Beheer, had been using the 
sign THE BULLDOG in Amsterdam 
on a range of services such as hotel, 
restaurant and cafe services all of which, 
by their very nature, involve the sale of 
drinks. It is noteworthy that it was not 
however until 1997 that Mr De Vries 
and his company began using THE 
BULDOG on energy drinks.

Red Bull commenced litigation 
proceedings for trade mark 
infringement in 2005 in an attempt to 
prevent Mr de Vries and his company 
from using “THE BULLDOG” on energy 
drinks. The case eventually ended up in 
the Supreme Court of the Netherlands 
who referred the following question to 
the CJEU:

“Is Article 5 (2) of the Trade Mark 
Directive to be interpreted as meaning 
that there can be due cause within 
the meaning of that provision where 
the sign that is identical or similar to 
the trade mark with a reputation was 
already being used in good faith by third 
party / parties concerned before that 
trade mark was filed?”

The referring court asked for 
clarification on this point as previously 
the Benelux Court of Justice in 
Palmolive v. Bols (Claeryn/Klarein) 
had interpreted the concept of due 
cause narrowly by holding that it only 
applied where use of the trade mark 
was a necessity based on objectively 
overriding reasons. 

The CJEU, however, gave the concept 
a more expansive definition by stating 
that it not only includes objectively 
overriding reasons but also the 
subjective interests of a third party 
who is using a sign which is identical 
or similar to a trade mark with a 
reputation. Put simply, the owner of the 
registered trade mark with a reputation, 
may now be obliged to tolerate use of a 
similar sign for identical goods, if the 
owner of the sign can show that the sign 
was being used in good faith before the 
mark with the reputation was applied 
for or before it acquired its reputation. 

In order to determine whether this is 
the case, the court stated several factors 
should be taken into account, namely: 

• How the sign has been accepted by,
and what its reputation is with, the
relevant public;

• The degree of proximity between the 
goods and services for which the sign
was originally used and the goods
for which the mark with a reputation
was registered; and

• The economic and commercial
significance of the use for that
product of the sign which is similar
to that mark.

When it comes to assessing whether 
the use is in good faith, this will depend 
upon the intention of the party using the 
sign and, ultimately, the move into the 
reputed mark’s product market must 
be the result of a natural extension of 
the brand rather than an opportunistic 
attempt to exploit the reputed mark. 

This ruling provides useful guidance on 
the concept of “due cause”. Whilst on 
the facts this decision only applies to 
trade mark infringement cases where 
the allegedly infringing sign had actually 
been used before the reputed trade 
mark was filed, it is noteworthy as the 
CJEU uncoupled the concept of “due 
cause” from “necessity”. Going forward 
it will be interesting to see whether “due 
cause” will be held to apply to other 
situations as well and, if so, what other 
behaviour will be deemed to fall under 
its banner. 

David Birchall
dbirchall@vennershipley.co.uk

“The scope of this provision has been 
controversial as it has substantially 
expanded the legal protection afforded to 
trade marks in Europe. ”
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The effect of 
cycle racing 
regulations on 
technological 
development
Governing bodies of sporting events  
often face a difficult challenge in  
balancing technological innovation  
against the performance of the athletes.  
The governing bodies also have to consider  
the manufacturers, who often sponsor events,  
and who are keen for the public to see their  
products being used by the winning athletes.

In the world of cycling, this governing 
body is the UCI (Union Cycliste 
Internationale), who have over the 
years taken a conservative approach 
to regulations. The rules set out by the 
UCI affect not only professional level 
races such as the Tour de France, but 
also grass-roots level racing which 
forms a large part of the activity of local 
road cycling clubs. As a result, the road 
bicycles most amateurs buy closely 
reflect the specifications set out by the 
governing body.

Racing regulations can therefore have 
a huge impact on innovation in the 
industry as a whole. But just how close 
is the link? 

The UCI has been under pressure for 
some time to relax some of the racing 
regulations. For example there is a 
regulation, in place since 2000, which 
requires bicycles to have a minimum 
weight of 6.8kg. This regulation is 
designed to act as a safety mechanism 
– cyclists going downhill in the Tour de 
France can reach speeds of 60mph and 
it is deemed that bicycles lighter than 
6.8kg could have had their strength 
compromised. However, what this 
effectively does is ignore technology 

developments since 2000. Many 
manufactures are now using carbon 
fibre, and are able to produce bikes well 
below the minimum weight limit whilst 
meeting all safety requirements.

The other big area for development 
is braking systems and some of these 
improvements are not currently 
permitted in racing. The brakes 
currently used on road bikes can 
perform poorly on long mountain 
descents or in wet weather. Disc brakes, 
which have been used in other areas of 
cycling for many years, could solve some 
of these problems. Under the current 
rules however, disc brakes are not 
permitted for road racing by the UCI.
 
This is arguably something of great 
interest to the cycling public. In the UK, 
the success of cycling in the Olympics 
and Tour De France in 2012, has led to an 
increase in the popularity of road cycling. 
With many people now also commuting 
and cycling in traffic on bicycles similar 
to those used for racing, powerful reliable 
brakes are essential, especially on wet 
surfaces. Whilst these developments 
may initially only affect high-end racing 
bicycles, the technology often filters 
down to more affordable levels. 
 

New brake regulations
The increase in pressure on the UCI has 
seen them make some changes to niche 
areas of the sport. These changes, to 
date, seem to be reflected in an increase 
in research aimed at developing 
technology. 

In 2011, the UCI changed the rules 
regarding the types of brakes permitted 
on bicycles used for a niche area of 
cycling called cyclo-cross racing. The 
rule change permitted disc brakes to be 
used in cyclo-cross competition. 
Cyclo-cross involves racing (and often 
carrying) road bikes modified to run 

“Following this rule 
change, and possibly 
in anticipation of a 
similar rule change 
for road bikes, 
manufacturers have 
increased their 
research into disc 
brakes. ”
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More recently, Shimano have adapted 
these levers to work with mechanical 
gear shifting as well.

In 2013, Lars van der Haar was the 
first cyclist to win a UCI world-cup 
cyclo-cross race using disc brakes, 
demonstrating their performance in a 
race environment. Despite some initial 
teething problems, both companies are 
expected to have hydraulic disc brakes 
on sale soon and bike manufacturers are 
already incorporating these new brakes 
into their bikes.

Conclusion
Even in the relatively niche field 
of cyclo-cross, rule changes made 
by the governing body have led to 
technological advancements, despite 
the limited audience. If the UCI goes 
further and carries out rule changes 
which affect road racing, the advantages 
of disc brakes could be seen by global 
audiences in events such as the Tour de 
France. This could see the widespread 
introduction of disc brakes on road 
bikes.
 
This technology will eventually filter 
down to more affordable bikes. With 
many people using road bikes for 
commuting, we can expect many 
people to appreciate the benefits of 
better braking, created in part as a 
result of a change in racing regulations. 
Whilst racers will be able to out-brake 
their competitors on hairpin corners, 
commuters will be able to stop more 
quickly and with greater control on a 
rainy cycle to work.

What is even more exciting was the 
announcement by the UCI on February 
1 2014, that there would now be a “new 
approach… in favour of innovation and 
technology”. We will need to wait and 
see what this new approach might entail 
but given what seems to be a direct 
correlation between changing race 
regulations and the development of new 
technology we could be looking at a new 
era for cycling. 

Robin Plowman
rplowman@vennershipley.co.uk

off-road tyres, around short off-road 
courses. It was developed as a way of 
allowing road cyclists to continue racing 
during the winter when courses often 
become muddy.

This creates a big problem for the 
traditional rim-brakes usually used on 
cyclo-cross bikes, which perform poorly 
in mud.

Rim-brakes use a surface of the 
wheel rim as a braking surface. This 
is a relatively lightweight and simple 
method for braking, but since the wheel 
rim is very close to the ground, rim 
brakes are adversely affected by mud 
and water. For this reason, there was 
pressure from the cycling industry to 
allow disc brakes, which use a separate 
disc rotor mounted near the hub of the 
wheel for braking.

One issue with hydraulic disc brakes is 
that there is very little space to house 
the necessary apparatus for the brake's 
operation inside the brake lever used on 
cyclo-cross and road bikes. Hydraulic 
disc brakes use a separate brake lever. 
This lever contains a hydraulic master 
cylinder which allows for expansion of 
the brake fluid due to heat.
 
Cyclo-cross and road bikes however, 
use a different style of brake lever which 
also controls the gear shifting. This 
one unit needs to house the hydraulic 
reservoir, and the shifting mechanism, 
whilst being comfortable to hold and 
capable of supporting a considerable 
amount of force.

Following this rule change, and possibly 
in anticipation of a similar rule change 
for road bikes, manufacturers have 
increased their research into disc 
brakes. Since cyclo-cross and road bikes 
share many of the same components, 
any research in this area is likely to be 
useful for road bikes as well. 

There had been a small number of 
patent applications prior to the rule 
change (for instance, Shimano filed 
a patent in July 2007); though none 
of these had led to a fully developed 
product. The 2011 rule change in cyclo-
cross provided manufacturers with a 
chance to demonstrate the advantages 
of their research and development to a 
wider audience, creating a much greater 
motivation for solving this problem.

The two main manufacturers in this 
field are Shimano and SRAM who both 
manufacture the brakes currently used 

on cyclo-cross and road bicycles. Both 
companies have filed a large number of 
patents in this field since 2011.
 
SRAM have taken the approach of 
enlarging the shifting unit slightly, 
in order to create space to house the 
hydraulic reservoir. In one of their 
patents (US 20130180815 A1 Figure 1) 
the space created at the top of the lever 
for the hydraulic reservoir can be seen. 
These brakes, labelled SRAM Red 22, 
went on sale in early 2013. Whilst initial 
reviews were positive, the brakes were 
recalled in November due to a potential 
problem with the seals in sub-zero 
temperatures.

Shimano have managed to create a 
hydraulic brake lever that is no larger 
than their existing brake levers. 
(US 2013/0032000A1 Figure 2). 
Initially these levers operated only 
in combination with their electronic 
gear shifting technology. This does not 
require the ratchets and cables of a 
traditional mechanical shifter, which 
frees up a considerable amount of space. 

Figure 1

Figure 2
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