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A word from the editor
Changes are afoot at Venner Shipley. One you may have noticed is that I've 
taken over as editor of Inside IP from Paul Derry – after 5 years of sterling 
effort, Paul decided that it was someone else’s turn! We're also delighted to 
announce the promotion of three new partners (one coming from each of our 
patent teams) bringing the team of partners to 16 and us to a firm of over 50 
fee earners. We're continuing our trend for growth as we also have four new 
starters since the last issue, with plans for more in the pipeline for the next few 
months.

We've seen this mood of optimism start to grow in the UK over the last few months and there are 
signs that the general economic doom and gloom that has persisted over the last few years might 
be starting to lift. Oliver Anderson reports on page 22 that there has been a general increase 
in the number of EPO filings in 2012 - perhaps a sign that the businesses are feeling more 
optimistic? Whatever it signifies, lets hope this trend for growth and development continues.

The UK government has set an agenda for growth which has resulted in a number of initiatives 
that we hope will have a positive effect on the number of patents filed in the UK. The latest of 
these to come into force is the introduction of the Patent Box (page 19) which could lead to 
large UK corporation tax savings for patent holders. Perhaps the most important development 
in Europe, however, is the agreement of the legislative package for the Unitary Patent system, 
which will bring significant changes to patent litigation in Europe – see the article on page 4  
for further information. Both of these developments show that legislators understand and 
are reacting to the needs of companies using the IP system, and both measures should help 
encourage innovation. Only time will tell what impact these initiatives may have, but we will of 
course keep you informed of developments.

As ever, if you have any queries relating to any of the articles in this  
issue, please feel free to contact me, or the authors, at any time.

Simon Taor
Partner

About Venner Shipley:
Venner Shipley is one of the leading firms of 
European patent and trade mark attorneys, 
representing a broad range of clients including 
major domestic and international corporations, 
SMEs, universities and individual inventors.

We are ranked among the best firms in both 
patents and trade marks by the Legal 500 and 
Managing Intellectual Property Magazine and 
we pride ourselves on our high standards of 
service and quality.
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The Unitary Patent system will bring huge changes 
to the patent litigation landscape in Europe. While 
it is still not certain that it will come into force, the 
adoption of the Unitary Patent Regulation on 17 
December 2012, and the signing of the Unified Patent 
Court (UPC) agreement on 19 February 2013 mean 
that Unitary Patent system now looks more likely than 
not to become a reality.

A single patent covering the whole of 
Europe has been talked about since the 
1960’s, and over the last fifty years there 
have been numerous failed attempts to 
introduce such a system. The Unitary 
Patent system aims to provide a single 
European patent and a new court 
system capable of issuing decisions that 
are effective across the whole of Europe.

At present there are two routes for 
obtaining patents in each country in 
Europe. The first is the traditional 
route of filing patent applications at 
individual national patent offices, which 
are then prosecuted independently of 
each other. The second route is via the 
European patent convention, which 
provides a single patent prosecution 
process at the European Patent Office 
(EPO). A patent granted by the EPO 
can then be validated in any of the 38 
contracting states of the European 
Patent Convention (EPC). The 38 EPC 
states include the 27 members of the 
EU, as well as other countries such as 
Turkey, Switzerland and Norway. 

The Unitary Patent system is not a new 
system for patent prosecution. Instead 
it uses the existing EPC procedures, 
enabling a patent granted by the EPO to 
be validated as a single granted patent 
in the 24 EU states (all except Spain, 
Italy and Poland) that are signed up 
to both the Unitary Patent Regulation 
and the UPC agreement. As a result, 
the Unitary Patent system will use the 
same patent examiners at the EPO, and 

the same patent attorneys can act as 
representatives. 

There can be no double protection 
provided by a “classical” European 
patent and a Unitary Patent in the same 
state. However, it is possible to have a 
Unitary Patent for those states that are 
part of the Unitary Patent system and 
classical European patents in the other 
EPC states (e.g. Spain, Italy, Poland, 
Switzerland, Turkey and Norway). 

The legal language of the Unitary 
Patent will be the language used at 
the EPO during prosecution, and once 
the system is fully up and running the 
proprietor will not need to provide 
any further translations. The EPO has 
invested heavily in machine translation 
technology which will be used in place 
of full translations into the languages 

of each member state. The lack of a 
requirement for multiple translations 
is expected to make the Unitary Patent 
much cheaper compared to obtaining 
classical European patents across the 
EU.

While the Unitary Patent system is not 
available now, it is important to note 
that when it comes into force it will 
be available for all European patent 
applications that are granted and which 
designate all EU states (again with the 
exception of Spain, Italy and Poland). 
Since 1 April 2009, all newly filed 
European patent applications cover 
all EPC states. Therefore, European 
patent applications that are filed now 
(and many pending European patent 
applications) could become Unitary 
Patents when they are granted. 

When the UPC agreement was signed, 
it set an earliest possible start date 
for the new system of 1 January 2014. 
It is, however, very unlikely that the 
agreement will come into force as early 
as that. 

The UPC agreement cannot come into 
force until it is ratified by at least 13 
states (which must include the UK, 
France and Germany). In addition, 
before the UPC agreement can come 
into force, the Brussels I Regulation 
(No 1215/2012) needs to be amended. 
The Brussels I Regulation is European 
legislation that deals with the rules 
relating to the jurisdiction of courts in 
member states and the enforcement 
of judgments of those courts. Neither 
the ratification process in each country 
nor the amendment of the Brussels I 
Regulation will be a formality. There 
appears to be considerable political will 
for implementing the new system at 
present, which should mean that these 
processes will run smoothly. Even if 
they do, it is thought that both processes 
might take 2-3 years (or even longer) 
to complete, which puts a realistic start 
date for the Unitary Patent system 
sometime in 2015 or 2016.

“One of the main 
advantages of 
the Unitary Patent 
system is that with 
central enforcement 
there can be one 
litigation action for 
the whole of the EU.

”
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The Unitary Patent system will have 
a new court structure and a new 
set of court procedures, with sole 
jurisdiction for Unitary Patent matters. 
The Court of Appeal will be seated in 
Luxembourg, with the role of the Court 
of First Instance being split between 
a Central Division (with branches in 
Paris, London and Munich) and Local/
Regional Divisions. The London branch 
of the Central Division will handle 
subject matter in pharmaceuticals and 
medical devices, the Munich branch 
will handle engineering, leaving the 
Paris branch handling everything else. 
Member states can decide to have their 
own Local Division, or they can club 
together with other states to form a 
Regional Division. 

The court procedures for each Local/
Regional Division will be the same, and 
these procedures have been chosen with 
an emphasis on the need for speed and 
efficiency. Litigation will be a mostly 
written procedure with one day trials, in 
stark contrast to the lengthy litigation in 
some European countries. As a result, it 
is expected that litigation under the UPC 
should be cost effective and very fast.

The UPC agreement attempts to 
minimize the possibilities for forum 
shopping in different Local/Regional 
Divisions by ensuring that no more than 
two judges in each Local Division can 
be from that member state, with the 
third judge being from another member 
state. It is envisaged that the judges will 
rotate, which should have the effect of 

helping to ensure consistency from one 
Local Division to the next. 

In addition to having jurisdiction 
for Unitary Patent matters, the UPC 
will also be used for court actions for 
classical European patents granted by 
the EPO. If a proprietor does not wish 
to use the new system, transitional 
provisions allow classical European 
patents to be opted out of the new 
system for a period of seven years 
(which may be extended by a further 
seven years). If the opt out is used for a 
classical European patent, proceedings 
for infringement or revocation are held 
in the existing national court in the 
traditional way. 

One of the main advantages of the 
Unitary Patent system is that with 
central enforcement there will be one 
litigation action for the whole of the 
EU. This will make it significantly easier 
to obtain pan-European injunctions 
than the current system, in which it is 
typically necessary to seek injunctions 
in multiple national courts (though 
see Kate McNamara’s article later in 
this issue as to why this is not always 
the case). There will also be a central 
revocation process, enabling a party to 
revoke a patent for the whole of the EU 
with a single action. 

It is also expected that the Unitary 
Patent system will make it considerably 
cheaper to obtain pan-European patent 
protection, principally because there 
will be no need to file translations in 

multiple languages. The costs of the 
Unitary Patent system are not, however, 
even in draft form as of yet, and 
therefore it is not possible to quantify 
how much cheaper it will be to obtain 
pan-European protection. All we do can 
at this stage is hope that the system is 
priced sensibly. 

However, many of the advantages of 
the Unitary Patent system are also 
disadvantages. For example, while 
central revocation is an advantage if you 
are the party carrying out the revocation 
action, such central revocation is not as 
welcome for a patent holder. 

On balance, the Unitary Patent system 
should provide many advantages for a 
number of potential applicants. While 
the system may not be for everyone, 
the Unitary Patent system provides a 
further option for protecting inventions 
in Europe. A desire for a single patent 
for the whole of Europe has been felt for 
over 50 years, and while it is 
not certain at this stage that it will come 
into effect, there is significant hope.

Simon Taor
staor@vennershipley.co.uk
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The launch of 
The Trademark 
Clearinghouse
You may have seen in the news recently articles about 
the new “generic top-level domain” (gTLD) program. 
Simply put, this concerns the creation of new web 
address suffixes as an alternative to the usual .com, 
.net and others.

The Internet Corporation for Assigned 
Names and Numbers (ICANN), 
which is the organisation responsible 
for managing the domain name 
system, voted on 20 June 2011 to 
end restrictions on gTLDs in order to 
increase competition and choice in the 
domain name space. 

Following this watershed development, 
the range of internet address suffixes 
will be dramatically increased from the 
current number of domain endings (22 
in total, with roughly 250 country-level 
domain names such as .uk or .au). In 
this brave new world, internet domain 
names will end with almost any letter 
combination in any language. Analysts 
predict that there will be between 500 
and 1,000 new generic top-level domain 
names including, for example, suffixes 
such as .bank, .shop, and .london. 

In some quarters, particularly amongst 
brand-owners, the vote to expand the 

gTLDs has been met with substantial 
opposition. For example, a number 
of trade associations and companies 
formed the ‘Coalition for Responsible 
Internet Domain Oversight’ due to 
concerns with the “deeply flawed 
justification, excessive cost and harm 
to brand owners”. The central tenet of 
these concerns is that the new domain 
suffixes will infringe upon intellectual 
property rights, in particular trade 
marks. 

In order to placate these concerns, 
ICANN developed mechanisms 
which they intend will enable trade 
mark holders to protect their rights 
during the expansion. The Trademark 
Clearinghouse is the primary 
mechanism.

What is The Trademark 
Clearinghouse?
The Trademark Clearinghouse (the 

“Clearinghouse”) is, in effect, a central 
repository or database of trade mark 
rights. It functions by authenticating 
and storing information from rights 
holders and then providing this 
information to registries and registrars 
when a new gTLD is being adopted. 
More information can be found on its 
website www.trademark-clearinghouse.
com.

What does it do?
Registration with the Clearinghouse 
serves two functions: it makes 
subsequent pre-registration through 
“sunrise” periods easier, and it provides 
a notification service of applications for 
new domain names.

To take advantage of what is called the 
“Sunrise” registration service, the trade 
mark owner must file both details of its 
trade mark rights and proof of use of 
the trade mark with the Clearinghouse. 
When new gTLDs are created, there 
is a “sunrise” period during which the 
rush to register domain names with the 
new gTLD is managed in some way. 
If a trade mark has been registered 
(together with proof of use) with the 
Clearinghouse, the proprietor should 
be able to take advantage of “sunrise” 
periods more easily than otherwise. 
This will allow the proprietor to pre-
register for a domain name consisting 
of its trade mark, followed by the new 
gTLD, before the general rush to apply 
for domain names with the new gTLD 
starts. However, trade marks registered 
with the Clearinghouse will not be 
pre-registered automatically, and the 
individual fees for using the relevant 
sunrise period will still have to be paid. 

To take advantage of what is called the 
“Trademark Claims” service, the trade 
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join the Clearinghouse is US$150 per 
trade mark for one year (discounted fees 
for 3 year and 5 year periods are also 
available). 

Trade mark owners can register with 
the Clearinghouse and submit their 
own trade mark record and proof of use 
through the website at www.trademark-
clearinghouse.com. Payments by 
trade mark owners can be made by 
credit card or through a Pre Payment 
Account which will give discounts for 
multiple registrations. The minimum 
prepayment is, however, US$15000. 
Agents acting for trade mark owners 
will only be able to register with the 
scheme by setting up a Pre Payment 
Account.

The Clearinghouse started accepting 
submission of trade mark rights on 26 
March 2013. 

Kate Széll
kszell@vennershipley.co.uk

Julia McFarlane
jmcfarlane@vennershipley.co.uk

an exact match with the trade mark. 
Therefore, the notification service will 
only be triggered by a third party’s 
application to register an identical trade 
mark (and not, for example, a typo or 
plural). Similarly, trade mark owners 
will only be able to register an identical 
domain name under the ‘sunrise’ 
service, but not a domain that is similar.

Another limitation, as the Clearinghouse 
is an international database, is that 
there may be competing rights on 
the database. For example, whilst a 
company may have an Irish registration 
for the mark ‘POLO’, there may also 
be a United States registration for the 
same. Whilst this does not impact the 
‘Trademark Claims’ service, it does 
create the possibility that another party 
may pre-register a trade mark through 
the ‘Sunrise’ service. 

mark owner need only file details of its 
trade mark rights. No proof of use is 
needed. When a trade mark is registered 
with the Clearinghouse, applicants for 
new domain names will be told if the 
domain name they wish to register 
matches a trade mark. If the registrant 
continues with the registration, the 
service then notifies the member of 
the Clearinghouse that a third party 
has applied for a domain name that 
corresponds with their trade mark. It 
is then up to the trade mark owner to 
decide whether to take action, legal or 
otherwise. This service is, however, 
limited in that registries only have to 
operate it for 90 days after domain 
names with the new gTLD become 
generally available. Some registries may 
operate it for longer but it is possible 
that no notification is made in relation 
to applications for new domain names 
where the gTLD has been available for 
over 90 days.

Are there any drawbacks?
It is important to realise that whilst 
these services can assist in protecting 
trade mark rights, the Clearinghouse 
does not act to block domain names 
that consist of or contain trade marks. 
Moreover, the services might only assist 
whilst a gTLD is new. A trade mark 
owner will need to take advantage of 
the various sunrise periods and plan to 
file sunrise applications for new gTLDs 
of concern and otherwise continue to 
police and maintain their brand through 
the usual registration and dispute 
resolution mechanisms. Registration 
with the Clearinghouse scheme will also 
need to be renewed on an annual (or 
other periodic) basis.

The service is also limited by the 
requirement that the domain name be 

“Analysts predict 
that there will be 
between 500 and 
1,000 new generic 
top-level domain 
names

”
How do I register 
with The Trademark 
Clearinghouse?
In order to take advantage of the 
Clearinghouse’s services, trade mark 
owners have to pay a fee to register and 
submit both proof of ownership and (to 
participate in the Sunrise service) proof 
of use of their trade mark. The cost to 

7
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Silicon Roundabout – 
the "new" Old Street

With the success of Silicon Valley in California in 
mind, governments across the globe have been 
inspired to establish their own digital innovation 
centres - these include “Silicon Plateau” in India, 
“Silicon Border” in Mexico, and “Silicon Taiga” in 
Russia.

“Silicon Roundabout”, however, started 
as nothing more than a sarcastic in-
joke when Matt Diffulph, then Chief 
Technology Officer of Dopplr (a travel 
planning website), coined the phrase 
back in 2008 in reference to the cluster 
of around 15 technology startup firms 
located near east London’s Old Street 
Roundabout.
 
Ever since then the Roundabout’s 
profile has been rising rapidly, and 
hundreds of new technology businesses 
have arrived at what is now considered 
as UK’s own ‘Tech Hub’, creating 
thousands of new jobs and generating 
much-needed enthusiasm and 
inspiration for the technology industry.
 
It is no surprise that Old Street in 
Shoreditch has been favoured by 
tech startups. The combination of 
cheap rents and proximity to the City, 
West End, and Canary Wharf, not to 
mention the vibrancy of the existing 
creative scene, appealed to the young 
and ambitious entrepreneurs who had 
limited starting capital or external 
investment funds.
 
It is currently estimated there are 
thousands of burgeoning technology-
focused companies in the heart of 
Shoreditch. Among the coalescence of 
budding tech firms, Spotify, Last.fm, 
TweetDeck, and SongKick are a few that 
have attracted considerable attention 
from investors as well as the general 
public. 
 

It is not just startups who have been 
attracted to the area, and larger players 
such as Google, Microsoft, and Amazon 
have also set up or plan to set up 
operations there. Google opened an 
office near the Roundabout in 2011 with 
a Campus project to offer mentoring and 
desk space for new startups. Microsoft 
plan to launch a technology development 
centre that will give advice to students 
wanting to enter the tech industry.
 
The Silicon Roundabout has also 
been gaining recognition from the UK 
government as an agglomeration that 
could provide real economic benefit. 
With a view to leveraging the legacy of 
the London 2012 Olympics, the Prime 
Minister David Cameron announced in 
December 2012 that the UK Government 
will invest £50m towards a project to 
develop the Shoreditch area, or “Tech 
City”, as they have rebranded it. The 
venture comprises building a new indoor 
“civic” space housing startups, shared 
workspaces, and workshops to train 
entrepreneurs.
 

Barclays, Cisco, Google, Facebook, Intel 
and BT are among leading companies 
that have agreed to support facilitating 
the long-term growth of the area. On 
top of that, London’s universities and 
colleges will ensure an abundant supply 
of tech talent, and UK institutions 
including Imperial College London, 
University College London and 
Loughborough University are already 
actively involved in the advising of 
spinout company developments.

Nevertheless, critics are cynical about 
the government’s proposal, and some 
say that the scheme is far too contrived. 
Many believe that the scheme is merely 
hype for property development, and 
current startups fear that this initiative 
will only contribute to accelerating the 
rapid increase of rents. There are also 
concerns over difficulties in finding 
skilled developers and specialists, 
connectivity from telecoms businesses 
and ISPs, and lack of direct feed into 
local universities. 
 
All in all, it will be difficult for 
Silicon Roundabout to rival the tech 
scene in California. However, with 
new companies joining the nascent 
technological community almost every 
week, “Tech City” is now steadily 
evolving into a blooming centre of 
commerce and is drawing significant 
foreign investments. It is undeniable 
that Silicon Roundabout is gradually 
playing a more important role in the 
technology advancement and economy 
in the UK, and it is expected to promote 
and inspire a modern digital revolution. 
Genuine rival to the Valley or not, it 
will be interesting to see how the area 
develops in the coming years.

Kirwin Lee
klee@vennershipley.co.uk

“It is no surprise 
that Old Street in 
Shoreditch has been 
favoured by tech 
startups. 

”
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Bolar 
provisions
The United Kingdom Intellectual Property Office 
(UK IPO) recently announced plans to amend the UK 
Patents Act to exempt clinical and field trials for new 
drugs from patent infringement, if they are carried 
out for the purpose of gaining regulatory approval.

“The results show 
that the majority of 
respondents consider 
that trials of new 
drugs should be 
exempt from patent 
infringement.

”

UK Patent Law provides a number of 
exemptions to patent infringement, 
including the so-called “experimental 
use” exemption which provides that acts 
done for experimental purposes do not 
constitute infringement. In addition, 
the EU Bolar Directive specifically 
exempts acts required in order to obtain 
marketing authorisation for generic 
medicine activities. However, these 
provisions are interpreted narrowly 
by the UK courts. This means that, in 
contrast to the situation in some other 
EU member states, acts carried out in 
the UK relating to clinical trials for a 
new drug, such as carrying out clinical 
and field trials, would currently not be 
exempt from infringement. 

In order to garner feedback on the 
proposed changes to UK patent law, in 
2012 UK IPO consulted with a number 
of pharmaceutical companies and 
charities. 

The results of this consultation have 
recently been published and they 
show that the majority of respondents 
consider that trials of new drugs, for  
the purpose of gaining regulatory 
approval, should be exempt from  
patent infringement. In addition, the 
results indicate that a large proportion 
of respondents want to see the 
exemption extended to include clinical 
studies required for health technology 
assessments.

In response to this  
consultation, UK IPO  
will now seek to amend  
section 60(5) of the  
Patents Act in order to  
include these exemptions. 

It is anticipated that this law  
change will come into effect later  
in the year. Quite how section  
60(5) of the Patents Act will be  
re-worded is not clear at this  
time. However, it is hoped  
that this change will lead to  
more clinical trials of new  
drugs being carried out in the  
UK, which will in turn dissuade  
UK-based pharmaceutical  
companies from moving  
their operations to EU  
member states that allow  
such clinical trials.

We shall, of course, keep  
you abreast of developments.

Becky Davidson
bdavidson@vennershipley.co.uk



The Office for Harmonisation of the Internal Market (OHIM) 
cancelled the registrations on the basis that Fresh Trading Limited 
did not actually own the copyright in the logo. This serves as a 
stark warning to trade mark owners: you must ensure that you 
have sufficient rights in the copyright of an image before you use it 
in a trade mark. The only foolproof way to be completely sure that 
this is the case, unless you are the first owner of the copyright (i.e. 
the author), is to have an assignment of copyright, or commission 
contract term to this effect, in writing.

A quick recap
Three Cambridge University friends and graduates founded 
Fresh Trading Limited in 1999. Initially, the company was going 
to launch their smoothies with the name “Fast Tractor” but 
thankfully decided to run with the “Innocent” branding instead. 
According to their blog, whilst the founders set upon the name 
during a pillage of Huddersfield library’s thesaurus, the logo was 
created by Mr David Street (affectionately nicknamed ‘Gravy’) 
of Deepend London Limited (an award winning UK design 
company). The brief was simple: “we just need a face with a halo 
above it”. 

This, back of the napkin, drawing was the result:

10

The course of copyright 
in trade marks  
“…never did run smooth”
Despite the overwhelming success of 
Fresh Trading Limited’s marketing 
campaign for their Innocent smoothie 
brand, their Community trade mark 
(CTM) registrations for variations of the 
distinctive “halo” logo were successfully 
cancelled back in November 2012. 

On the matter of remuneration, the account offered on the 
Innocent blog differs from the finding of fact in the OHIM 
Cancellation Division decision. The blog states that “we agreed 
that Deepend would provide us the first 18 months of design 
services in return for them getting 2% equity, but Deepend went 
bust so the equity reverted back to us”. Unfortunately, for the 
founders, it appears that this is not entirely true. Whilst there 
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was a promise of consideration, namely 
a 2% share of the equity, no contractual 
agreement was ever executed. By the 
time that Deepend London Limited 
went into liquidation they had not been 
assigned any form of equity, or been 
paid any remuneration whatsoever, for 
their design work.

Some time after Deepend London 
Limited went into liquidation, the 
copyright in the “halo” logo was 
assigned to Deepend Fresh Recovery 
Limited, who then promptly applied 
to cancel both of Fresh Trading’s 
registrations for variations of the logo 
on the grounds that the marks could 
be prohibited in the United Kingdom 
on the grounds of unauthorised use of 
copyright. 

The decision
The OHIM Cancellation Division held 
that Deepend London Limited were the 
original / first owners (as the author of 
the work) of the copyright in the logo, 
where it subsisted until it was assigned 
to Deepend Fresh Recovery Limited. In 
the absence of a written agreement to 
transfer the copyright to Fresh Trading 
(either an assignment or a contract term 
in the commission relationship) both of 
the contested trade marks had, prima 
facie, infringed copyright. Thus the 
request for a declaration for invalidity 
was well-founded and both CTMs were 
declared invalid in their entirety. 

Fresh Trading’s defence: 
implied term?
Fresh Trading argued that “regardless 
of who the legal owner is, there has been 
an equitable assignment or a license 
of the copyright”. The Cancellation 

Division, however, was unconvinced 
by this argument stating that “it 
seems highly doubtful that the legal 
owner of a copyright could, prima 
facie, not enforce its right against an 
infringement”. 

The Cancellation Division’s doubt 
betrays a misunderstanding of the 
common law principles of equity. As 
the general intention in a contract of 
commission is that the commissioner 
should, at the very minimum, obtain 
some rights of use, the courts have 
developed case law over time to this 
effect. The main vehicle for doing so 
has been the equitable implied term. 
R Griggs Group Ltd v. Evans (No.1) 
[2005] offers the clearest example, 
coincidentally also concerning copyright 
in a logo. In this case, the Court of 
Appeal held that the owner of the "Dr. 
Martens" footwear brand was also the 
rightful owner of the copyright in the 
commission-designed logo (below) 
despite the fact that the contract of 
commission was silent on the issue. The 
Court held that a term assigning the 
copyright should be implied into the 
contract on the basis that the imaginary 
officious bystander, if asked whether 

the artist was to retain any rights in 
the logo, would have replied “of course 
not”. In effect, equity demands that 
the court must imply the minimum 
terms necessary in order to give effect 
to the commercial reality of the parties’ 
relationship.

However, the case at hand can be 
distinguished from Griggs v. Evans as 
the Cancellation Division would have 
had to extend this equitable principle to 
new facts. As no contractual agreement 
had ever been executed, not only 
would they have had to imply a term, 
but rather imply a contract containing 
such a term. This is quite a stretch 
considering that no remuneration had 
ever been paid to the artist. 

Fresh Trading’s defence: 
estoppel?
Fresh Trading also argued that Deepend 
Recovery Limited was prohibited by 
the rules of estoppel from enforcing its 
rights. Again, the Cancellation Division 
was unconvinced by this argument. 
Whilst the equitable principle of 
estoppel may have been relevant 
against the original owner of the 
copyright (Deepend London Limited) 
the assignment transferring copyright 
to the applicant (Deepend Recovery 
Limited) was only executed in 2009, the 
same year that the invalidity action was 
commenced. 

Where does this leave 
trade mark owners?
In light of this case, and in line with 
best practice, trade mark owners should 
regularly review their portfolios in order 
to ensure that they own the copyright in 
the artistic elements of their figurative 
marks. The only way to ensure that this 
is the case is to have an assignment or 
contract term to this effect, in writing. 
Furthermore, all legal formalities must 
be duly observed so that the assignment 
or contract is properly executed. To rely 
on implied terms is inherently risky, as 
this cancellation has proved.

Peter Dawson
pdawson@vennershipley.co.uk

“you must ensure 
that you have 
sufficient rights in 
the copyright of 
an image before 
you use it in a 
trade mark

”
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Patenting 
nanotechnology
Nanotechnology may concern small things, but 
interest in this area is big and is growing fast. 
However, developing the technology and bringing 
it to market are not the only challenges. Trying to 
obtain patent protection for a nanotechnological 
invention has its own problems including defining the 
invention, describing how it works and identifying 
whether it is patentable or not.

What exactly is a 
nanotechnological invention?
At first glance, the question may seem 
straightforward and easy to answer, 
but in reality the issue might not be 
so simple. For example, if a gate of 
metal-oxide-semiconductor field effect 
transistor (MOSFET) has a length of a 
few hundred nanometres (a nanometre 
is one-billionth of a metre, i.e. 10–9 m), 
then this does not necessarily mean 
that the transistor would be categorised 
as being a nanoscale transistor. This 
is because the International Patent 
Classification (IPC) system defines 
“nanosize” and “nanoscale” as relating 
to a controlled geometrical size which 
is below 100 nm in one or more 
dimensions. Furthermore, even if one 
or more dimensions of the structure 
falls below the threshold size, the 
structure might still not be classified 
as being a nanostructure because the 
IPC defines the term “nanostructure” 
as being “an entity having at least one 
nanosized functional component that 
makes physical, chemical or biological 
properties or effects available which are 
uniquely attributable to the nanoscale”. 
Thus, in the case of the MOSFET, it still 
behaves in the same way a MOSFET 
having a gate which has a length of, say, 
one or two micrometres (a micrometre 
is one-millionth of a metre, i.e. 10–6 m). 

As we will see later, this issue also 
touches on whether size can confer 
novelty and inventive step, particularly 
when the prior art discloses a range of 
sizes.

Another aspect to consider is the 
identity of the functional component. As 
strange as it may seem, the functional 
component might be overlooked on 
an initial reading. For example, a 
semiconductor device might have 
physical dimensions which exceed 
one micrometre. However, depletion 
or inversion effects might result in a 
functional component which is smaller 
than 100 nanometres and which gives 
rise to an effect which is uniquely 
attributable to the nanoscale. For 
example, a nanoscale quantum dot 
might be formed in the device which can 
be used to control electron transport 
through the device by a quantum 

mechanical effect called resonant 
tunnelling. 

Why is the meaning of 
nanostructure important? 
Well, one reason is classification. 
If a structure is identified as 
being a nanostructure, then it 
will be categorised as relating to 
nanotechnology and can be labelled as 
falling within IPC subclass B82Y. This 
is likely to impact significantly on the 
search and affect the choice of EPO 
examining directorate charged with 
examining the application. 

Another issue to consider is how to 
define the invention and, in particular, 
whether to define the invention 
functionally (for instance, “means for 
defining quantized energy levels”) 
or whether to define the invention 
structurally and specify critical 
dimensions of structural elements 
(for example, “a confined region 
of semiconductor material having 
dimensions less than 10 nm”). If a 
technical effect arises from a size-
dependent function whose physical or 
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Perhaps the most crucial issue to 
consider is inventive step. Again, 
according to the Guidelines, if this 
selection is connected to a particular 
technical effect, and if no hints exist 
leading the skilled person to the 
selection, then an inventive step is 
accepted.

For example, a prior art document may 
describe a photodetector which includes 
an absorption region comprising a 
semiconductor having dimensions 
no more than 10 μm. The claimed 
invention could specify, for example, 
an absorption region comprising 
semiconductor nanoparticles having 
a diameter in a range from 20 to 50 
nm which has the effect of increasing 
absorption. In this case, the invention 
is likely to meet the requirements of 
novelty and inventive step.

Of course, if the range is wider or not 
so far removed from the known range, 
then it will be harder to show that the 
claimed invention is new and involves 
an inventive step. However, if there are 
size-dependent technical effects which 
are well understood or well supported 
by experimental data, then it should still 
be possible to obtain protection. 

Although nanotechnological inventions 
are treated no differently from any other 
type of invention at the EPO, it can be 
argued that it is especially important 
to ensure that a nanotechnological 
invention is understood, the claims for 
the invention are carefully drafted and 
the description is well prepared. 

Pawel Piotrowicz
ppiotrowicz@vennershipley.co.uk

but documentation describing the design 
might not be updated. Furthermore, 
direct imaging of the device might not be 
possible and so assumptions about the 
structure cannot be verified. 

Finally, care needs to be taken when 
using ranges. Ranges of values may 
result in improbable or impossible 
combinations. For example, a 
specification might describe a gold pillar 
having a height of 0.2 to 3 nm and a 
width of 0.2 nm to 2 nm. On first sight, 
these ranges appear to be reasonable, 
particularly when a pillar is as wide as 
it is tall. However, a gold atom has a 
diameter of about 0.2 nm and so, taking 
the lower limit of one range and upper 
limit of the range, results in a pillar 
which is one atom wide and fifteen atoms 
tall. Without disclosing a specific pair of 
values for width and height, and without 
a description of how the pillar is made, 
the applicant could find that a lack of 
sufficiency objection is raised. 

Can an invention which 
is simply a device which 
is smaller than a prior art 
device be new and involve an 
inventive step?
Well, it depends. If the claim specifies 
a numerical range and the prior art 
discloses a single value outside the range, 
then the claim is new.

However, novelty can be an problem 
where the prior art discloses a numerical 
range, in particular, a range which has 
a defined upper limit but no lower limit, 
for example, “less than 1 micrometre”. 
According to the Guidelines for 
Examination at the EPO, a sub-range 
selected from a broader numerical range 
of the prior art is considered novel if the 
selected sub-range is narrow compared 
to the known range: the selected sub-
range is sufficiently far removed from 
any specific examples disclosed in the 
prior art and from the end-points of the 
known range, and the selected range is 
not an arbitrary specimen of the prior 
art.

“If a structure is identified as 
being a nanostructure, then it 
will be categorised as relating to 
nanotechnology and can be labelled 
as falling within IPC subclass B82Y. ”

chemical origin is not fully understood, 
then careful thought needs to be given 
as to whether to define the invention 
functionally. Specifying the invention 
functionally offers the best chance 
of obtaining the broadest scope of 
protection, but runs the risk of being 
incorrect and providing worthless 
protection. A structural claim might be 
safer, but could result in a claim which 
is easily avoided by, for example, using a 
different configurations or materials. 

Functional definitions can also make 
it harder to examine a claim. A prior 
art document may anticipate a claimed 
invention, but its relevancy might 
only be established after considerable 
analysis. For example, a document may 
describe a device whose size, geometry 
and materials inherently result in the 
formation of a quantum dot. However, 
the presence and size of the quantum 
dot might only be established by the 
examiner working out depletion width 
and whether an isolated region of 
undepleted semiconductor material 
exists and, if so, whether it is small 
enough to exhibit quantisation of energy 
states. 

How should embodiments of 
the invention be described? 
Care needs to be taken to disclose 
a nanostructure fully. For example, 
omitting just one key parameter 
can mean that the description of the 
invention is insufficient. Therefore, it 
is important to specify all the relevant 
details of the nanostructure. 

Furthermore, special attention needs to 
be paid to describing how the structure 
is formed or fabricated. Nanostructures 
are usually formed under specific 
conditions often using specialised 
equipment. If the materials or process 
for forming the nanostructure are not 
fully described, then the applicant 
runs the risk that the description 
of the invention will be found to be 
insufficient.

Also, the correct structure should be 
described. Often patent specifications 
are drafted based on schematic 
diagrams of a structure, rather than 
CAD drawings or photographs. 
However, a schematic diagram may not 
accurately reflect the true configuration 
of a structure or give the correct 
dimensions. This can arise because 
incorrect assumptions about the 
structure have been made. For example, 
the design of the structure may change, 
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Food for thought – 
protecting innovations 
in the food industry
Food is a vital part of all our lives. However, you may be surprised to learn that 
food is also the subject of many patent applications. Indeed, the European Patent 
Office (EPO) reported a steady increase in European patent applications filed 
in 2012 in the field of food chemistry. So what sorts of food innovations can be 
patented?

Recipes
Recipes can be considered to be 
processes for the production of a food, 
with the raw materials being treated by 
a specific number and order of steps, 
such as mixing, heating, blending and 
so on, and under particular conditions, 
to produce a food product.

Owing to the fact that people create and 
share recipes, many recipes would not 
be patentable as they would not be new. 
Satisfying the requirement of inventive 
step is an even bigger hurdle for recipes, 
as substituting one ingredient or step 
for another, which is common in 
cooking and which may be sufficient to 
confer novelty, would not necessarily 
be considered to be inventive. So a 
recipe that, as a result of refining the 
combination of ingredients or steps 
in the recipe, gives a particularly 
tasty product, would generally not 
be patentable, because altering and 
tweaking recipes is a matter of routine.

In contrast, recipes that address a 
specific problem in the process of 
making the food product or in the 
food product itself are more likely 
to be considered inventive and thus 
patentable. For example, patent 
application WO2012/146921 relates 
to a method for the production of 
temperature-tolerant chocolate. This is 
achieved by altering the manufacturing 
process at the so-called “conching” 
stage, by introducing a refining step 

which unexpectedly has the effect of 
producing chocolate that can be enjoyed 
at temperatures of 40°C without 
melting. Adapting a recipe to allow 
automation or scale-up to a commercial 
level is another example of a specific 
problem that has been overcome 
for which patent protection may be 
obtained.

Many patent applications have been 
filed to protect improvements to recipes. 
However, in some circumstances it may 
be more appropriate to keep the recipe 
as a trade secret. One famous example 
of this is the coveted Coca Cola® 
formula, which is a closely held secret 
that allegedly has only been revealed to 
a few employees.

Food products
Patents may be granted for food 
products resulting from a particular 
combination of ingredients, such as 
from a recipe, and also for the individual 
ingredients or additives. As for new 
recipes, in order to be patentable the 
new food product will need to have 
properties or effects that will satisfy the 
inventive step requirement.

As with most technologies, the scope 
of what is considered to be inventive 
for a food product has changed over 
the years as knowledge in the field of 
food technology has progressed. This is 
illustrated by US Patent No. 1,942,423, 
which relates to an improvement to 
the modest sandwich. The invention 
combats the problem of the two slices of 
bread shifting relative to each other and 
was considered to be an improvement 
when the patent was granted in the 
1934. This can be contrasted with 
more recent patent filings, which 
relate to inventions to achieve more 
advanced effects such as increased shelf 
life, improved texture or improved 
spreadability.

One important focus for innovation 
in the food industry is in the field of 
functional foods. A functional food is 
a food that contains health-promoting 
or disease-preventing factors beyond 
basic nutrition. There is an increasing 
awareness of the links between diet and 
our health, and consequently there is a 

“in order to be 
patentable the 
new food product 
will need to have 
properties or effects 
that will satisfy 
the inventive step 
requirement.

”
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large demand for these food products 
from the consumer. 

Functional foods can include food to 
which a component has been added, 
such as probiotics, or a food from which 
one or several components have been 
removed, such as reduced salt and low 
calorie formulations. Owing to the large 
drive for new and improved functional 

foods and the specific challenges that 
each individual food type presents, 
many patent applications relating to 
functional foods have been filed.

Some functional foods are known 
natural products and so in these cases 
it is not possible to patent the food 
product itself. However, it may still be 
possible to obtain patent protection by 

patenting the new use of the functional 
food, provided that the functional 
effects of the food product were not 
already known. 

Patents for new crops may also be 
granted in some jurisdictions, but this 
is often limited to plants that have been 
genetically modified. As genetically 
modified plants do not necessarily make 
their way to our plates, an alternative 
system of plant variety rights is often 
used to protect new crop varieties that 
have been produced by more traditional 
methods. If you are interested in 
hearing more on the intellectual 
property protection available for plants, 
please refer to the Spring/Summer 2012 
edition of Inside IP.

Systems, machinery and 
packaging
We can also add to the above food 
and recipe patents the vast number of 
patents filed that relate to the systems 
and the machinery used to produce 
the food products or to perform other 
tasks, such as monitoring food quality 
or packaging food products. Patent 
applications are also often filed for the 
packaging itself.

Of course, other forms of IP protection, 
including registered and unregistered 
designs, to cover the product shape or 
the appearance of the packaging for 
example, and trademarks, are also an 
important part of a food company’s 
strategy for protecting their food 
product.

Patents have been an important part of 
the food industry for many years. The 
food industry has moved far beyond 
the more straightforward earlier 
innovations, and now is undergoing 
rapid technical advances to meet the 
demands of the modern consumer. 
Patent protection goes hand in hand 
with these innovations. 

Juliet Redhouse
jredhouse@vennershipley.co.uk
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Patenting 
human 
genes
More than 4,000 human genes are currently the 
subject of patents, representing about 20% of the 
genes in the human genome.

“the incentive of a 
patent promotes 
increased 
investment in 
research, which 
raises the quality 
of that research

”

In Europe, following more than 
ten years of debate and discussion 
on the issue of patenting biological 
material, the European Parliament 
approved the proposal for a European 
Directive on the Legal Protection of 
Biotechnological Inventions (EU Dir. 
98/44/EC). A number of organisations 
including medical associations, farmers, 
environmentalists, and religious 
leaders rejected the Directive, and the 
Netherlands opposed the legality of the 
Directive before the European Court of 
Justice. 

This “Biotech Directive” has now finally 
been implemented across Europe. The 
Directive confirms the patentability 
of the industrial application of a gene 
sequence that has been isolated from 
its natural environment. This issue of 
the patentability of gene sequences 
therefore appears, for the time being at 
least, to be relatively settled in Europe. 

This issue is not so well-defined in 
other territories. In particular, patents 
relating to the BRCA genes have become 
the focus for opposition to the patenting 
of human genetic material.

For women who have the gene BRCA1, 
there is a 50% to 60% chance of 
developing breast cancer by the age of 

70, while there is a 35% to 46% chance 
of developing ovarian cancer by 70. 
There is also strong evidence that family 
members could have been saved from 
cancer, or at least diagnosed early, had 
full test results of other members of 
the family been accessible. Clearly, the 
accessibility of this testing of genetic 
susceptibility is crucially important. 
However, only the patent holder, 
Myriad Genetics, and the companies it 
licenses to, can conduct genetic testing 
for BRCA genes. 

In our previous edition, Dan Day 
discussed an important decision 
by the US Court of Appeals for the 
Federal Circuit (CAFC) in the case of 
Association of Molecular Pathology et 
al v. US Patent Office et al. The Court 
found that Myriad’s claims covering 
isolated DNA of the BRCA1 and BRCA2 
genes are patent-eligible under Section 
101 of the United States Patent Act.

The US Supreme Court has recently 
decided, however, to review the decision 
of the CAFC. Oral arguments were 
heard by the US Supreme Court in 
March and April 2013. In particular, in 
the appeal, it was argued that isolated 
DNA that does not exist alone in nature 
should not be eligible to be the subject 
of a patent. "Myriad did not invent the 

human genes at issue in this case, and 
they should not be allowed to patent 
them” stated lawyers representing one 
of the parties opposing the patent-
eligibility of isolated DNA. 

In their statement, however, Myriad 
said the materials and methods 
protected by the patents took years 
to develop. "This was the product of 
creative, human ingenuity, resulting 
in significant new applications for 
human health that were previously 
unavailable," it said. 

Some US commentators are predicting 
that the Supreme Court will find at least 
isolated DNA to be patent-ineligible on 
the basis that the Supreme Court did 
not agree to hear the appeal simply to 
affirm the decision of the CAFC. 

The referral to the US Supreme Court 
comes hot on the heels of a related case 
that was recently heard in Australia. 
Cancer Voices Australia, a patient 
advocacy organisation, and Yvonne 
D'Arcy, a cancer patient, went to the 
Federal Court of Australia to challenge 
the patent for the BRCA1 gene held 
by Myriad and licensed in Australia to 
Genetic Technologies Ltd.

The opponents argued that the BRCA1 
gene sequence should not be patentable 
as it occurred in nature and was no 
different to the genetic material found 
in all human cells. In their opinion, the 
isolation of DNA represents a discovery 
not an invention, and as such nothing 
has been invented or manufactured. 



Divisional deadlines
A recent notice from the European Patent Office (EPO) indicates that 
for some pending European patent applications where it was previously 
thought that the deadline for filing divisional applications had expired, 
it will in fact still be possible to file a divisional application.  The notice 
concerns a change in the procedure for calculating the divisional filing 
deadline, which expires 24 months after notification of an examination 
report from the examining division of the EPO.

In a significant departure from previous 
practice, the EPO have now decided that 
the 24-month period is not triggered by 
a particular type of communication that 
was previously thought as starting the 
period. In practical terms, this means 
that in some cases the 24-month period 
may not have begun until later than was 
previously thought, or may not even 
have begun at all. This decision is good 
news for applicants, because it may offer 
the opportunity to file new divisional 
applications in cases where it was 
previously thought that the 24-month 
deadline had expired.

The decision only affects applications 
for which the first communication from 
the examining division did not include a 

detailed written opinion, but instead only contained  
an invitation to correct deficiencies already noted  
in the European search opinion.  This type  
of communication was issued between  
2005 and 2012 in cases where the  
applicant had chosen not to respond  
to a negative search opinion, and  
according to the new EPO practice,  
does not trigger the 24-month  
period for filing divisional  
applications.

Pending European patent  
applications will have to be  
reviewed on a case-by-case  
basis to determine whether  
the deadline for filing  
divisional applications  
has changed.

www.vennershipley.co.uk

However, the Australian court found 
that patent claims relating to isolated 
DNA of the BRCA1 genes are patent-
eligible. Although the US and Australian 
courts are working under entirely 
different laws and court precedents, the 
Australian court’s reasoning mirrored 
that of the US CAFC and focused on the 
isolated nature of genetic material.
 
In particular, the Australian court found 
that “the removal of the material from 
its environment and its separation 
from other cellular components may 
still give rise to what might reasonably 
be described as an artificial state of 
affairs.” Thus isolated genetic material 
was held to be patentable in Australia 
because isolating DNA requires 
technical skills and expertise that make 
it akin to manufacturing a product. 

An appeal in the Federal Court of 
Australia has now been filed.

Ethically, the question is simple; should 

we be allowed, by means of a patent, 
to obtain exclusive rights to a naturally 
occurring material?

Some of those who oppose the patenting 
of isolated DNA argue that the existence of 
a patent monopoly makes genetic testing 
prohibitively expensive for patients.

On the other hand, without the incentive 
of a patent monopoly, companies like 
Myriad Genetics would be unlikely to 
invest in complicated and expensive 
genetic research. By providing this 
incentive, patents promote competition, 
which means an increased number of 
treatments and preventive measures 
for serious diseases become available. 
Moreover, the incentive of a patent 
promotes increased investment in 
research, which raises the quality 
of that research, therefore offering 
greater benefits to society. Indeed, the 
increased understanding resulting from 
patent-driven genetic research is already 
starting to transform medicine. As well 

as providing tests for cancer risk genes, 
it is helping, for example, to determine 
the most suitable course of treatment 
for individual patients based on their 
genetic profile.

Clearly there is a balance to be struck, 
and the forthcoming ruling of the US 
Supreme Court in particular could have 
very wide-reaching implications for the 
biotechnology industry. 

We shall keep you informed of any 
developments.

Matt Handley
mhandley@vennershipley.co.uk
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Robert Cork
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Phillip Massie

Phillip joined the Cambridge team 
as a part-qualified patent attorney in 
January 2013 specialising in electronic 
and electromechnical inventions.

Phillip graduated from Loughborough 
University with a BEng in Materials 
Engineering. He also has an MSc in 
Human Factors in Transport.

Phillip has a broad range of industrial 
experience. and has advised UK 
Government’s Department of Transport, 
the European Commission and the 
European Union on the formulation of 
car safety law. 

Phillip can be contacted on:  
pmassie@vennershipley.co.uk

Matthew Colonna

Matthew joined Venner Shipley in 
November 2012 as a trainee patent 
attorney in our Electronics and 
Engineering department. 

Matthew graduated in 2012 from the 
University of Warwick with a first 
class undergraduate Masters degree in 
Physics. During his final year, Matthew 
undertook a project investigating phase 
imaging of polymers using an electron 
microscope.

Matthew can be contacted on:  
mcolonna@vennershipley.co.uk

Katherine Steer

Katherine joined Venner Shipley in 
November 2012 as a trainee patent 
attorney and works in our Electronics 
and Engineering Department.

Katherine graduated from the 
University of Durham in 2012 with 
an undergraduate Masters degree in 
Physics. During her time in Durham 
she studied laser physics, quantum 
computing, particle theory and 
astrophysics. Her Masters project 
involved conducting research into the 
variability of Active Galactic Nuclei, 
and broad absorption line quasars in 
particular.

Katherine can be contacted on:  
ksteer@vennershipley.co.uk
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New starters
Peter Dawson

Peter joined Venner Shipley in January 
2013 as a trainee trade mark attorney.

Peter graduated from the University of 
Surrey in 2012 with a first-class honours 
degree in law. During his degree he 
spent a year working abroad at the New 
York City Council and the European 
Association of Bio-Industries. At the 
latter, he spent time focusing on the 
Intellectual Property Working Group. 
During his final year dissertation, he 
undertook research on Directive 98/44/
EC and the role of morality within the 
patent system.

Peter can be contacted on:  
pdawson@vennershipley.co.uk



Patent Box in Force
The new Patent Box regime came into force on 1 April 2013. This new regime 
entitles a company to apply a lower rate of UK corporation tax - rather than the 
normal 23% UK corporation tax rate - on worldwide profits earned from its patents. 

The 'lower rate' will eventually be as low as 10%. 
The relief is being phased in from April 2013 over 
a five year period, which means that the 10% rate 
will apply from April 2017. In short, companies 
currently paying UK corporation tax now have the 
option of taxing their trading profits earned from 
patents at a lower rate than the standard rate. 

The Patent Box will benefit companies that pay 
UK corporation tax on profits from innovations 
that they have made and for which they hold a 
granted UK patent. The profits can be any profits 
arising from the use of the patents or exclusive 
licences, including royalties, sale of patented 
products and provision of services that use 
patented process. 

In particular, UK corporation tax payers 
should consider which of their products 
and/or processes might be covered by 
existing British patents they own.  In 
addition, it may be worthwhile reviewing 
products and processes to establish whether 
patent protection could be sought.  It should 
be borne in mind that, for the purpose of the 
Patent Box, qualifying UK patents do not 
need to be broad in scope but must simply 
cover the product or process in question.

Practically, the Patent Box is a great 
opportunity for companies currently holding 
patents and using them in their business to 
significantly reduce their UK tax burden. 

Jae Park
jpark@vennershipley.co.uk

Jonathan Hewett

Jonathan Hewett has been with the 
firm since 2005, after joining the 
profession in 2002, and works in the 
Electronics department. Jonathan 
specialises in the prosecution of patent 
applications in the fields of consumer 
electronics, image-processing, digital 
TV, telecommunications, satellite 
technology and circuit design.

jhewett@vennershipley.co.uk

Tim Russell

Tim Russell is part of the Chemical and 
Life Sciences team. Tim joined the firm in 
2011. He specialises in the pharmaceutical 
and chemistry fields with experience 
of active pharmaceutical ingredients, 
compositions, polymorphic forms, 
synthetic processes, first and further 
medical uses, agrochemicals, catalysis, 
fibres, fine chemicals, pigments, polymers 
and personal care products.

trussell@vennershipley.co.uk

Alex Brown

Alex Brown joined the firm in 2001, 
as part of the Engineering team.  
He specialises in mechanical and 
electromechanical inventions, and has 
particular experience in the fields of 
manufacturing, medical devices, image 
reproduction technology and aerospace 
technology.

abrown@vennershipley.co.uk
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New partners
We are delighted to announce the promotion of Alex Brown, Jonathan Hewett 
and Tim Russell to Partners as of 1 July 2013, bringing us to a partnership of 16 
across our London and Cambridge offices. Their promotions will see an additional 
partner to each of our 3 specialised patent groups and demonstrates our 
commitment to further growth.
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Leno Merken BV  
v Hagelkruis Beheer BV
CJEU decision on 
‘genuine use’ 
On the 19 December 2012 the Court of Justice of the 
European Union (“CJEU”) handed down its judgment 
in Case C-149/11 Leno Merken BV v Hagelkruis 
Beheer BV (better known as ONEL/OMEL). The 
central issue in this judgment concerns the question 
of what constitutes ‘genuine use’ of a Community 
trade mark (CTM). 

This judgment follows the trend of 
artificially created yet important cases 
seeking clarification from the CJEU 
on trade mark law, but unfortunately 
results in further uncertainty. First 
there was Shield Mark, followed by 
Sieckman and IP TRANSLATOR, and 
now ONEL/OMEL. Perhaps, the status 
quo is not so bad after all.

Rather than attempt to cover old ground 
and explain the background to this 
case, I refer to David Birchall’s article 
in the 2012 autumn/winter edition of 
Inside IP. For the same reason, this 
article will only briefly cover Advocate 
General Sharpston’s opinion as David 
has already amply covered that topic. 
Instead, this article will seek to put the 
concept of genuine use, and the CJEU’s 
judgment, in the wider context of the 
purpose of the Community trade mark 
system.

The Community trade mark has 
traditionally been promoted as a unitary 
system which is flexible in terms of the 
extent of geographical use. The strength 
of this is that a trade mark owner can 
obtain protection in a large territory by 
meeting a relatively low requirement or 
threshold, namely proving use of a CTM 
in one country. This interpretation has 
been encouraged by the Joint Statement 
of the European Commission and 
European Council in relation to the 
the Community Trade Mark Regulation 

(CTMR) which stated that “[t]he 
Council and Commission consider 
that use which is genuine within… 
one country constitutes genuine use 
in the Community”. Further support 
for this interpretation can be found in 
the Community Registry’s Opposition 
Guidelines. Arguably, it would be 
strange if the single territory of the 
Community utilised a different principle 
or standard to the one that operates in 
the individual Member States, namely 
that use in a small corner of the territory 
is still regarded as ‘genuine’.

Alternatively, others argue that such 
a low requirement or threshold is 
tantamount to granting an unfairly wide 
monopoly. If the territory of a single 
Member State was elevated to the same 
status as the Community, and use in 
one country suffices, this would result 
in an unduly broad scope of protection. 
Recital 2 of Regulation no. 207/2009 
states that in order to complete the 
internal market, “not only must 
barriers to free movement of goods and 
services be removed and arrangements 
be instituted which ensure that 
competition is not distorted… but, in 
additional legal conditions must be 
created which enable undertakings 
to adapt their activities to the scale of 
the Community”. One of these legal 
conditions is the Community trade 
mark system and arguably, rather than 
aiding this purpose, it hinders it when 

the system enables an exclusive right to 
reach far beyond the territory where the 
trade mark is actually used. In effect, is 
this not just a further barrier to the free 
movement of goods and services in the 
internal market?

Turning back to the judgment of the 
CJEU, let us look at the Court’s decision 
on the question of what constitutes 
‘genuine use’ in the Community. I 
will borrow from Pieter Veeze’s (the 
Rapporteur of the Benelux Opposition 
Division in the original dispute) simple 
and pithy restatement of the four 
questions referred to the CJEU:

• Is use in one country always enough?

• If not, is it never enough?

• If it is never enough, what is needed?

• Should the assessment of genuine 
use in the Community be done 
in abstract, without reference to 
the borders of the territory of the 
individual Member State? 

In its decision the CJEU focused 
predominantly on the fourth question. 
Unfortunately, the judgment attempts 
to please both schools of thought, and 
the result is somewhere in the middle.



As a preliminary point, the Court 
reiterated that it is settled case-law 
that it is not bound to follow a Joint 
Statement if it is not referred to in the 
wording of a provision of secondary 
legislation. Furthermore, the Court 
again affirmed that the Registry’s 
Guidelines are not “binding legal 
acts for the purpose of interpreting 
provision of the European Union”. 

On the main issue, the Court held that 
“[a] Community trade mark is put 
to ‘genuine use’ within the meaning 
of Article 15(1) of Regulation No. 
207/2009 when it is used in accordance 
with its essential function and for the 
purpose of maintaining or creating 
market share within the European 
Community for the goods or services 
covered by it”. Furthermore, “the 
territorial borders of the Member 
States should be disregarded in the 
assessment”. Not surprisingly, this 
follows A-G Sharpston’s market-based 
approach, where the Community is 
treated as a single market in which “the 
graphical definition of the relevant 
market is the entire territory of the 27 
Member States”. It also follows the line 
of authority regarding ‘genuine use’ in 
the Ansul and Sunrider v OHIM and La 
Mer Technology cases. 

The Court does concede, however, 
that “there is… some justification for 

the characteristics of the market 
concerned, the nature of the goods or 
services protected by the trade mark 
and the territorial extent and scale of 
the use as well as its frequency and 
regularity”. 

Interestingly, this leaves Community 
trade mark law in a position where 
the threshold is clearly higher than 
previously surmised, but yet, as the 
Court expressly stated, there is no de 
minimis rule. In fact the Court held that 
“it is impossible to determine a priori, 
and in the abstract, what territorial 
scope should be chosen in order to 
determine whether the use of the mark 
is genuine or not”. It appears, therefore, 
that interested parties will now have to 
undertake a more-detailed, almost quasi 
competition-law flavoured, assessment 
of the relevant market in order to 
identify whether a trade mark has been 
put to ‘genuine use’ in the Community. 

Peter Dawson
pdawson@vennershipley.co.uk

www.vennershipley.co.uk
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thinking that a Community trade 
mark should – because it enjoys more 
extensive protection than a national 
trade mark – be used in a larger area 
than the territory of a single Member 
State”. However, this is then caveated 
by the statement, “it cannot be ruled 
out that, in certain circumstances, the 
market for the goods or services for 
which a Community trade mark has 
been registered is in fact restricted 
to the territory of a single Member 
State”. We can envisage this applying 
where the trade mark contains 
descriptive elements in a language 
which would only be understood in 
one single Member State. Ultimately 
this will depend upon “the facts and 
circumstances relevant… including 

“Unfortunately, the 
judgment attempts 
to please both 
schools of thought, 
and the result is 
somewhere in the 
middle.

”



Patent application 
filings on the rise
Statistics from the Annual Report of the European Patent Office (EPO), released 
in March, reveal that European patent application filings reached record levels 
in 2012. The published figures also detail those countries from which European 
patent applications originated and the most active companies.

According to the Report, the number 
of European patent application filings 
(which include direct European 
applications and PCT international 
phase applications) increased from 
244,934 in 2011 to 257,744 in 2012 
– a rise of 5.2%. The five most active 
countries were the US (which accounted 
for 24.6% of filings), Japan (20.1%), 
Germany (13.3%), China (7.3%) and 
Korea (5.6%). The most active European 
countries after Germany were France 
(4.7%), Switzerland (3.2%), the UK 
(2.6%) and the Netherlands (2.5%).

The number of filings from Europe 
increased by 2.3%, which represents 
a recovery from the slight decrease 
in filings in 2011 (-0.9%). The largest 
growth rates, however, again came 
from Asia with the number of filings 
originating from China increasing 
by 11.1% to 18,802 and filings from 
South Korea and Japan rising by 
9.3% and 9.1% to 14,491 and 51,693 
respectively. In view of this, it was not 
particularly surprising that for the first 
time an Asian company, Samsung, was 
the largest filer of European patent 
applications in 2012 with 2,289. 

Although the number of European 
filings from Asia is increasing, European 
companies were the leading applicants 
for direct European applications and 
PCT applications entering the European 
regional phase in eight of the ten most 
active technology fields. 

European companies were responsible 
for over 60% of all applications in 
the transport field (including the 
automotive and aeronautic sectors). 
European applicants also led the way 
in clean energy technologies with 
at least 50% shares in the fields of 

measurement technology, engines, 
pumps and turbines. 

Medical technology was again the 
field with the most applications 
overall, and was dominated by US 
applicants (42%). Filings in digital 
communication were up by more than 
20%, which represented easily the 
largest proportional increase of all 
technologies. This was driven primarily 
by Asian companies (particularly 
from China and Korea), with filings 
in the field of digital communication 
accounting for 42% of all applications 
originating from China. This is 
reflected by a Chinese company, 
telecommunications company ZTE, 
breaking into the top ten European 
filers for the first time (rising from 43rd 
to 10th position).

Overall, these statistics are an 
indication that, in this turbulent 
economic climate, companies both from 
Europe and from further afield realise 
the increasing importance of innovation 
and of protecting that innovation 
through patents. It is pleasing to note, 
particularly, that European companies 
are leading the way with respect to clean 
energy technology, which will surely be 
crucial in meeting the global challenges 
that lie ahead. 

Oliver Anderson
oanderson@vennershipley.co.uk

“companies realise 
the increasing 
importance of 
innovation, and 
of protecting that 
innovation IP, to 
securing their 
futures

”
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“Green” technology 
patent incentives –  
a global perspective
In May 2009, the UKIPO introduced the “Green Channel” – a system by which 
patent applications relating to environmentally friendly technology can be fast-
tracked through the patent prosecution process to grant in as little as nine months 
from filing, significantly faster than the usual period of two to four years. It was 
envisaged that providing such an incentive to patent applicants would promote 
innovation, foster investment and expedite commercialisation in environmentally 
friendly technology.

The Green Channel is available to all 
patent applications that relate to any 
technology that may be reasonably 
considered green technology simply 
upon request by the applicant, and 
no other justification for accelerated 
examination is required. This is in 
contrast to other types of patent 
applications for which a valid reason 
for requesting accelerated examination 
is required, for example evidence 
of potential infringement or the 
requirement of a granted patent to 
secure investment.

Since its introduction, use of the 
Green Channel by applicants has been 
significant, with around 20% of patent 
applicants of green technology opting to 
take this route to accelerate prosecution, 
equating to a total of 776 requests 
between May 2009 to June 20121.

It is not just the UK that offers a 
fast-track patent system for green 
technology inventions, various other 
countries have also introduced similar 
schemes. Here, we take a look at the 
schemes introduced by other patent 
offices, including the qualifying 
criteria and statistics on uptake, where 
available.

USA
The USPTO introduced its Green 
Technology Pilot Program in December 
2009 for expedited processing of 
patent applications relating to green 
technologies, including greenhouse 
gas reduction, environmental quality, 
energy conservation, development 
of renewable energy resources or 
greenhouse gas emission reduction. 
Initially the program was only 
applicable to applications falling 
under certain specific US patent 
classifications, although this restriction 
was later relaxed to cover more areas of 
green technology.

The program was not intended as an 
ongoing initiative but was limited to 
the point where the 3,500th application 
under the scheme was received, which 
was reached in March 2012. Therefore, 
this USPTO scheme is now closed. 
However, applicants may still request 
accelerated examination of their patent 
applications via alternative routes 
within the USPTO, although significant 
fees are payable to use these options.

Australia
The Australian patent office introduced 
its fast-tracking scheme for expedited 
examination of green patents in 

September 2009. There is no particular 
limitation on the type of green 
technology involved, and all that is 
required is a statement by the applicant 
to the effect that the application relates 
to a field of green technology.

After filing the request for expedited 
examination, an applicant can expect to 
receive a first examination report within 
two to four months. No additional fee is 
payable to make use of the scheme.

Canada
The Canadian Intellectual Property 
Office introduced an initiative for 
the expedited examination of green 
technology patent applications in 
March 2011. No fee is payable for 
processing under this scheme (unlike 
requests for accelerated examination 

“a quick grant of 
a patent is not 
always desirable 
and often it may be 
preferable to have 
a longer patent 
pendency period

”

www.vennershipley.co.uk
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Country All patents Fast tracked patents Reduction in time to grant

Australia 3.7 years 1.9 years 49%

Canada 7.8 years 2.5 years 68%

UK 3.3 years 0.8 years 75%

US 2.8 years 1.6 years 42%

Israel 5.4 years 2.8 years 48%

Japan 6.4 years n.a. n.a.

Korea 2.4 years n.a. n.a.

Time to grant in fast track programmes compared 
with regular examination (where data is available)

for regular patent applications), and 
an applicant must submit a declaration 
stating that their application “relates 
to technology the commercialization of 
which would help to resolve or mitigate 
environmental impacts or conserve the 
natural environment and resources”.

Once the application is accepted under 
the scheme, the CIPO will issue an 
examination report within two months 
instead of the usual one to three years, 
and the applicant must respond to this 
within three months for the application 
to remain on the scheme. Any delay, 
such as failing to respond on time or 
requesting an extension to the deadline 
for response, would result in the 
application losing its special status and 
returning to its place in the routine 
order of examination.

Israel
The Israeli Patent Authority announced 
its fast-track scheme for green patents 
in December 2009 under which 
patent applications will be prioritised 
for examination, and an applicant 
can expect an examination report 
to be issued within three months of 
acceptance of the request for accelerated 
processing. There are no specific criteria 
to meet, simply that the subject matter 
can be broadly classified as “technology 
which promotes the protection of 
the environment”, and there are no 
additional fees to pay to participate in 
the scheme.

Japan
In November 2009, the Japanese Patent 
Office included “Green-technology 
related applications” within the list of 
applications eligible for accelerated 
examination, and to qualify, the 
application must relate to an “invention 
that has an energy-saving effect and 
contributes to CO2 reduction”. The 
applicant must submit to the JPO “a 
written explanation of the needs of the 
accelerated examination…disclosures 
of the prior art documents and 
explanations of the comparisons with 
the invention and the prior art”, placing 
a greater burden on the applicant than 
in equivalent schemes in other national 
patent offices. Under this procedure, 
applicants can expect to receive a first 
examination report within around two 
months.

South Korea
The South Korean Intellectual Property 
Office launched a “Super Accelerated 
Patent Examination System” for green 
technology in October 2009 under 
which applicants can expect a first 
examination report within one month 
instead of the average of seventeen 
months. The record time from 
application to registration under this 
scheme is eleven days!

To qualify for this accelerated 
examination process, the application 
must be submitted online and the 
invention must relate to a specific 
field of green technology, namely 
noise/vibration regulation, water 
quality, air pollution prevention, 
waste management, livestock waste 
management, recycling technology or 
sewage treatment, or one of a number of 
technologies designated for government 
certification or financial support, such 
as renewable energy, carbon reduction, 
high powered water handling, LED 
technology or green transportation.

In addition to the above, the applicant 
must first have a prior art search 
conducted by a searching authority 
approved by the KIPO and submit these 
search results to the KIPO together with 
their request for accelerated processing.

China
The Chinese State Intellectual Property 
Office introduced its fast track scheme 
for patent applications relating to 
“green development” in August 2012. 
To qualify, the invention must relate to 

low carbon emissions, energy/resource 
conservation, new energy automobiles 
or environmental protection. The fast-
track scheme is also applicable to patent 
applications for certain non-green 
technology such as new generation 
information technology and high-end 
equipment manufacture, indicating 
that the Chinese government is also 
encompassing technology beneficial to 
China’s economic growth within this 
“green” package.

To benefit from the fast-track 
scheme, the application must be filed 
electronically together with a prior 
art search report from an authorised 
body or foreign patent office. Once 
accepted, a first examination report 
should be issued within one month, and 
the applicant must respond within two 
months of the report or the application 
will lose its priority status.

Brazil
In April 2012, the Brazilian Patent 
Office launched their “Patentes 
Verdes” a green patent fast track pilot 
program with the aim of reducing the 
examination period of green patent 
applications to less than two years, 
much less than the average pendency 
period of over five years. Being a pilot 
program only, it is limited to the first 
500 petitions granted. Eligible green 
technologies include alternative energy, 
transportation, energy conservation, 
waste management and agriculture. 
To enter the program, applicants 
must request examination and early 
publication, with an associated cost of 
around US$500.
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Summary
It can be seen from the above that 
a number of national governments 
are providing various programs to 
promote innovators in green technology 
obtaining patent protection for their 
inventions, although the cost, criteria 
and degree to which grant of a patent is 
accelerated vary between the schemes. 
With respect to the latter point, the 
table to the left compares, for the above 
countries, the average pendency period 
for patent applications under these 
fast-track schemes against average 
application pendency period for normal 
applications, together with their 
respective percentage reduction values. 

The table concisely shows that these 
fast-track patent programs can 
significantly cut the time to grant of a 
patent. However, in spite of all of these 
schemes and the benefits to obtaining 
quick grant of a patent, such as securing 
investment, it should still be borne in 
mind that a quick grant of a patent is 
not always desirable and often it may 
be preferable to have a longer patent 
pendency period. For example, earlier 
grant of a patent almost always means 
earlier publication of the patented 
technology, which may be undesirable. 
In addition, it is often desirable to 
use the lengthy patent prosecution 
process to further develop and refine 
the product/process, prepare for 
commercialisation or for the market to 
develop, or simply to spread the cost of 
the patent process over a longer period. 

As such, we would recommend seeking 
advice when considering whether such 
expedited patent prosecution programs 
are suitable for you and your business.

Alex Brown
abrown@vennershipley.co.uk

1 “Fast-tracking Green Patent Applications – an 
Empirical Analysis” by Antoine Dechezlepretre, 
London School of Economics and Political Science

Recently IP has become a popular topic for the media 
and there is seemingly no let up. Hardly a week goes by 
without a story about a new case, a multi-million dollar 
settlement or the sale of a significant portfolio. So why 
is there such mainstream interest, and what effect is it 
having on public perceptions and understanding of the  
IP system?

The bulk of the articles have inevitably focussed on 
the recent big-money litigation between smartphone 
manufacturers. This, rather unsurprisingly, makes good 
reading because members of the public can relate to the 
products involved. Many will own one of the relevant gadgets, 
perhaps even using one to read the very same stories. This adds 
a personal element to what would otherwise be a business story, 
and it is easy to see why such stories are popular with the press. 

So how has the media coped with the intricacies of IP law and 
has the coverage been up-to-scratch? Well, one must feel some 
sympathy for the reporters who are tasked with writing about IP 
litigation. Few patent related matters are straightforward, and the 
reasons why cases are won or lost are often very complex. That said, 
patent litigation usually has a clear winner and a clear loser, so while 
the public may not appreciate why a case was won, at least they know 
the name of the victor.

From an IP industry perspective, increased media coverage of IP matters 
can only be a good thing. There is nothing as disheartening to an attorney 
than speaking to a company or startup who has lost out financially 
because they did not protect themselves. Greater awareness of IP issues 
can only help with this.

IP in the 
media
While those who work with or 
own Intellectual Property have 
few doubts as to its importance, 
traditionally it has been fair 
to say that IP has been poorly 
understood by members of the 
general public.

“From an IP industry 
perspective, 
increased media 
coverage of IP 
matters can only be 
a good thing. 

”
Scott Fletcher
sfletcher@vennershipley.co.uk

www.vennershipley.co.uk
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Pan-
European 
patent 
disputes
As you will be aware from the earlier article in 
this issue, the Unitary Patent system aims to 
provide a single patent covering the whole of the 
EU. At present, a granted European patent must 
be validated as a bundle of national rights, which 
must be litigated separately in national courts. 
This gives rise to the risk, amongst other things, 
of diverging decisions and lack of legal certainty 
when a patent proprietor wishes to enforce 
(or when a third party seeks revocation of) a 
European patent in several countries.

However, patent litigation within 
Europe under the current system 
appears, at least in some respects, to be 
addressing these issues already, before 
the implementation of the Unitary 
Patent system. 

Previously, judgments handed down 
by the European Court of Justice 
(ECJ), now the Court of Justice of the 
European Union (CJEU), had appeared 
to effectively prohibit full cross-border 
patent infringement decisions:

In GAT v LuK, the ECJ addressed the 
question of whether a ‘foreign’ national 
court could decide a validity objection 
concerning a patent from abroad, in the 
context of the meaning of Article 16(4) 
of the Brussels Convention (which has 
now been superseded by the Brussels 
Regulation). 

Article 16(4) forms an exception to the 
general principle of Article 2 of the 
Brussels Convention, which is intended 
to protect the rights of the defendant by 
stipulating that defendants domiciled in 
a Contracting State shall, whatever their 

nationality, be sued in the courts of that 
State.

Article 16(4) states: “the following 
courts shall have exclusive jurisdiction, 
regardless of domicile: in proceedings 
concerned with the registration or 
validity of patents….the courts of the 
Contracting State in which the deposit 
or registration has been applied for, 
has taken place or is under the terms of 
an international convention deemed to 
have taken place.”

In GAT v LuK the ECJ held that actions 
in which the validity of a patent is called 
into question can only be decided in the 
jurisdiction for which that patent was 
registered. However, the ECJ made it 
clear that Article 16(4) of the Brussels 
Convention did not cover disputes 
which do not concern the validity of the 
patent, and as such, infringement could 
still be decided upon where the question 
of the validity of the allegedly infringed 
patent was not called into question.

In another cross-border case, Roche 
v Primus, the ECJ held that a claim 

of infringement of separate national 
patents against multiple defendants 
domiciled in different EU Member 
States cannot be heard in the court of 
the State in which one of the defendants 
is domiciled.

In this case, Primus and Goldenberg, 
the proprietors of EP 0 131 627, brought 
an action for infringement before a 
court in the Netherlands against Roche 
Nederland BV, a company established 
in the Netherlands, and eight other 
companies in the Roche Group which 
were established in the USA and various 
European states. The companies in the 
Roche group that were not established 
in the Netherlands contested the 
jurisdiction of the Netherlands’ Court.

The ECJ decided that the relevant 
Article of the Brussels Convention, 
which grants jurisdiction over cases 
that are deemed to be connected, does 
not permit the suing of several foreign 
companies together with one local 
company before a single national court. 

GAT v LuK and Roche v Primus thus 
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appeared to have placed a prohibition 
on cross-border proceedings. However 
two more recent decisions suggest that 
a pan-European approach is possible in 
certain circumstances. 

In Actavis vs Lilly, the High Court ruled 
that proceedings regarding a request 
for declaration of non-infringement 
in relation to both UK and foreign 
designations of a European patent can 
be brought before the English Court.

Actavis had sought a declaration of 
non-infringement under Section 71 of 
the UK Patents Act with regard to a 
supplementary protection certificate 
which extended the life of Eli Lilly’s 
patent for the cancer drug Pemetrexed 
in relation to each of the English, 
French, German, Spanish and Italian 
national designations of the patent. 
Importantly, Actavis undertook not 
to challenge the validity of the patent, 
which meant that the exclusive 
jurisdiction given to countries in Europe 
under the Brussels Convention for 
challenges to the validity of registered 
rights was not engaged.

Eli Lilly accepted that the English 
Court had jurisdiction over the 
UK designation, but not over the 
French, German, Italian and Spanish 
designations of the patent. However, 
the Court noted that as all of the 
countries in question had signed the 
Agreement relating to Community 
Patents, and thus implemented the 
relevant Articles into their national 
laws, they therefore had identical 
substantive laws on infringement. As 
a result, the Court held, in the absence 
of evidence by Eli Lilly to the contrary, 
that it would apply English law to each 
national designation, on the assumption 
that those laws were substantively no 
different to English law. 

More recently, the CJEU has confirmed 
that a national court is not prohibited 
from granting pan-European interim 
protective measures in European 
patent disputes, even where exclusive 
jurisdiction is granted to a court of 
another Member State:

In Solvay v Honeywell, the Belgium 
company Solvay brought proceedings 
against three Honeywell companies 
before a Dutch national Court for 
infringement of the national parts of its 
European patent, EP 0 858 440. The 
patent was in force in several European 
countries, but notably not in Belgium or 
the Netherlands. Solvay subsequently 

applied for an interim order prohibiting 
infringement in all of the jurisdictions in 
which the patent was in force, pending 
a decision in the main proceedings. 
Honeywell responded by asserting 
that the patent was invalid, but did not 
formally apply for its revocation. Due 
to the complexity of the issues involved, 
the Dutch Court stayed proceedings and 
referred several questions to the CJEU 
regarding the interpretation of the 
Brussels Regulation.

The CJEU provided two rulings that 
are relevant for cross-border litigation: 
firstly, regarding whether or not the 
Dutch Court had jurisdiction over 
defendants domiciled in other Member 
States; and secondly, regarding whether 
a pan-European interim injunction 
could be granted, even though 
Honeywell had questioned the validity 
of the allegedly infringed national 
patents.

On the second point, the CJEU 
considered the interplay between Article 
22(4) (formerly Article 16(4) Brussels 
Convention – quoted above) and Article 
31 of the Brussels Regulation, which 
provides that national courts may 
order provisional measures, including 
protective measures, despite the fact 
that the courts of another Member 
State may have jurisdiction as to the 
substance of the matter.
 
The CJEU interpreted Article 22(4) 
as not excluding the application of 
Article 31 in circumstances such as 
those at issue in the main proceedings 
of this case. This decision thus confers 
jurisdiction on individual national 
courts to deal with a claim seeking 
interim relief on the basis of a national 
patent, irrespective of whether validity 
of the patent has been questioned. 
In the case of Solvay v Honeywell, 
therefore, it is open to the Dutch court 
to make an interim assessment on 
validity of the patent. This ruling is not 
as controversial as it may first appear as 
the interim assessment is non-binding, 
and the court in which the interim 
proceedings are brought does not make 
a final decision on the validity of the 
patent.

Some have questioned whether this 
latest decision in particular lessens, or 
even removes the need for the Unitary 
Patent system and the Unified Patent 
Court. However, whilst the Solvay v 
Honeywell ruling adds a useful tool to 
the European litigator’s toolbox, it is 
restricted to specific situations, firstly 
because it is limited to preliminary 
measures rather than main proceedings, 
and secondly because the defendants 
need to infringe the same national 
part(s) of the European patent. As such, 
the Unified Patent Court, which aims to 
provide a court system for enforcement 
of an EU-wide (less Italy, Spain and 
Poland) patent under unified legislation, 
would still appear to promise the 
most comprehensive means for pan-
European litigation.

Kate McNamara
kmcnamara@vennershipley.co.uk

“whilst the Solvay v 
Honeywell ruling 
adds a useful tool 
to the European 
litigator’s toolbox, 
it is restricted to 
specific situations ”
With regard to the first point, the CJEU 
noted the wording of Article 6(1) of 
the Brussels Regulation: “a person 
domiciled in a Member State may also 
be sued where he is one of a number of 
defendants, in the courts for the place 
where any one of them is domiciled, 
provided the claims are so closely 
connected that it is expedient to hear 
and determine them together to avoid 
the risk of irreconcilable judgments 
resulting from separate proceedings”. 

The CJEU ruled that this Article should 
be interpreted as allowing a national 
court jurisdiction over co-defendants 
domiciled in different member states, 
provided that the court had jurisdiction 
over at least one defendant or defender, 
and the defendants each infringe, in 
relation to the same product, the same 
national parts of the European patent 
in issue. However, the CJEU made it 
clear that it was up to the national court 
to determine whether the claims are so 
closely connected that it is expedient to 
hear and determine them together.
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