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Following the Court of Justice’s decision in Sky v SkyKick (Case 
C-371/18), what advice should trade mark practitioners be giving their 
clients when it comes to drafting a trade mark specification for a broad 
range of goods and services? 
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The Court of Justice’s decision essentially says that if an overly broad specification of goods and/or services 
has been registered, and the applicant had no intention to use the mark or else only in relation to some of 
those goods or services, the registration (or some aspects of it) may be invalid on the grounds of bad faith. 

The qualifier, though, is that it constitutes bad faith if the applicant (presumably at the time of applying) had 
the intention either of undermining the interests of a third party (which is thereby inconsistent with honest 
practices) or intended to obtain the trade mark right for a purpose or purposes other than those relating to 
the functions of a trade mark. This applies where that is the case for all or only some of the goods/services 
that were applied for. 
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To appreciate what is behind this qualifier is important to understand the thinking of the Court of Justice. The 
‘undermining’ of a third party’s interests relates back to the Chocoladefabriken Lindt & Sprüngli AG v Franz 
Hauswirth GmbH decision. In that decision, it was apparent that at the time of applying for the trade mark of 
the 3D Gold Bunny, Lindt were aware that Franz Hauswirth, an Austrian rival chocolatier, had been selling a 
similar Easter bunny since 1962 (albeit in a different gold foil wrapping), which was arguably similar and so 
could be confused. It was considered that Lindt’s intention was simply to stop Hauswirth from selling its bun-
ny at all, hence why this constituted bad faith. 

The second part of the qualifier seems intended to cover what might reasonably be called ‘defensive marks’. 
Those are marks similar to the main (used) mark, but whose purpose is to provide a further layer of protec-
tion about the main mark, and so deter others from filing similar ones. The functions of a trade mark being 
origin (described as the ‘essential function’), quality, advertising, image/communication and investment. 
From this, it would seem that if the applicant did not have any intention to use the mark for any one of these 
functions, that would constitute bad faith. 

What is not clear from the decision is who has the burden of proof, and how are they going to establish what 
the intention of the applicant actually was at the filing date? The usual rule is that the burden falls on the par-
ty alleging bad faith. What evidential proof, however, is required? 
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Had the UK stayed in the EU, this may have been an instance where English courts would have an ad-
vantage over their fellow EU jurisdictions, as English procedure allows for disclosure. This would at least 
have provided (perhaps) corroborating evidence as to what the proprietor was considering at the relevant 
time (see by analogy the impact of the Asda’s disclosure on the Court of Appeal in Specsavers International 
v Asda Stores at [20], which showed Asda clearly intended to copy (and parody) Specsavers’ logo and its 
slogan ‘Should’ve gone to Specsavers’). 
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One possibility, however, may be for the court to reverse the burden of proof. This is not without precedent 
given that it is on the alleged infringer to show due cause, when they are subject to an infringement claim 
where the proprietor’s mark has a reputation and the use of the alleged infringer’s sign is without due cause, 
takes unfair advantage etc. 

However that aspect is resolved, applicants applying for broad specifications should ensure that they truly do 
have a bona fide intention to use the mark for at least one of the functions, and for that to be well document-
ed from the outset. Following Sky v SkyKick it is inevitable that a very broad specification runs a risk of in-
validation for bad faith. 

Size of the entity seeking to apply for a broad specification is not necessarily the issue, as the Sky v SkyKick 
decision makes clear: it could simply be the specification includes a category that is already broad by its very 
nature, as here with computer software. The risk will rise exponentially, however, if the breadth of the speci-
fication is vast, in comparison with the apparent ability of the entity to use the mark in respect of all the 
goods/services being claimed. 

This does not, of course, mean proprietors should not seek to protect themselves by applying for marks that 
have a broad specification, if it is clear that there was a genuine belief that not only could the proprietor use 
the mark across the entire specification, but also that it would. 

In the end, common sense has to prevail. Just because you sell Christmas cards does not mean you should 
include Christmas trees in your specification if you have no intention ever to sell them. 

For more information about bad faith, see Practice Note: Absolute and relative grounds for refusal to register 
a trade mark. 

For more information about the judgment of the Court of Justice in this case, see News Analysis: Broad trade 
mark specifications cannot constitute grounds for invalidity but marks may be vulnerable to revocation where 
there is a positive lack of intention to use (Sky v SkyKick) and Practice Note: Trade marks tracker. 
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