
 

Colours are not indicative of manufacturer, but of 
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Sandoz Ltd) 
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IP analysis: In a further battle with Sandoz and its generic drug inhaler AirFluSal 
Forspiro (Forspiro), Glaxo sought to maintain a grip on the colour purple used for its 
Seretide Accuhaler and Evohaler. Having lost the fight in respect of its purple trade 
mark, Glaxo turned to passing off to prevent sales of Sandoz’s paler shade of purple 
on Forspiro. Lord Justice Arnold’s judgment is a model of precision and clarity, and 
provides the most meticulous analysis of survey evidence for use in passing off (and 
trade mark) litigation. It highlights why English courts rarely rely on surveys and 
contrasts the position with other jurisdictions. In essence, the judge had to decide 
whether the evidence showed that the shades of purple colour used by Glaxo were 
recognised as indicative of origin or that the purple Forspiro was an equivalent to 
Glaxo’s own product. Written by Paul A Harris, senior partner (IP litigation), at Venner 
Shipley LLP.  

Glaxo Wellcome UK Ltd and another v Sandoz Ltd and others [2019] EWHC 2545 (Ch) 

What are the practical implications of this case?  

Colours have long been a fertile battleground between traders seeking to monopolise readily 
recognisable indicia. With pharmaceuticals, there is an added incentive in that once a consumer is 
prescribed a particular drug/combination (and in this case a specific type of inhaler), the colour 
becomes crucial. It indicates the function of the drugs in the inhaler, eg different classes such as 
‘reliever’, ‘preventer’ and so on.  

It is also the case that switching patients to a different drug/inhaler combination is notoriously difficult; 
all the more so if the inhaler is coloured differently.  

Having a monopoly on a specific colour, therefore, is perceived as a means of preserving customer 
loyalty and so market share long after any patent may have expired.  

What this case establishes is that the unwritten convention (encouraged by medical agencies, such 
as the Medicines and Healthcare products Regulatory Agency (MHRA), and the National Health 
Service (NHS)) of using colours to indicate drug classes is paramount for patient safety. 

However, that aside, the key aspect of this case was the survey evidence and whether it complied 
with the Whitford Guidelines—hurdles the survey evidence must get over if it is to be considered at all 
by an English court. The judge spent a considerable amount of time analysing the surveys, and his 
comments make clear that each part of the Whitford Guidelines has to be addressed. 

What was the background?  

For over 15 years, Glaxo sold an asthma and a chronic obstructive pulmonary disease (COPD) 
treatment combining salmeterol and fluticasone using first its Accuhaler, and then its Evohaler. Both 
inhalers had two shades of purple (one of which also varied with the dosage). Glaxo alone used the 
purple colour. In 2015, Sandoz began marketing a generic drug combination competitor for COPD in 
its Forspiro inhaler. It was accepted that the respective devices differed in their methods of operation, 
so there would not be (nor was there any evidence of) confusion as a result. However, because there 
are different prescribing requirements for treatment of asthma and COPD, part of Glaxo’s case was 
that the use of purple would cause confusion in the prescribing for each treatment.  

In order to establish the requisite elements of a passing off action, particularly 
misrepresentation and confusion, Glaxo relied on four surveys—two conducted in 2015 (when the 
action first started) of GPs and also pharmacists, and a further two in 2016. These were ostensibly 
overseen by an acknowledged German expert in conducting surveys for trademark and unfair 
competition matters. The 2015 surveys were, however, primarily for use in support of the challenge to 
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its trademark in the UK Intellectual Property Office, to show the mark had acquired a distinctive 
character through use. As a result of criticism of the 2015 surveys, the 2016 surveys were carried out 
in order to address this.  

By the time of the trial, no instances of actual confusion had been evidenced. 

What did the court decide?  

The evidence comprised 46 factual witnesses, and the experts who either conducted or reviewed the 
surveys. Having set out the regulatory background regarding market authorisations, how drugs are 
prescribed, advertising and the treatment of asthma and COPD, the judge concluded that colour 
played a vital role in a patient’s safety. A patient would know which inhaler to use if they suffered an 
attack by reference to its colour.  

His view was supported by evidence relied on by Glaxo, even though this was contrary to Glaxo’s 
own reason for relying on it. Far from evidencing colour equals brand, two key independently 
produced documents showed that in the UK, colour is used to identify the relevant medicine. 

In analysing the methodology used for the surveys, it was apparent that two fundamental aspects of 
the Whitford Guidelines were not complied with—exactly how the surveys were conducted and the 
instructions to the interviewers. Combined with other failures, the judge concluded that the 2015 
survey evidence was of no value, and while the 2016 survey had some limited use, it did not 
demonstrate distinctiveness or support Glaxo’s case. 

Accordingly, Glaxo failed to establish any goodwill associated with them relating to the colour purple, 
and no misrepresentation leading to confusion. To the judge, the lengths Glaxo went to in order to find 
actual confusion (and finding none) were themselves telling.  

Finally, the judge took it upon himself to analyse the law in relation to passing off in considerable 
depth. He thereby clarified the distinction between ‘mere confusion’ and ‘deception’ (the former being 
insufficient), and the role of the defendant’s state of mind (a factor but not determinative).  
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