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The UK’s Current 
Legislative Framework

Intellectual Property law in the UK is 
currently framed by a combination 
of EU law and UK law (in this article 
we do not distinguish between 
English or Scots law etc.) In the 
following sections we shall explore 
the main intellectual property rights, 
and provide some comments and 
thoughts on how they may alter 
with Brexit both as strict law and in 
practical terms for professionals.

Presently because the UK is an 
EU member state, questions of 
jurisdiction regarding the courts of 
the UK and of different EU member 
states are governed by EU Regulation 
1215/2012 (on jurisdiction and the 
recognition and enforcement of 
judgments in civil and commercial 
matters). Proceedings concerned 
with the registration or validity of 
patents, trade marks, designs or other 
IP rights are reserved to the courts 
of the member state of deposit or 
registration, although the position 
differs for unitary EU-wide rights.  In 
those later forms such as Community 
Trade Marks or Designs, English 
Courts may presently sit and hear 
matters which have jurisdictional 
effect across the EU.  The future of the 
UK outside the EU will therefore affect 
those pan-EU rights the most.

Patents

Across Europe there have been, since 
the 1973 European Patent Convention 
(EPC), two systems to obtain patents; 

where EU law has impacted on 
patents concerns defences which 
are based upon EU competition 
law; and the relief awarded by the 
court for infringement must 
be compliant with the 
Intellectual Property 
Enforcement 
Directive 
2004/48 
(IPED).

How will Brexit 
affect Intellectual 
Property Rights?

the national member state system 
and applications to the European 
Patent Office for European Patents 
that then become national patents.  
The EPC is not a creature of the EU 
however, and so there will be no 
change whatsoever to the filing and 
prosecution of patents post Brexit.  
UK based patent attorneys will 
continue to be able to provide the 
full range of services including filing, 
prosecution and oppositions before 
the European Patent Office.

There is also a Community Patent 
Convention 1975 (CPC). The CPC 
was agreed between the member 
states of the European Economic 
Community (EEC) and the EEC 
became the EU of today.  The 
CPC was a step toward a 
unitary patent system, but 
was not ratified although 
many signatory countries, 
including the UK, aligned 
their laws regarding 
patent infringement to 
the provisions of the 
CPC. This could be an 
important point when 
we come to look at the 
future of the Unified 
Patent Court (UPC) 
which it was hoped 
would come into being 
in 2017.

The only other area 



Current EU patent 
package – what are the 
pros and cons to the 
Unified Patent Court 
(UPC)?

To fully understand whether the 
UPC is better than the present 
arrangement we need to look at 
what we already do.  Since 1977, the 
European Patent Office (EPO) has 
provided a centralised procedure to 
grant patents.  Today a patentee can 
apply to 38 countries that have signed 
the European Patent Convention 
(EPC).  The current ‘classical’ European 
patent granted by the EPO is not a 
unitary title; it confers a bundle of 
national patents, which, if litigated, 
are dealt with before corresponding 
national courts. Against that 
background it has long been a goal 
of a particular sector of intellectual 
property stakeholders to create 
a ‘true’ EU patent that exists in all 
Member States and can be enforced 
in one hearing for the whole of 
Europe. To some this is attractive, but 
it comes with a big risk. The unitary 
patent could be revoked in a single 
action before the new court, meaning 
that it could potentially be more 
vulnerable than the current ‘classical’ 
European patents, which have to be 
attacked at a national level, one by 
one.
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“it has long been 
a goal of a 
particular sector of 
intellectual property 
stakeholders to 
create a ‘true’ EU 
patent that exists 
in all Member 
States and can be 
enforced in one 
hearing for the 
whole of Europe

”

The Unified Patent Court 
(UPC)

Members of Venner Shipley have 
been involved for some time in the 
formation of the UK position on the 
UPC and remain so.  Its future is in 
doubt though there is much that can 
be done to encourage or discourage 
its application to the UK.  Let us start 
with the intent which pre-dated the 
Referendum:  The UPC's jurisdiction 
would cover (i) European patents 
which are not registered by their 
proprietors as 'opted out' of the 
new system, and (ii) new unitary 
patents (UPs) that would cover the 
EU member states that choose to 
participate in the new system.  The 

Unified Patent Court 
Agreement 

(UPCA) is only one of three legal 
instruments creating the unitary 
patent package. It is an international 
treaty among EU Member States. 
The other two legal instruments 
are the Regulations on unitary 
patent protection and on the 
translation arrangements for unitary 
patents.  The key EU legislation 
that would govern the new system 
is in the form of EU Regulations; 
1257/2012 (creation of unitary patent 
protection), 1260/2012 (language 
regime) and 1215/2012 (jurisdiction 
and recognition and enforcement of 
judgments as amended).   So whilst 
the UPCA is not part of the EU law, by 
restricting ratification to EU Member 
States, the UPCA presupposes that 
non-EU States cannot be Member 
States of the UPCA.  This would leave 
the UK outside the system as it stands 
post Brexit.  Though as we note later 
it might be possible for the UK to 

form part of an expanded non 
EU focused court.
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What are the unitary 
patent and the Unified 
Patent Court?

The ‘European patent with unitary 
effect’ (‘unitary patent’ for short) 
is a single patent that will cover all 
participating Member States of the 
European Union (EU). It has been 
proposed that, like the current 
‘classical’ European patent, the unitary 
patent will also be granted by the 
EPO and will be a single patent that 
will cover all participating Member 
States of the EU. Consequently, some 
EPC countries will remain outside the 
unitary patent because they are not 
EU members.

It is envisaged that European 
patent applications will be used to 
obtain either a ‘classical’ European 
patent, or a unitary patent. Under 
this arrangement, there will be no 
change whatsoever for searching, 
examination and grant at the EPO. 
On grant of the European patent, 
the applicant will have the choice 
of whether to obtain the usual 
bundle of national patents or go for 
unitary protection. The deadline for 
requesting the registration of unitary 
effect will be one month after grant. 
Renewal fees will then be payable to 
the EPO on an annual basis. Please 
refer to the Spring Summer 2016 
issue of Inside IP for information 
about fees. 

The unitary patent: Who’s 
in, and who’s out… 

Currently, all EU Member States have 
agreed to take part in the unitary 
patent, except Spain, and Poland. At 
the outset the ‘classical’ European 
patent is available for all contracting 
states of the EPC. The EU includes 
27 countries (shown in red on Figure 
1) whereas a total of 38 countries
have signed the EPC (which includes
those in blue); therefore, a ‘classical’
European patent can be obtained in
a total of 13 countries that are not

part of the EU.  The EU taking over the 
driving forward of a unitary patent 
and associated court has not been 
popular with EPC jurisdictions that are 
not in the EU as it will leave them only 
half in the new regime of patents.  For 
this reason, as we explain later the 
UK may have friends and supporters 
inside and outside the EU if we can 
find a path to UPC acceptance for non 
EU countries.

Figure 1: Contracting states of the 
EPC

Unitary patent: How will it 
work?

A unitary patent can be revoked by 
the Opposition Division or the Boards 
of Appeal of the EPO, in the same 
way a classical European patent can. 
It can also be revoked or be limited 
by an amendment of the claims, by 
the patent holder in a limitation or 
revision procedure before the EPO 
according to Article 105(a) of the EPC.
Initially, the unitary patent gives 
applicants the option to choose 
the unitary effect or a classical 
European patent for the states that 
do not participate in enhanced 
cooperation, such as Norway, Spain 
and Switzerland. However, double 
protection in the form of a European 
and a unitary patent for the state 
engaged in enhanced cooperation is 
not permitted.

Brexit and 
the Unitary 
Patent Court

UPC: Current situation

Ratification by 13 states is required 
for it to go live, and 3 of those must 
presently be the UK, Germany and 
France.  So far 11 including France 
have ratified.  

The consequence of the Brexit 
Referendum is the UK must now 
decide whether to ratify knowing 
that as it stands, the UK will be out of 
the UPC after Brexit because only EU 
members can be part of the regime.  
Consequently, we expect UPC 
ratification to be part of the Brexit 
negotiations.

The Preparatory Committee of the 
UPC has largely completed its work 
on: Legal frameworks & rules of the 
court; financial aspects; IT; facilities 
(e.g. buildings); and HR plus training.  
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“we would expect
the UK to focus on 
making the UK a 
more attractive 
place to test patents 
than the UPC

”

Therefore subject to Germany and the 
UK ratifying the UPC is ready to begin 
life in the next 12 months.

So will the UK be in the 
UPC or not?

There is certainly desire to have the 
UK remain part of the UPC both in 
the UK and overseas.  However, the 
political acceptability of how this is 
done is the issue.  In our view the 
best hope for UK participation will be 
in seeing a return to the Community 
Patent Convention path that could 
allow non EU members to participate.  
We should not forget that the UPC 
Agreement is not part of  EU law, 
though other important legislation 
that is creating the UPC is EU law. The 
Community Patent was a concept 
from the pre-EU era and if other 
countries are willing it is possible that 
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the approach 
could change 

and remove 
the UPC from the 

EU altogether thereby 
allowing the UK and other 

EPC states to participate. 

To keep the UPC as subject to 
EU law and CJEU would be hard 
for the UK primarily as a result 
of the political position following 
the Brexit Referendum, but also 
because being subject to EU law 
would create issues such expecting 
a non-EU Member State to assume 
liabilities for damages resulting 
from infringements of Union law as 
foreseen in Article 22 UPCA.  If other 
participating jurisdictions will agree 
to open up the UPC as originally 
intended in the original Community 
Patent proposal, then this could make 
the entire system more attractive as 
it opens up the right to countries like 
Switzerland to also participate.  In 
fact if open to all European Patent 
Convention (EPC) states the Court 
could apply to 38 countries that 
have signed the EPC, considerably 
more than the 28 EU states, and 
therefore of potentially greater value.   
If the EU Members who agreed to 

the UPC decided to agree to that 
approach there is actually little to be 
done to put in place the necessary 
international agreement and have 
the preparation done for the UPC 
switch into the new framework.  If 
that is not possible it is unlikely the 
UK can participate in the UPC as 
to have the Court of Justice of the 
European Union (CJEU) as supreme 
over an area of law the UK would defy 
what has become a central tenant 
of the UK Government’s positon on 
what Brexit means.  So in that case 
we would expect the UK to focus on 
making the UK a more attractive place 
to test patents than the UPC.  This 
can be achieved on cost, speed and 
importantly by hearing validity and 
infringement together.  The UK patent 
court is already world leading on its 
speed and quality of judgments when 
hearing validity and infringement 
together.


