
 

What price genuine use? Not for all the tea in 
China  
17/12/2019 

IP analysis: There’s an old adage: you get out what you put in. Never is this more true 
than when providing evidence of genuine use to prevent a finding of revocation for 
non-use before the Trade Marks Registry. Deputy Judge Stone’s reminder of this 
truism came too late for the Chinese proprietors of the ‘Wong Lo Kat’ mark (which 
means ‘King Old Lucky’). Couple this with the registrations being in classes 5 
(‘Beverages for medicinal purposes’) and 32 (‘Beverages’), when what was sold were 
herbal teas (in the form of tea bags, instant tea and tea extracts—which fall in to class 
30), and it begins to look far from lucky for the old king. Throw in the fact that the 
transliteration appears to be the wrong way round for good measure, and you have all 
the ingredients for a ‘how not to use a mark’ decision. Written by Paul A Harris, senior 
partner at Venner Shipley LLP. 

Multi-Access Ltd v Guangzhou Wong Lo Kat Great Health Business Development Co Ltd 
[2019] EWHC 3357 (Ch) 

What are the practical implications of this case? 

Having reiterated the limited scope an appellate judge has to interfere with a first instance judgment, 
the deputy judge included a quote used by the hearing officer in the Trade Mark Registry (TMR) 
proceedings, which epitomises the entire case and the lesson to be learned. The quote is of an 
Appointed Person (D Alexander QC) in Guccio Gucci SpA v Gerry Weber International AG (Case 
O/424/14) (not reported by LexisNexis®): 

‘The Registrar says that it is important that a party puts its best case up front-with the emphasis both 
on “best case” (properly backed up with credible exhibits, invoices, advertisements and so on) and 
“up front” (that is to say in the first round of evidence). Again, he is right. If a party does not do so, it 
runs a serious risk of having a potentially valuable trade mark right revoked, even where that mark 
may well have been widely used, simply as a result of a procedural error. […] The rule is not just “use 
it or lose it” but (the less catchy, if more reliable) “use it—and file the best evidence first time round—
or lose it”.’ 

As well as using the best evidence, ensuring the goods/services being applied for are registered in 
the correct class in accordance with the Nice Classification system is also important. The deputy 
judge, having referred to previous case law on the acceptability or otherwise of leaving out of 
consideration the class numbers, made clear that these were a key part of a third party’s 
understanding of what the proprietor was seeking to protect by his/her specification of goods/services. 
Were a UK tribunal to ignore the class numbers, he considered that UK practise would then diverge 
from that of the EU, giving rise to significant legal uncertainty. 

What was the background? 

In July 1993, two registrations for the 3 Chinese characters symbolising for ‘Wong Lo Kat’ were 
registered, as indicated above. Applications for revocation on the grounds of non-use were made in 
March 2018. 

At the TMR, only written witness evidence was provided comprising a number of licences (one 
relating to teabags/tea extract, and two relating to ‘herbal/medicinal drinks in liquid form’), some 
invoices from the proprietor to a Hong Kong company (some of which goods were said to have been 
exported to the UK), historical screenshots from a .co.uk third party website showing Wong Lo Kat 
herbal tea being offered for sale, and various sales figures (in US$) for ‘canned herbal tea products’. 

The hearing officer concluded that the proprietor had failed to provide sufficient evidence of genuine 
use in the UK. In particular, he noted that: 

•  there were no invoices specifically relating to the UK 
•  of the invoices provided none actually contained the trade marks 
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•  there was no evidence of sales resulting from the UK website, and in any event, it was 
unclear if such use was with the consent of the proprietor 

•  there was a complete lack of evidence relating to advertising spend, and sales figures 
more usually used in revocation actions 

In respect of the wrong classes used argument, he accepted that ‘herbal tea’ should be registered in 
class 30. Even if he had found use by reason of the invoices showing sales of ‘herbal tea’, as these 
were not goods covered by either of the class 5 or class 32 registrations, and so would not be 
genuine use of the goods, and would not save those registrations. 

The proprietor appealed. 

What did the court decide? 

The deputy judge concluded the hearing officer had not erred in law or on the facts as applied. There 
were, however, two matters not considered. The evidence showed that the marks alleged to be on the 
tea bag packaging (comprising 3 Chinese characters) were reversed on the .co.uk website, as well as 
on the canned liquid. The issue was whether this altered the distinctive character: if so, it could not 
support any ‘genuine use’. The deputy judge concluded it did alter the distinctive character and it was 
also not use of the mark as registered. 

The second, more involved issue, related to the specifications used, and the hearing officer’s failure to 
take the canned liquid herbal tea into account. Consideration was necessary of the TMR’s practice as 
to how the class numbers affected any limitation on the specification. This is particularly important 
where words used are vague or could also refer to goods/services in multiple classes. 

Having done so, the deputy judge then had to consider what the notional consumer would understand 
the canned (liquid) herbal tea to be, and so what the appropriate class and specification should be. 
This would not be ‘medicinal use’ and so the class 5 registration would not otherwise have been 
saved. In analysing the differences between class 32 (beverages) and class 30 (tea and tea 
products), the deputy judge again concluded the notional consumer would consider class 30 was 
more appropriate and would not consider it a beverage such as other non-alcoholic drinks. 

Accordingly, the deputy judge upheld the revocations for non-use and dismissed the appeal. 

Case details 

• Court: High Court, Chancery Division 

• Judge: David Stone (sitting as a deputy judge of the High Court) 

• Date of judgment: 12/12/2019  

 

 

FREE TRIAL 

Paul A Harris is a senior partner at Venner Shipley LLP, and a member of LexisPSL’s Case 
Analysis Expert Panel. Suitable candidates are welcome to apply to become members of the panel. 
Please contact caseanalysis@lexisnexis.co.uk. 

The views expressed by our Legal Analysis interviewees are not necessarily those of the proprietor. 
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