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A word from the editor
It seems like last winter went on for an age, and I for one am looking forward 
to a summer break. Relatively inexpensive short haul flights mean that 
travelling by plane is common in Europe, but plane travel is known to have 
environment issues. Electric cars are becoming commonplace, but what 
about a future with electric planes? Jack Rogan provides a detailed look at the 
aviation industry’s growing adoption of electric based technologies on pages 1 
to 3.

The General Data Protection Regulation (GDPR) has been big news in Europe 
over the last few months and brings big changes to the data protection 
landscape. Our legal team has real expertise in this area, and James 

Tumbridge and Kate Woolhouse discuss GDPR and its practical implications on pages 19 to 22.

On the trade mark front, David Yeomans discusses on page 5 and 6 a dispute between the beer 
maker BrewDog and Elvis Presley’s estate that provides some interesting lessons when it comes 
to protecting famous names. It is well known that the trade association that looks after the 
interests of Champagne producers vigorously protects the term “Champagne”. On pages 25 and 
26, Gloria Parmesan discusses an interesting case where Champagne was listed an ingredient 
in a sorbet. Also, on pages 13 and 14, David Birchall provides some practical insight on the 
important of keeping your trade mark registrations up to date.

Registered designs are an important tool in a company’s IP armoury, and George Hudson 
discuses some practical advantages of registered design protection on pages 9 to 11.

On the patent side, a few years ago, the EPO had a reputation for raising its fees fairly 
aggressively every two years. This trend seems to have halted for now and, as Rob Cork mentions 
on page 4, 1 April 2018 brought only relatively minor official fee increases as well as some official 
fee reductions. Also on the subject of changes at the EPO, Siân Gill discusses the EPO’s approach 
to assignments and how this has recently changed on page 12. 

Kate McNamara is one of our biotech specialists, and she discusses the birth of biotech on pages 
15 and 16 with Megan Booth. Looking to the future, CRISPR is likely to provide many important 
advances in medicine, and Matt Handley discusses an important EPO Board of Appeal decision 
related to this on pages 23 and 24. 

Vegan food is not a subject I thought was ripe for innovation. It turns out I was wrong, as Catrin 
Petty discusses on pages 7 and 8.

Collaborations are very common, but there can be risks and pitfalls. Rob Cork provides some 
practical suggestions on pages 33 to 35. Patent Box provides companies with incentives to 
reward exploitation of patented technology in the UK and Ian Grey provides an update on this on 
pages 29 and 30.

Siân Gill provides a welcome SPC update on pages 17 and 18, as well as a general case law 
update on pages 31 and 32.

Finally, Peter Thorniley looks at the latest news regarding the UPC on page 36.

About Venner Shipley:
Venner Shipley is a leading firm of European 
patent and trade mark attorneys and lawyers, 
representing a broad range of clients including 
major domestic and international corporations, 
SMEs, universities and individual inventors.

We are ranked among the best firms in both 
patents and trade marks by the Legal 500, 
Chambers Directory and Managing Intellectual 
Property Magazine and we pride ourselves on 
our high standards of service and quality.



Europe’s new aviation 
vision: is electric the future?
When, not if, we finally exhaust the supply of non-
renewable energy sources, how will we continue 
to travel for work or to see our friends and family 
across the world? Or maybe more importantly for 
some, how will we get to the sandy beach we’ve 
been sitting at our desks dreaming of?
All fantasies of sandy beaches aside, 
as the industrial world begins to 
address this very real and large 
problem and begins to push towards 
greener, more environmentally 
friendly technologies, it is no surprise 
that there have been success stories 
in multiple industries. One of many 
examples, is the rise of electric, 
hybrid, and fuel cell powered 
vehicles in the automotive industry. 
It should not come as a surprise 
that the aeronautical and aerospace 
industry is racing to provide greener 
and more environmentally friendly 
technologies. A race between rivals in 
a competitive market to monopolize 
“green flight” is on but is also being 
pushed by various regulations and 
agreements including the European 
Commission’s Flightpath 2050 Vision 
for Aviation (the Vision) in which the 
key stakeholders of European aviation 
have come together to outline the 
objectives for the future of the 
aeronautical industry. 

Amongst the general goals, the 
Vision sets out the aims of reducing 
aviation’s impact on citizens and the 
environment by reducing noise as 
well as greenhouse gas emissions. In 
fact, the EU’s technical environmental 
goals are to reduce the emissions of 
CO2 by 75%, NOX by 90%, and noise 
by 65%1.

The aeronautical industry has long 
been working towards reducing fuel 
consumption in a bid to save money. 
Lower fuel consumption equates to 
a critical saving in weight which can 
mean less fuel is required or, perhaps 
more importantly, means more 
passengers and goods can be carried 
by the aircraft.

1

Lower fuel consumptions have so far 
been achieved by, for example, the 
use of high-bypass ratio turbofan 
engines, which were proposed as 
early as 1936, as evidenced in Frank 
Whittle’s UK patent application no. 
471, 368 (below). These high-bypass 
ratio turbofan engines have been 
further refined over the years to 
provide ever increasing fuel efficiency 
and noise reduction. Other examples 
for achieving “greener” flight include 
weight saving on aircraft parts and 
even in the engines themselves, as 
well as aerodynamic optimisation.
 

Bio-fuels are, however, associated 
with several issues: 

1 it may take considerable 
investment to commercialise new 
technologies to convert biomass, 
e.g. sugarcane, into bio-fuel; 

2 the crops from which the fuel is 
made would be competing for 
growing space with crops used to 
feed the world’s population; and

3 the fuel used to power aircraft 
engines is generally heavier than 
fuel used to power other vehicles.  
Hence bio-fuels may not have a 
cross-industry application, making 
it difficult to attract investment.

So the question currently being 
asked is whether the future of aerial 
transportation is electric powered 
aircraft? Possibly. Paul Eremenko, 
Chief Technology Officer of Airbus, 
clearly thinks so2. Airbus, Rolls Royce, 
and Siemens think that they can solve 
the problem of reducing CO2, NOX, 
and noise emissions by replacing 
a turbofan engine with an electric 
motor and, in doing so, follow the 
automotive industry down the route 
of electric, or at least hybrid, powered 
vehicles2. The name that has been 
given to this revolutionary project is 
“The E-Fan X”, in which the goal is to 
replace one of the turbofan engines 
of a 100-seat BAe146 aircraft with a 
2 MW electric motor and Rolls-Royce 
AE2100 gas turbine to power a 2 MW 
generator (below). 
 

The reduction targets set out in 
the Vision are so great that they 
are unlikely to be achieved by a 
combination of higher bypass ratio, 
weight-saving, and aerodynamic 
optimisation alone. As a result, many 
companies are looking into the use 
of bio-fuels. Some in the bio-fuels 
industry even claim that certain bio-
fuels could cut greenhouse emissions 
by up to 80% compared with 
traditional jet fuel. 

Electric power is already part of 
the history of the aeronautical 
industry. Batteries and electric 
motors have previously been used to 
power recreational remote control 
aircraft and are now even used to 
operate larger unmanned aerial 



“it is clear that ... 
electric powered 
aviation is already 
well and truly 
established and is 
likely to stay

”
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vehicles for surveillance or search 
and rescue. There has even been a 
circumnavigation of the Earth by a 
fixed-wing aircraft, the Solar Impulse 
2, which used solely solar power3 

(below).
 

than comparable drive systems6. 
The power to weight ratio of over 5 
kW/kg is partially due to the finite 
element analysis conducted to design 
a new lattice-like structure which was 
implemented in the end shield of 
the motor, instead of using the usual 
aluminium slab, to reduce its weight 
by half. This is to be reduced by half 
again using a carbon fibre-reinforced 
polymer.
 
Other potential modifications 
included cobalt-iron alloy stators for 
high magnetisability, rotor permanent 
magnets in a Halbach array to direct 
flux using the minimum amount 
of material, and conductor cooling 
provided by electrically non-
conductive liquids. The result is a 
motor that could propel a 4 seater 
aircraft with a take-off weight of up 
to 2 tons6 and that is not far off the 
500 kW to 2MW that some estimate 
would be needed to fly small aircraft 
regionally.

The workload for this project is being 
split between the three companies, 
each having responsibility for 
different aspects of the design. 
Airbus is responsible for the overall 
integration, as well as control 
architecture of the hybrid-electric 
propulsion system and batteries, 
and its integration with the flight 
controls. Siemens is responsible for 
delivery of the 2 MW electric motors 
and their control unit as well as the 
power distribution system. Rolls 
Royce is responsible for the turbo-
shaft engine, the 2 MW generator and 
power electronics, and will also help 
Airbus with the fan adaptation to the 
nacelle and the Siemens motor.

This means that rather than the 
purely electric flight as achieved on 
the E-Fan and Extra 330LE, the E-Fan 
X will be hybrid powered. The Rolls 
Royce AE 2100 Gas Turbine will be 
housed in the fuselage of the aircraft 
and will combust fuel, much like the 
remaining turbofan engines. The 
energy output of the combusted fuel 
will then be used to spin the rotor 

Airbus has already designed, built, 
and flown a 2 seater electric powered 
aircraft, the E-Fan4, which was 
demonstrated at the Farnborough 
Airshow in 2014. In this technology 
demonstrator the motors were 
powered by a series of batteries 
located in the inboard section of the 
wing. The batteries were lithium-
ion type 18650 with an energy 
density per battery of 207 Wh/kg 
and provided total energy of 29 kWh 
whilst weighing in at 167 kg. This 
provided up to an hour of flying for 
an aircraft with a maximum take-off 
weight of 600 kg. Airbus has also 
been working on concepts such as the 
Distributed Electric Ducted Fan Wing 
(US2017190436) which incorporates 
ducted fans on the lifting surfaces 
to enhance aerodynamics and 
performance (below). 
 

Siemens were also working on 
solutions for providing electric 
powered flight before this joint 
venture was announced. In Siemens’ 
case, the focus was on an electric 
motor. Back in 2016, an electric 
powered 2 seater aircraft, an Extra 
330LE aerobatic plane, demonstrated 
Siemens’ SPD260D motor (above 
right). The figures for the new motor 
were certainly impressive with 
Siemens reporting that the motor, 
which weighs only 50 kg, has an 
output 260 kW at as little as 2,500 
rpm5. This is 5 times more power 

From the achievements by the 
aeronautical industry already, it is 
clear that, although not common, 
electric powered aviation is already 
well and truly established and is 
likely to stay. So, can the aeronautical 
industry make the technology work 
when it is scaled up to power large 
passenger aircraft and how long will 
it take? At the time of writing, Airbus, 
Rolls Royce, and Siemens obviously 
feel that it is possible. Siemens 
expects to see aircraft with 100 
passengers and a range of 1,000 km 
by 20305 in just over 10 years! More 
ambitiously, the group is aiming for 
the E-Fan X project to fly in 2020 with 
at least one, if not two, of the gas 
turbine engines replaced by 2 MW 
electric motors.



or graphene batteries, improved 
electrolytes, or new architecture 
which provide vastly improved energy 
densities; the age of all electric wide-
bodied long-haul aircraft still seems to 
be beyond the horizon.

Whilst this is the case, those 
same engineers will continue to 
simultaneously reduce the impact 
of our liquid fuel engines until we 
are ready to make the switch to the 
all-electric variety. It is likely that 
the innovations from this sector will 
continue to be directed towards slight 
improvements on the current aircraft, 
with those directed towards hybrid 
and electric technologies constantly 
increasing. What will be interesting is 
whether aeronautical companies will 
decide to patent their future electric 
technologies or keep them secret until 
the battery technology is sufficiently 
advanced for the other innovations to 
be implemented efficiently. All we can 
do is wait and see, preferably on that 
sandy beach…

Jack Rogan
jrogan@vennershipley.co.uk 
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of the 2MW generator which will 
generate the electricity used to power 
the motor. The motor will rotate the 
fan which will ultimately provide the 
thrust of the experimental engine.

So, although traditional fuel will still 
be being burnt, there is likely to be a 
significant fuel saving during cruise 
due to the higher efficiency of a gas 
turbine driven electric motor. When 
additional power is required, such 
as during take-off or landing, the 
additional power is to be provided 
by the batteries allowing further 
fuel saving during each flight. Plus, 
emissions and noise are reduced. In 
fact, the Head of Flight Demonstrators 
at Airbus envisages that fuel savings 
could be in the “double digits” 7. 
The savings may be even higher if 
eventually all the turbofan engines 
are replaced by the experimental 
arrangement.

If this project is a success it will be 
a huge leap forward in electrifying 
possibly the most complicated form 
of commercial transport. The project 
does, however, have some rather 
large hurdles that must be overcome 
before it can be deemed a success. 
Even if it does jump those hurdles, 
some may still ask why the project is 
focussed on hybrid power systems 
and not solely electric powered 
aircraft? Perhaps the largest hurdle, 
and reason the project is not focussed 
on purely electric power, is the 
batteries.

Simply put, current battery technology 
does not have a high enough energy 
density; and the power-to-weight 
ratio is not high enough. For example, 
combustible fuels like kerosene  
have an energy density of roughly 
40 MJ/kg, about 12,000 Wh/kg. If you 
compare the energy density of the 
lithium-ion batteries which powered 
the first E-Fan, it is about 60 times 
less. In other words the specific 
energy of batteries is roughly 2%  
that of liquid fuel. Remember, the 
167 kg of batteries on the 600 kg 
E-fan was enough for roughly an hour 
flying at low speed. In comparison, 
the operational empty weight of a 
standard Bae146 is roughly 24,000 kg.

The numbers seem to suggest that 
the battery weight for an electric 
aircraft would be 60 times that of the 
fuel weight for a current aircraft for 
the same flight. However, this does 
not take into account the efficiency of 

electrical motor compared to internal 
combustion. By some estimates this 
would reduce the energy densities 
required by batteries down by 
between half to three-quarters, 
before taking into account that an 
electric motor weighs a lot less than a 
turbojet engine. 

Add to this the fact that there is 
a slow but consistent increase in 
battery energy density of 2-3% a year, 
a battery providing 1,000 Wh/kg,  
or somewhere between 16-33% 
the density of kerosene, may be 
achievable this century. This may be 
enough to fly up to 100 passengers on 
short flights.

When this is finally achieved, the 
way we fly will be changed forever. 
Airlines using aircraft that make 
significantly less noise may be able 
to take-off and land during the night, 
resulting in more flexible travel. The 
air quality surrounding airports will 
also be significantly increased. Even 
the shape of the aircraft we travel in 
may be dramatically different as focus 
would shift towards better optimising 
aerodynamics and design around the 
new engines.

A final problem facing electric 
powered aircraft is whether the 
industry can be convinced to adopt 
the technology straight away. The 
manufacturers appear to want to 
do so, but whether the airlines do 
is another story. The uptake of the 
electric aircraft engine may have 
many parallels with the treatment of 
Frank Whittle’s jet engine in the 1950s, 
which was largely ignored at first, as 
explained in our Spring/Summer 2014 
edition.

Either way, the aeronautical industry 
as a whole appears to be set on 
making electric powered aircraft a 
reality. The collaboration of Airbus, 
Rolls Royce, and Siemens is not 
unusual. Companies such as EasyJet 
and Wright Electric or Horizon X 
and Zumun Aero are also looking to 
work together towards the common 
goal of aircraft electrification. 
Unquestionably, the engineers 
taking up this challenge will produce 
innovative solutions to the problem 
facing the industry and move us 
towards greener flight. However, 
unless a significant breakthrough 
is made in the development of the 
battery, whether it be new materials, 
such as magnesium, lithium-metal, 



each page over 35), their introduction 
nevertheless represents a significant 
departure from previous UKIPO 
practice. In the past, the UKIPO did 
not impose any such surcharges on 
GB patent applications. 

Since many of the major patent 
offices already levy similar surcharges 
for excess claims and pages, many 
applicants routinely file applications 
with no more than 15-20 claims to 
avoid incurring excess claims fees. As 
such, the introduction of the excess 
page and claims fees at the UKIPO is 
unlikely to have a significant impact 
on drafting practices.

Rob Cork
rcork@vennershipley.co.uk 

The new fee schedule, which came 
into force on 1 April 2018, also 
includes a reduction in the official fees 
for PCT applications where the EPO 
is the ISA or IPEA. The International 
Search fee is reduced from €1,875 
to €1,775, while the International 
Preliminary Examination fee is 
reduced from €1,930 to €1,830. 

However, there were two increases 
in fees. For PCT (international) 
applications entering the European 
national phase, prior to 1 April 2018 
there was a €190 reduction in the 
search fee where the international 
search authority was the United 
States Patent and Trademark Office 
(USPTO), the Japanese Patent Office 
(JPO), the Korean Intellectual Property 
Office (KIPO), the Chinese Intellectual 
Property Office (SIPO), the Federal 
Service for Intellectual Property 

(Russian Federation), or the Australian 
Patent Office. This reduction no 
longer applies from 1 April 2018, so 
that the cost of entering the European 
national phase for some applicants 
will increase by €190. Also, the EPO 
Appeal fees increased on 1 April 2018 
from €1880 to €2255. 

In addition, the UK Intellectual 
Property Office (IPO) has also recently 
introduced a number of changes to 
the official fees for GB patents and 
patent applications, which came 
into force on 6 April 2018. Alongside 
relatively modest increases in the 
official application, search and 
examination fees, the more notable 
change is the introduction of excess 
claims fees and excess page fees. 
Although the new fees are relatively 
low compared to other jurisdictions 
(£20 for each claim over 25; £10 for 

www.vennershipley.co.uk
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Update on UKIPO 
and EPO fee changes
The European Patent Office (EPO) recently 
announced that the large majority of official fees 
for EP patent applications would not be increased 
this year. 
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Scottish craft beer company BrewDog has won a trade 
mark battle with the late Elvis Presley’s estate as a result 
of which BrewDog is now free to use and register the 
trade mark BREWDOG ELVIS JUICE for beer and ale. 

BrewDog wins trade 
mark dispute against  
Elvis Presley’s estate

BrewDog –v- Elvis: 
background to the dispute
BrewDog launched its grapefruit and 
blood orange infused Elvis Juice IPA 
in 2015 which soon established itself 
as one of the company’s best selling 
beers.

In November 2015 BrewDog filed 
two UK trade mark applications. The 
first application was for the mark 
ELVIS JUICE and the second was for 
the mark BREWDOG ELVIS JUICE. The 
applications covered beer and ale. 
Both applications were opposed by 
ABG EPE IP LLC (‘ABG’), the company 
holding the trade marks of the Elvis 
Presley estate. The oppositions 
were based on a claimed likelihood 
of confusion with ABG’s EU trade 
mark registrations of ELVIS and 
ELVIS PRESLEY. These registrations 
cover various cleaning substances/
cosmetics and a variety of food and 
drink products including beer.

Initial decision
In June 2017 the initial decision was 
issued in the dispute; the Hearing 
Officer found in favour of ABG, upheld 
the oppositions and refused both of 
BrewDog’s trade mark applications. 
The crux of the judgment was the 
Hearing Officer’s finding that the 
average consumer would consider 
Elvis to be the most prominent part 
of the ELVIS JUICE and BREWDOG 
ELVIS JUICE trade marks and would 
therefore be confused into mistakenly 
believing that products bearing either 
of those marks originated from the 
Elvis estate. BrewDog appealed to the 
Appointed Person.

The dispute highlights some 
interesting issues relating to the 

protection of famous names as trade 
marks.

Protecting famous names 
as trade marks
Numerous famous names have been 
registered as trade marks. Notable 
examples include KYLIE MINOGUE 
and DAVID BECKHAM. Generally 
speaking it is advisable for a famous 
person (or their representatives) 
to obtain a trade mark registration 
for his/her name since it will allow 
a degree of control as to how the 
name can be used in a merchandising 
context. However, the process is not 
always straightforward.

When used as a trade mark in relation 
to certain goods or services, it is 
possible that a famous name may 
appear to the average consumer as 
an indication that the goods/services 
are about the person whose name the 
trade mark concerns rather than an 
indication that the goods/services are 
supplied by, or under the control of 
one undertaking. If the famous name 
is so descriptive in relation to the 
goods/services for which registration 
is sought that it could not be 
perceived by consumers as anything 
other than a description of the subject 
matter of the goods/services then an 
application to register the name as 
a trade mark may be refused on the 
basis that the name is not capable of 
functioning as a trade mark (i.e. as a 
badge of origin). Even if registration 
is granted, it may be difficult to 
enforce it against third parties since 
it is permissible to use a trade mark 
to tell consumers what the subject 
of a product is. For example, even 
though the name DAVID BECKHAM 
is protected as a registered trade 



applied for is only low (and therefore 
it might be difficult to prevail on 
likelihood of confusion alone), in 
certain circumstances proof that the 
opponent’s mark has a reputation can 
carry an opposition over the line. 

Take-home messages
This case serves as a reminder of the 
importance of persistence in trade 
mark disputes of this nature. Had 
BrewDog simply accepted the initial 
decisions, the likelihood is that it 
would have had to rename one of 
its most popular products; instead, 
as a result of its successful appeal, it 
should shortly obtain a UK trade mark 
registration for (and, perhaps more 
importantly, is free to carry on using) 
its BREWDOG ELVIS JUICE mark, surely 
one of its most important trade marks.

This case also highlights the fact that 
the protection of famous names 
as trade marks is something of a 
balancing act. By virtue of their 
fame, these trade marks enjoy 
broader protection in some senses 
(since reputation can help to offset 
differences between respective trade 
marks in a dispute); however, on 
the other hand, if a famous name 
is likely to appear to the average 
consumer as an indication that the 
goods/services are about the person 
whose name the trade mark concerns 
rather than as a badge of origin 
then, in certain circumstances, this 
is likely to make it difficult to register 
of enforce the mark against third 
parties (since famous names are not 
necessarily perceived as indications of 
commercial origin). 

Matters are rarely cut and dried with 
trade marks and famous names are 
no exception: context is key!

David Yeomans
dyeomans@vennershipley.co.uk 
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mark for calendars, the proprietor of 
the registration may find it difficult 
to prevent a third party from selling 
a calendar about David Beckham, 
provided that the calendar did not 
claim, or imply, that a commercial link 
exists between the proprietor of the 
DAVID BECKHAM trade mark and the 
party responsible for the calendars.

Appeal grounds
BrewDog argued that the Hearing 
Officer had assessed the likelihood 
of confusion incorrectly and had 
paid attention to certain facts that it 
shouldn’t have. 

A principle known as judicial notice 
entitles the Hearing Officer to 
consider everyday facts as proven 
without having evidence led to 
support them; however, such facts 
need to be notorious otherwise the 
Hearing Officer risks straying into 
supposition, which is not permitted. 

BrewDog argued that the Hearing 
Officer should not have taken judicial 
notice of the “fact” that when seeing 
the name Elvis in the context of 
beer the average consumer would 
think of Elvis Presley (a key factor 
in the Hearing Officer’s finding that 
consumers would be confused) 
because this could not be proven 
without evidence. 

Appeal decision – 
likelihood of confusion?
The Appointed Person selected to 
hear BrewDog’s appeal case gave fairly 
short shrift to the appeal in relation to 
the ELVIS JUICE mark, dismissing it on 
the basis that the similarities between 
the marks are such that the average 
consumer would consider ELVIS JUICE 
beer and ELVIS beer to come from 
the same stable. Given the closeness 
of the respective marks, this decision 
seems logical.

Contrastingly, BrewDog’s appeal in 
relation to BREWDOG ELVIS JUICE was 
successful. The Appointed Person 
agreed with BrewDog that the Hearing 
Officer was not entitled to take judicial 
notice that beer consumers who see 
the word Elvis would automatically 
think of Elvis Presley. 

The Appointed Person also held that 
the mark BREWDOG ELVIS JUICE 
evokes numerous concepts (names, 
dogs, brewing and liquids) whereas 
Elvis is just a name. 

Further, the ELVIS trade mark was 
held to be only averagely distinctive 
(in that it is a rather unusual name) 
and the element BREWDOG was held 
to be at least, if not more, distinctive 
than ELVIS. 

For these reasons, the fact that the 
marks shared the common element 
Elvis was deemed insufficient for 
consumers to think that a commercial 
link exists between ELVIS and 
BREWDOG ELVIS JUICE. Despite the 
Appointed Person himself admitting 
that he would think of Elvis Presley 
when he saw the name Elvis as part of 
a product or brand name, it was held 
that BREWDOG ELVIS JUICE was just 
too different to ELVIS for there to be 
a likelihood of confusion on the part 
of the public (i.e. consumers would 
not think that two different beers one 
bearing the trade mark BREWDOG 
ELVIS JUICE and the other the trade 
mark ELVIS, originated from the same, 
or a commercially linked, company). 

Reputation claim not 
maintained
An interesting aside in this case is 
the fact that ABG did not maintain 
its initial claim that its Elvis marks 
enjoyed a reputation in the UK (by 
virtue of being known by a significant 
part of the relevant public) and that 
the BrewDog’s trade marks took 
unfair advantage of that reputation. 
This ground was initially pleaded in 
both oppositions; however, the pleas 
were dropped before the opposition 
decisions were issued. 

ABG presumably had good reason for 
not maintining its reputation claims. 
However, generally speaking where 
there is a risk that you might not be 
able to make a bullet-proof case for 
likelihood of confusion, it may be 
worth including and maintaining a 
claim that your registered trade mark 
enjoys a reputation (if appropriate) 
and that the use of the later mark 
without due cause would take unfair 
advantage of, or be detrimental to, 
the distinctive character or the repute 
of your earlier trade mark. This is 
because the tests are different – 
even where the similarity between 
the opponent’s mark and the mark 

“the protection of famous names as trade 
marks is something of a balancing act

”
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“the Impossible Foods team 
had developed a scalable 
and sustainable way of 
producing heme. Due to 
this innovation, they have 
now been able to launch 
their first product, the 
Impossible Burger.

”

The yeasty boys: 
how vegan innovators 

are changing the 
foods we eat
People used to view veganism as a 
niche fad favoured by weedy, socks-
and-sandal-wearing hippies. However, 
despite these negative stereotypes, the 
number of people identifying as vegans 
appears to be growing exponentially. 
Vegan Life Magazine reported in 2016 that there were over half 
a million vegans in the UK, an increase of over 350% compared 
to 2006.  Even more impressively, a report by the research 
firm GlobalData in 2017 stated that 6% of US consumers when 
asked identified as vegan, compared to 1% in 2014.

Furthermore, with celebrity proponents of the vegan diet 
including Beyoncé, Bill Clinton, Stevie Wonder and Mike Tyson, 
to name but a few, it is not hard to see why the old stereotypes 
are being dismissed.   

An early company to court the vegan and vegetarian markets 
was Marlow Foods Ltd, who developed Quorn, a meat 
alternative made from the soil mould Fusarium venenatum. 
Previous attempts to produce a foodstuff made from  
F. venenatum were unsuccessful due to excessive levels of 
DNA or RNA in the final product. If consumed, purines (found 
in DNA and RNA) are metabolised and produce uric acid, 
which can cause gout. However, Marlow Foods Ltd developed 
a heat treatment which removed the excess levels of RNA and 
they filed a patent application to protect this core technology 
in 1985.  

Based on this innovation, Marlow Foods launched a number 
of vegetarian and vegan products sold under the label 
Quorn Foods. While the initial patent application has now 
expired allowing competitors the opportunity to make similar 
products, Quorn has become a household name and brand 
recognition allows Quorn Foods to maintain a large stake 
in the market. Furthermore, Marlow Foods continues to file 
patent applications to protect new innovations and products: 
for instance they have recently filed a patent application to 
protect a product comprising F. venenatum which uses agar to 
bind the filaments of fungi together and allows the product to 
be texturised to resemble meat; the use of agar instead of egg 
albium means that the product is suitable for vegans.  

It is clear that Quorn Foods’ strategy is working as they recently 
announced a growth of 16% globally in 2017. 

Meanwhile, with the large growth in popularity of vegan diets, 
it is no wonder that other food companies are looking to 
establish themselves in the vegan market. For instance, at its 
investor summit in September 2017, Nestlé said that they were 
interested in offering plant-based products to appeal to not 



Over a summer in Cork, Pandya 
and Gandhi were able to genetically 
modify a species of yeast called 
Kluyveromyces lactis to produce the 
four key casein proteins and the 
two key whey proteins found in 
milk, namely α-S1 casein, α-2 casein, 
β-casein, κ-casein, α-lactalbumin and 
β-lactoglobulin. Pandya and Gandhi 
were also able to produce milk fat 
triglycerides by transesterifying 
short-chain triglycerides into high 
oleic sunflower oil. By combining the 
proteins and fats together with sugar, 
ash, calcium and other additives they 
were able to produce a cow free milk. 
Pandya and Gandhi filed a patent 
application to protect this technology. 

Over their summer in Ireland, Pandya 
and Gandhi also generated a lot of 
interest in the press which led to 
them being contacted by Horizons 
Ventures, a venture capital firm based 
in Hong Kong. Horizon Ventures 
invested $2 million in Perfect Day 
after a meeting in Hong Kong which 
involved a representative from 
Horizons Ventures tasting a sample 
of the milk Pandya and Gandhi had 
produced. This gave Pandya and 
Gandhi the money to relocate to 
Silicon Valley and work on perfecting 
their product. 

Perfect Day recently received 
their first granted patent for their 
technology. At the same time they 
announced a round of Series A 
funding, and were able to raise $24.7 
million, bringing Perfect Day a step 
closer to realising their dream of 
having vegan friendly dairy products 
“in every aisle of the grocery store”. 

In summary, with its high growth, 
the vegan sector is an exciting area 
where innovators are pushing the 
boundaries of what was thought 
possible. By using patents application 
to protect these innovations, 
companies are able to obtain large 
investments to fund their innovative 
work. 

 

 

 

 

 
Catrin Petty 
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only vegans but also to vegetarians 
and flexitarians (people who largely 
follow a vegetarian or vegan diet but 
do occasionally eat meat).  

Furthermore, it is not just the 
multinationals that are looking to 
get in on the act. A number of start-
ups based in Silicon Valley are also 
developing innovative vegan foods. 

One such company is Impossible 
Foods, the brainchild of Patrick O. 
Brown. In 2009, Brown reached the 
conclusion that the world’s largest 
environmental problem was the use of 
animals to produce food. Accordingly, 
Brown decided to take an 18-month 
sabbatical with a view to solving this 
problem. Firstly, Brown set out trying 
to educate people about the effect the 
meat industry has on the environment 
in the hope that this would change 
consumer behaviour; but this 
approach gained little traction.  

Not willing to admit defeat, Brown 
decided that he had to try a different 
strategy. Accordingly, rather than 
educating people and appealing 
to their consciences, he decided 
to make a food product with a low 
environmental footprint that people 
would choose to buy instead of 
meat. Since beef is widely regarded 
as the worst meat to farm from an 
environmental perspective, Brown 
decided to start out by producing a 
vegetarian version of the beef burger. 
Armed with this idea, Brown was able 
to procure $3 million in seed money to 
found Impossible Foods. 

Now Brown needed to work out 
what it is that gives beef its signature 
taste. Brown had a hunch that the 
key ingredient would be heme, the 
molecule in blood that makes it red 
and carries oxygen. The heme found in 
animals, and consumed in traditional 
beef burgers, is carried by a protein 
called myoglobin. However, heme is 
also found in plants where it is carried 
by a protein called leghemoglobin. In 
particular a leghemoglobin is found 
in the roots of leguminous plants, 
such as soy, where it is used to extract 
nitrogen from the air.  

In theory it would be possible to 
extract the heme directly from soy 
roots. However, this would require 
vast amounts of soy beans to be 
farmed and the process of growing 
all of the soy beans and extracting 
the heme would be costly and would 

increase the environmental footprint 
of the final product. Accordingly, the 
team at Impossible Foods decided 
that they needed to develop a 
new method of producing heme 
sustainably.  

With this in mind, the team at 
Impossible Foods took the gene from 
soybeans that encodes the heme 
protein and inserted it into a species 
of yeast called Pichia pastoris. By doing 
this the Impossible Foods team had 
developed a scalable and sustainable 
way of producing heme. Due to this 
innovation, Impossible Foods have 
now been able to launch their first 
product, the Impossible Burger, 
which they claim “uses 75% less water, 
generates 87% less greenhouse gases, 
requires 95% less land and 100% fewer 
cows” than a traditional beef burger. 

During development, Impossible 
Foods filed a number patent 
application to protect their inventions 
and they have now obtained granted 
patents in a number of countries and 
regions including Europe and the US. 
In light of these innovations, and their 
granted IP, Impossible Foods were 
able to close another funding round 
in August 2017 where they raised 
$75 million with backers including 
Bill Gates. With their pending patent 
applications extending beyond 
burgers and into dairy products, it will 
be interesting to see what Impossible 
Foods does next. 

Perfect Day (originally called Muufri) is 
another Silicon Valley based start-up 
with big ideas. The name came from a 
study that stated that cows produced 
more milk when they were played 
soothing music, such as the Lou Reed 
song “Perfect Day”. However, like 
Impossible Foods, Perfect Day aims 
to take cows out of the equation 
altogether. 

The co-founders, Ryan Pandya and 
Perumal Gandhi, are both vegans who 
love cheese. They were introduced 
by a mutual acquaintance who knew 
both were interested in attempting to 
produce milk in a cell culture. Despite 
never having met, Pandya and Gandhi 
agreed to take their idea and apply 
for a grant from a new biotechnology 
accelerator in Cork, Ireland. They won 
a space in the program which gave 
them laboratory space, mentorship 
and $30,000 in initial funding and – 
most importantly – the opportunity to 
put their idea into practice. 
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Registered protection can be 
obtained by filing an application 
for a UK Registered Design (UKRD) 
or a Community Registered Design 
(RCD), which provides unitary 
protection in all 28 Member States 
of the European Union. Additionally, 
designers can take advantage of the 
UK unregistered design right and 
Community unregistered design right, 
both of which subsist automatically. 

At first glance, it may be tempting for 
a designer to rely on unregistered 
protection because it avoids the need 
to file any forms or pay any fees. 
However, there are several important 
benefits to applying for registered 
design protection. Furthermore, there 
is currently uncertainty as to whether 
certain designs will be afforded any 
unregistered protection once the UK 
officially leaves the European Union 
on 29th March 2019. 

Different scopes of 
protection 
The Community Design Regulation 
(Council Regulation No. 6/2002/EC) 
provides the legal framework for 
both registered and unregistered 
Community design protection. UK 
registered design protection is 
also based on EU law, namely the 
Community Design Directive (Directive 
98/71/EC) that was introduced to 
harmonise the national registered 
design laws of Member States. The 
result of this is that the UK and 
Community registered design systems 
and the Community unregistered 
design right use the same definition 

of what constitutes a valid design and 
the same test for assessing whether 
an article produced by a third party 
falls within the scope of protection. 

The Community Design Regulation 
and Directive both define a ‘design’ 
as the appearance of the whole or a 
part of a product resulting from the 
features of, in particular, the lines, 
contours, colours, shape, texture and/
or materials of the product itself and/
or its ornamentation. For a design to 
be valid it must be ‘novel’ and have 
‘individual character’, producing a 
different overall impression on an 
informed user over designs that have 
previously been made available to the 
public (the ‘prior art’). Infringement 
is assessed in a similar manner by 
determining whether a third party 
article produces the same overall 
impression on the informed user as 
the design in question. 

The UK unregistered design right on 
the other hand has its basis in the 
Copyright, Designs and Patents Act 

1988 (CDPA) and is not harmonised by 
EU law. The CDPA defines a design as 
the shape or configuration (whether 
internal or external) of the whole 
or part of an article, and stipulates 
that to be eligible for protection a 
design must be ‘original’ in the sense 
that it was not ‘commonplace’ in the 
relevant field when created. The test 
for infringement is whether a third 
party has exactly or substantially 
copied the design in question. The UK 
registered design right will therefore 
often provide a different scope of 
protection to that of registered 
designs and the Community 
unregistered right. For example, a 
third party article may not be an 
exact or substantial copy of an earlier 

“to be eligible for 
protection a design 
must be ‘original’ in 
the sense that it was 
not ‘commonplace’ 
in the relevant field 
when created

”

The advantages 
of registered 
design protection
A common dilemma for designers looking to protect a new design is whether 
to apply for registered design protection or instead rely solely on unregistered 
design rights. This decision is made more difficult by the fact that there are 
four different systems of design protection covering the UK
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design, and thus would not infringe 
the UK unregistered design right, but 
nonetheless may produce the same 
overall impression on an informed 
user and therefore still fall within 
the scope of the other systems of 
protection. 

Designers should also be aware 
that surface decoration, including 
colouring and graphics, is explicitly 
excluded from protection under 
the UK unregistered design system. 
This has proved to be particularly 
problematic for the fashion industry 
where design evolves quickly 
(thus there is a desire to rely on 
unregistered design rights), but 
where protecting the fabric design 
of garments is very important. This 
was illustrated in Lambretta Clothing 
Co Ltd v Teddy Smith Ltd (2004), where 
Lambretta alleged that Teddy Smith 
had copied their vintage-style colour 
scheme in an otherwise conventional 
tracksuit top (below left). Lambretta 
argued that the combination of 
colours amounted to a ‘configuration’ 
that was protectable by the UK 
unregistered design right and that 
since the colouring was dyed all 
the way through the fabric it was 
not mere surface decoration. The 
Court of Appeal held the colouring 
was not protected because it did 
not itself contribute to the ‘shape or 
configuration’ of the tracksuit top and, 
in any event, surface decoration must 
include instances “like that in Brighton 
rock” where the decoration runs 
throughout the article. Therefore, 
there was no infringement. It is worth 
noting that the colouring would have 
been covered by the Community 
unregistered design system had it 
been in force at the time, although 
this would have provided a much 
shorter duration of protection. 

Easier enforcement 
The Community and UK unregistered 
design rights prevent unauthorised 
use of the design in trade but only 
when the design has been copied. In 
contrast, registered design protection 
is a monopoly right that stops 
unauthorised exploitation regardless 
of whether the design has been 
copied or independently conceived. 
In practice this means that it is easier 
to successfully enforce a registered 
design, because proving copying is 
more arduous than simply showing 
that a third party was aware of the 
design. 

The difficulty in proving copying 
was demonstrated in John Kaldor 
Fabricmaker UK Ltd v Lee Ann Fashions 

Ltd (2014) in which John Kaldor (JK), a 
design house, was given a brief by Lee 
Ann (LA), a fashion supplier, to create 
a new fabric design that LA could 
incorporate into a dress for supply 
to Marks and Spencer (M&S). JK 
supplied a number of different design 
samples and LA requested a costing 
of one of the designs (above left). 
However, LA subsequently decided to 
produce their own design which was 
incorporated in a pattern on a dress 
(above right) sold by M&S. 

JK brought infringement proceedings 
against LA at the UK High Court, 
alleging that LA’s designer had 
copied JK’s design and therefore 
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manufacture of the dress infringed 
JK’s unregistered Community design 
right. JK argued that similarities 
between their design and the dress 
showed that LA’s designer must have 
consciously or unconsciously copied 
the design after seeing the original 
sample, or indirectly copied the 
design based on a colleague’s detailed 
description of it. To counter, LA 
provided evidence that their designer 
was given a general brief to create a 
‘tribal print’ and explained the design 
decisions that were taken to arrive at 
the dress pattern. This was sufficient 
to persuade the judge that no copying 
took place and thus that there was 
no infringement, despite the fact that 
LA did not dispute that their designer 
had access to JK’s design samples. 

Applying for registered design 
protection has the additional benefit 
that designers can mark their 
products and packaging with the 
registration number, which can help 
to deter third parties from copying 
the design. Having a registered 
intellectual property right can also 
add value to a business and make it 
easier to obtain funding and attract 
investors. 

Longer duration 
Another advantage of registered 
design protection is that it offers 
a significantly longer duration of 
protection. Both UK and Community 
registered designs can be renewed 
every 5 years on payment of a fee, 
up to a maximum of 25 years from 
the date of filing. In comparison, a UK 
unregistered design right expires the 
earlier of 15 years from the end of 
the calendar year in which the design 
was first recorded or made, or 10 
years from the end of the calendar 
year in which an article according to 
the design was first sold or hired out. 
The Community unregistered design 
right offers an even shorter period 
of protection, expiring three years 
after the date that the design was first 
made available to the public. 

Grace period 
One potential pitfall of registered 
design protection is that it can be 
invalidated by the proprietor’s own 
disclosure of the design to the public 
prior to filing an application. However, 

there is a 12-month grace period 
during which an application may be 
filed after the first disclosure of the 
design, although disclosures in the 
grace period by third parties that 
independently conceived the design 
would still invalidate the application. 
The grace period can be particularly 
useful for small businesses, who may 
not want to commit to the cost of 
filing an application before marketing 
the design to assess whether is likely 
to be commercially successful. 

No such grace period exists for 
unregistered Community designs and 
instead the right subsist automatically 
from the date that the design is first 
made available to the public within 
the EU. Any public disclosure of 
the design before this date outside 
of the EU, even by the designer, 
could invalidate the Community 
unregistered design right. In practice 
this means that a designer may have 
to ensure that the design is first 
marketed within the EU to ensure 
that it is eligible for unregistered 
Community design protection. This is 
not an issue with registered designs, 
where the designer can choose 
to launch anywhere in the world 
providing that a design application 
is filed within the 12-month grace 
period. 

‘Brexit’ 
As things currently stand, the 
Community Designs Regulation will 
cease to have effect in the UK once 
the UK formally exits the EU and 
thus Community registered and 
unregistered rights will no longer 
provide protection. However, it is 
likely that the UK government will 
introduce transitional provisions that 
prevent any loss of registered design 
protection. For example, it may be 
agreed that existing and/or new RCDs 
will still cover the UK after Brexit, 
or that RCDs can be converted into 

supplementary UKRDs to maintain 
protection in the UK. In any event, 
designers seeking to protect new 
designs will still be able to apply 
for UKRD protection, and UK based 
designers can continue to apply for 
an RCD to seek protection in the 
remaining Member States of the EU. 

The situation regarding 
unregistered design protection 
is more complicated. Firstly, the 
UK unregistered design system is 
quite different to its Community 
counterpart, being restricted to the 
‘shape and configuration’ of an article 
with surface decoration excluded 
from protection. Therefore, in the 
absence of any transitional provisions 
that extend the Community 
unregistered system to cover the 
UK, surface decoration may not be 
afforded any unregistered protection 
in the UK after Brexit. Furthermore, 
products launched in the UK may no 
longer be eligible for unregistered 
Community design protection in the 
remainder of the EU because of the 
requirement that the design must be 
first marketed in an EU Member State. 

In conclusion, designers should 
consider carefully whether 
unregistered protection will 
adequately protect their designs, 
particularly in a post-Brexit UK, and 
keep in mind that filing a registered 
design will provide a longer period of 
protection that is easier to enforce.

 

 

 

 

 
George Hudson 
ghudson@vennershipley.co.uk 

“after Brexit, products launched in the UK 
may no longer be eligible for unregistered 
Community design protection in the 
remainder of the EU

”
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Registering 
assignments 
at the EPO
Meeting the diverse formal requirements of different patent 
offices for registering an assignment of IP rights can be a 
laborious task. Having been relatively relaxed about registering 
assignments, the EPO changed its practice on 1 November 
2016, requiring assignments that are to be recorded by the 
EPO to have been signed by or on behalf of all parties.

This requirement affects only those 
assignments resulting in a change in ownership 
that is to be registered whilst a patent or 
patent application is the responsibility of the 
EPO.  Thus, this requirement does not apply, 
for example, to the assignment of the rights 
from an inventor to the applicant before filing, 
or to an assignment of an earlier application 
or an assignment registered during the 
International phase of a European ex-PCT 
application. 

Since the announced change in EPO practice, 
we have also seen an increase in requests from 
the EPO for evidence that individuals who have 
signed assignments were actually authorised 
to do so.  This generally involves providing the 
formal position held by the individual within 
the company, and sometimes even involves 
filing copies of company articles which confirm 
the individual’s authority.  

Providing this additional information or 
evidence can be onerous and time-consuming, 
and so we strongly recommend including 
in the assignment document itself as much 
information as possible about those signing.  
This will reduce the likelihood of being asked to 
provide additional information when seeking 
to register the assignment at the EPO. 

Finally, it is important to remember that there 
is a clear distinction to be made between a 
legally valid assignment and an assignment 

that the EPO (or any other patent office) will 
register. In addition to being signed by or 
on behalf of all parties if the assignment is 
to be registered at the EPO, the assignment 
should meet the relevant legal requirements 
to legally effect the transfer of rights.  Where 
the assignment document itself does not 
meet the EPO’s requirements for registration, 
it is possible to file a declaration signed by or 
on behalf of all parties in order to have the 
assignment registered.

 

 

 

 

 
Siân Gill
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This ability to require proof of use, 
as a defence strategy, applies equally 
when a national TM from any EU 
member state is relied upon as the 
basis of either an opposition against 
an application to register an EUTM or 
an invalidity cancellation application 
against a registered EUTM.

Proof of use filed by the TM 
registration owner can be challenged 
on various grounds e.g. that it is 
simply token use. In the case of 
an EUTM the proof of use can be 
challenged on the basis that the 
geographical extent of the use is 
insufficient to qualify as genuine use 
in the EU, as required by the EU Trade 
Mark Regulation. 

Another basis of challenge is that 
the mark shown in the evidence of 
use is so different from the version 
registered that the use does not 
qualify as use of the registration. 
Article 18 (1) (a) of the EU Trade Mark 
Regulation gives a limited amount of 
leeway to owners of TM registrations 
on this issue. It provides that use of 
a mark “in a form differing in elements 
which do not alter the distinctive 
character of the mark in the form in 
which is registered” will constitute 
genuine use.

A body of case law on the point has 
gradually evolved. Back in 2003 in 
Case T/194/03, the General Court 
held that where the mark used 
differed from the mark registered 
“only in negligible elements” that 

If  you alter your 
mark, then register it!
Unlike the US trade mark authorities, the EUIPO 
does not require the owner of an EU trade mark 
registration (EUTM) to file evidence of use of the 
mark in the EU periodically in order to keep its 
EUTM registration alive.

“The moral of the story for brand owners is 
that they should file fresh applications each 
time they amend their trade marks

”

However, third parties can challenge 
an EUTM on the basis of non-use any 
time after the fifth anniversary of 
registration. Third parties can make 
this challenge either as an attack or as 
a form of self-defence. 

Third parties can attack an EUTM by 
filing an application to cancel it on the 
basis that there has been no genuine 
use of the EUTM in the EU during the 
five-year period immediately before 
the filing of the cancellation action. 

Third parties whose applications to 
register EUTMs are opposed on the 
basis of being identical/similar to an 
EUTM which had already reached 
its fifth birthday at the filing date of 
the opposed application can, as a 
defence strategy, exercise their right 
to request proof of genuine use of the 
EUTM relied upon by the opponent. 
Likewise, where an invalidity 
cancellation application against an 
EUTM is based on an EUTM registered 
for at least five years, the owner of 
the EUTM can, as a defence strategy, 
require the cancellation applicant to 
prove use of its own EUTM.

If the opponent/cancellation applicant 
fails to prove genuine use of its 
own EUTM, that EUTM is deemed 
not to exist for the purposes of the 
opposition/invalidity action. If the 
opposition or invalidity action is based 
solely on that EUTM registration then 
the opposition or invalidity action 
fails. 

would constitute genuine use of the 
registered mark. In the same case it 
was held that the test was whether 
the differences altered the distinctive 
character of the registered mark.

A mark used may differ from the mark 
registered because of an omission, 
an addition or e.g. a change in the 
stylisation. 

While not a decision of the courts,  
it is interesting to note that in  
R 0287/2007 the EUIPO’s Board of 
Appeal agreed that the omission, 
in the evidence of use filed by the 
opponent, of the figurative element of 
the registered mark (see comparison 
of the marks below) meant that 
genuine use of the earlier Spanish 
registration had not been shown. The 
goods for which the opponent’s mark 
was protected did not include sea 
creatures.
 
Registered  Spanish TM TM used

According to the EUIPO’s current 
published guidelines, if the omitted 
element is in a secondary position and 
is not distinctive, its omission does not 
alter the distinctive character of the 
trade mark. The EUIPO’s guidelines 
also indicate that marks of strong 
distinctive character may be less 
influenced by alterations than  
marks of limited distinctiveness.

In its 2013 decision in T46/13,  
an opposition against an  
EUTM application based on  
an EU registration covering  
“liqueurs from Navarra” and  
“foodstuffs, the General Court  

ESCORPION
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Take home point
The decision is surprising to many 
trade mark practitioners who feel 
that the omission of the verbal 
(traditionally seen as the dominant) 
element of a combined word & 
device mark would automatically 
change the distinctive character of the 
mark. The word for Cactus is cacto in 
Portuguese, kaktusas in Lithuanian 
and kaktusz in Hungarian. The fact 
that the word Cactus might not be 
seen as the verbal equivalent of 
the device to non-English speakers 
within the European Union makes 
the decision that the isolated device 
is “essentially equivalent” to the 
composite mark challenging. 

While Cactus SA eventually succeeded 
in having use of the abbreviated mark 
accepted as evidence of use and its 
opposition upheld, the matter went 
all the way to the CJEU, a process 
that took over seven years. Since the 
decision rested on the particular facts 
of the case, it will not be easily relied 
upon by others as clear cut case law 
on this issue.

The moral of the story for brand 
owners is that they should file fresh 
applications each time they amend 
their trade marks. The application 
costs are heavily outweighed by the 
cost and uncertainty of prolonged 
arguments about whether differences 
between the sign used and the mark 
as registered “alter the distinctive 
character of the mark in the form in 
which it was registered”. A finding that 
the differences do alter the distinctive 
character of the mark could lead to 
an opposition based on a 5-year old 
TM registration failing or, worse, a 
successful revocation action, leaving 
the brand owner with no trade mark 
protection.
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held that, as a result of the omission  
of the word element “La Sabiduria 
del Sabor” from the mark (see 
comparison of the marks below) in 
the specimens of use filed, genuine 
use had not been shown.

register an EUTM. The EUTMs relied 
upon by the Opponent, Cactus SA, 
were over five years old and the 
applicant, as a form of defence to 
the opposition, exercised her right to 
request that the opponent prove use 
of its EUTMs.

One of the EUTMs relied upon by the 
opponent was of the combination of 
the word Cactus and a stylised cactus 
device, protected for amongst other 
goods and services, the following 
Class 35 services “retailing of natural 
plants and flowers, grains, fresh fruits 
and vegetables”.

One of the issues was whether the 
fact that Cactus SA had only filed 
evidence of use of the cactus device 
without the word element of the mark 
meant that use of the EU registration 
of the device & word combination had 
not been shown – see the variation in 
the marks below. 
 

The EUIPO initially found that the 
opponent had demonstrated use 
of the EUTM on the services set 
out above but, on appeal by the 
applicant, the Board of Appeal found 
that the opponent had not and that, 
consequently, the opposition failed. 
The opponent successfully appealed 
that decision to the General Court. 
The EUIPO then appealed the General 
Court’s decision to the CJEU. 

The General Court had held that 
the cactus device was, in isolation, 
“essentially equivalent” to the 
combination mark. The CJEU rejected 
the EUIPO’s criticism that the General 
Court had not verified the extent 
to which the part of the trade mark 
omitted, namely the word element 
‘Cactus’, had a distinctive character 
and was important in the perception 
of the sign as a whole, on the basis 
that it had rightly compared the sign 
as used in its abbreviated form to the 
sign as registered. The CJEU found 
that the absence of the word element 
in the abbreviated version of the mark 
was not sufficiently important in the 
perception of that mark as a whole as 
to alter its distinctive character.

That decision seems to have been 
swayed by the fact that the element 
of the mark which had been used 
had low distinctiveness (since it 
meant “Tastes/Flavours of Navarra”) 
while the omitted element (meaning 
The Wisdom of Flavour”) had a much 
higher level of distinctiveness.

That decision can be contrasted with 
the earlier decision of the General 
Court in T-225/12 in which it was held 
that the omission, in the mark used, 
of the element appearing beneath 
the larger words mark did not 
prevent a finding of genuine use (see 
comparison of the marks below)
 

In that case the applicant argued that 
the element omitted in the specimens 
of use of the opponent’s mark could 
not be considered as “negligible”. The 
General Court disagreed, repeating 
the interpretation given in Case 194/
O3 referred to above of the purpose 
of what is now Article 18(1)(a), namely 
that it is to allow the owner of the 
TM registration.“in the commercial 
exploitation of the sign, to make 
variations which, without altering its 
distinctive character, enable it to be 
better adapted to the marketing and 
promotion requirements of the goods or 
services concerned.”

The issue of whether the sign used 
was “broadly equivalent” to the 
registered form and whether the 
use made of that sign consequently 
constituted use of the registration was 
recently considered by the Court of 
Justice of the European Union( CJEU) 
in Case C501/15 P. This case related 
to an opposition to an application to 

Registered  EUTM

Registered  Czech TM

TM used

TM used

Registered  EUTM TM used
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The birth  
of biotech
2018 is an important year in the biotechnology 
calendar, marking anniversaries of ground-
breaking areas of research. It also provides an 
opportunity to review related areas of patent law. 
On the 25th July, Louise Brown, the 
world’s first ‘Test Tube Baby’, will 
celebrate her 40th Birthday. 1978 
also marked the first time a patent 
application for a human gene was 
filed in the US, when the University 
of California filed an application 
directed to the gene for a human 
growth hormone. Since 1978, the 
field of biotechnology has progressed 
rapidly, and in doing so, presents new 
challenges to the European Patent 
Office regarding the patentability of 
biotechnological subject matter.

In its simplest form biotechnology is 
the exploitation and manipulation 
of organisms and genetic material 
for the development of useful 
technologies and products. Its 
origins can be traced back to the 
late 18th Century, where it was 
preceded by the field of zymology. 
This area was dedicated to the 
study of the biochemical process 
of fermentation and its industrial 
application in brewing beer and 
large-scale production of fermented 
products. The first UK patent for a 
biotechnological process (Patent No. 
GB 178701625) was granted in 1787 
for a yeast like composition for use in 
baking. 

Fast forward to the 1970s and the 
word biotechnology had very different 
connotations thanks to the discovery 
of the double helical structure of 
DNA in 1953 and the advent of 

recombinant DNA technology 20 
years later. The 1970s saw a surge 
in research and development 
of biotechnological inventions, 
particularly in the gene technology 
area (see box 1 for a summary of the 
most important events).

This rapid increase in biotechnological-
related inventions presented new 
challenges for the law in Europe 
relating to patents. The European 
Patent Convention itself was newly 
devised, with the first patent 
applications filed under the EPC on 
1st June 1978. It became clear that 
legal provisions would be needed to 
address the interpretation and ethical 
considerations relating to the granting 
of patents for biological inventions/
living matter. 

The result was the Biotechnology 
Directive (Directive 98/44/EC of 
the European Parliament and of 
the Council of 6th July 1998 on the 
legal protection of biotechnological 
inventions) which turns 20 this year. 
Originally proposed in 1988, it was 
eventually accepted in 1998 following 
10 years of ethical debate regarding 
the patentability of living matter. 
The Biotechnology Directive includes 
provisions specifying what is excluded 
from patentability for reasons of 
morality, which include methods of 
cloning human beings, and the use 
of human embryos for commercial 
and industrial purposes. The Directive 

“In its simplest form 
biotechnology is 
the exploitation 
and manipulation 
of organisms and 
genetic material for 
the development of 
useful technologies 
and products

”
also specifies that inventions based 
on an element isolated from the 
human body, or otherwise produced 
by means of a technical process, 
including gene sequences or partial 
gene sequences, are not excluded 
from patentability per se, however, an 
indication of function is required. 

Since inception of the Biotechnology 
Directive in 1998, researchers in 
the life sciences have developed a 
multitude of analytical tools and can 
now generate a wealth of information 
and data about living systems. This 
has provided unprecedented insights 
into previously mysterious biological 
processes. The human genome 
project took 15 years and cost 
$3-billion to complete, whereas whole 
genome sequencing today costs as 
little as $1000 and can occur in less 
than 24 hours. Equally as important 
are CRISPR systems, which could 
allow direct editing of the human 
genome. 

Genetic testing and personalised 
medicine is also seeing a new 
player enter the field. This area 
is bioinformatics and it blurs the 
lines between biotechnology and 
computer science. Companies are 
now developing computer tests and 
apps that are marketed and sold as 
solutions for medical applications. 
Companies such as 23andMe are 
already marketing inheritability tests 
that some fear could pave the way 
for ‘designer babies’ and the Sci-Fi 
themes of GATACA becoming a reality. 

Bioinformatics combines various 
computational, statistical and 
mathematical tools to analyse and 
interpret biological data. It has been 
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particularly important in the analysis 
and generation of ‘Big Data’ that has 
come out of large scale sequencing 
projects. Such techniques involve 
the use of computer programs for 
comparing sets of DNA sequences 
to allow predictions to be made 
about structure and function. These 
predictions can then be used to 
develop experiments in the lab. 

Such emerging and rapidly developing 
technologies again present challenges 
to the legal bodies responsible 
for examining patent applications 
directed to innovations within these 
areas. Existing legal provisions 
need to be interpreted and applied 
to technologies that had not been 
envisaged when the law was drafted.

There is little EPO case law regarding 
the patentability of inventions within 
the area of bioinformatics and what 
is available seems to be contradictory 
depending on who sits on the Boards 
of Appeal. In EPO decision T784/06 
the Board of Appeal, made up of 
members from the biological division, 
found the patent in question to lack 
inventive step. The patent related to 
a genotyping test (step A) that used 
mathematical and statistical analysis 
steps via a computer program (steps 
B to E) to obtain a meaningful result. 
The initial step A was deemed to be 
the technical feature of the invention, 
whilst steps B to E were viewed as 
non-technical. The board considered 
whether these steps, when combined 
with the technical step can produce a 
tangible technical output. They made 
the decision that the patent lacked 
inventive step as the skilled person 
was unable to derive the information 
required to understand steps B to E. 
Their final decision was thus reached 
by ignoring the non-technical steps in 
the assessment of inventive step. 

However, in the EPO decision 
T2050/07, the Board of Appeal was 
formed of computer scientists and 

they found the opposite to the 
previous case. They concluded that 
the non-technical features were 
distinguishable from the prior art 
and that the technical effect obtained 
required these non-technical features. 
Unlike T784/06, they were then able 
to use the non-technical steps in their 
assessment of inventive step.

It could be argued that had the 
case of T784/06 been subject to 
the same board as T2050/07, the 
outcome could have been different. 
However, the non-technical features 
of T2050/07 were disclosed in 
much more detail than those of the 
previous case and were allowed to be 
considered. 

Recently, the EPO acknowledged that 
novel mathematical steps presented 
as part of a bioinformatic method can 
be considered to make a technical 
contribution and will be taken into 
account when assessing patentability 
in a similar way to software patents. 

These cases highlight the need for 
a cross disciplinary approach when 
drafting these types of applications. 
The subject matter should be 
presented in a way that can be 
understood by an Examiner whose 
principle technical background 
and legal knowledge may lie in a 
different field to that of aspects 
of the technology set out in the 
application. Such clear drafting will 
aid understanding of the invention 
and appreciation of the contribution it 
makes to the field. The non-technical 
steps should be fully described and 
explained in light of their relevance 
to the biological problem they are 
claiming to solve. 

The growth in biotechnology has 
become a major source of innovation 
and has contributed significantly 
to global economic growth. This 
has been recognised by the UK 
Government’s Life Science Industrial 

review and their commitment to 
underwrite EU research funding 
following Brexit, as well as increasing 
R&D spending to 2.6% GDP from the 
current 1.7% (for more information 
regarding funding in the UK Life 
Sciences sector, see Kate McNamara’s 
article (page 16) in the Autumn/Winter 
2017 edition of Inside IP). 

IP protection is an important factor 
in enabling growth and development 
of biotech companies, from small 
start-ups, to large pharmaceuticals. 
Biotechnology companies often 
invest around 40% of their budget in 
R&D, which in turn drives the cogs of 
the patenting system: figures from 
the EPO indicate the importance 
of biotechnology to the European 
economy, with patents granted 
covering a variety of fields ranging 
from medical and pharmaceuticals 
(55%), to industrial process (41%) and 
agriculture (4%). 

It is therefore paramount to have 
a stable and coherent patenting 
system in place for biotechnological 
inventions that is able to adapt to the 
rapid advances in this area. Further, 
with life sciences becoming even more 
interdisciplinary, new challenges will 
be faced by the EPO as the law strives 
to keep up with the research. 

Louise Brown’s birth was hailed a 
miracle and was one of a number 
of landmark achievements in life 
sciences research in the last 40 years. 
Who knows what the next 40 years 
will hold for biotechnological research.
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Box 1: Key biotechnological advancement of the 1970’s, 80’s and 90’s.
1973: Recombinant DNA discovered
1977: The world’s first test tube baby was conceived in vitro
1978: First patent filed in the US for a human gene 
1980: US patent for production of recombinant insulin
1987: First patents for PCR were approved in the US
1988: The EPO granted their 100,000th patent
1997: Dolly the sheep was cloned 
1998: The biotechnology directive was finally approved
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SPC update
The lack of clarity in the Supplementary Protection 
Certificate Regulations has continued to lead to 
referrals to the Court of Justice of the EU (CJEU), 
seeking guidance on the interpretation and 
application of the regulations.

Correction of expiry date 
following the Seattle 
Genetics Decision
At the end of 2017, the CJEU handed 
down its decision in the Incyte case 
(C-492/16, EU:C:2017:995), which 
considered the fundamental issue of 
how the term of the Supplementary 
Protection Certificate (“SPC") is to be 
calculated.

The calculation of the term of an 
SPC is based on the date of the first 
marketing authorisation ("MA"). 
However, in the 2015 case of Seattle 
Genetics (C471/14, EU:C:2015:659), 
the question arose whether that 
means the date that the decision of 
the first marketing authorisation was 
reached or the date the decision was 
communicated to the applicant. The 
CJEU ruled in favour of the second 
approach, namely the date the 
decision was communicated to the 
applicant. This meant that decisions 
of national administrative authorities 
had to be reviewed, and it allowed 
applicants to prolong the term of 
SPCs. 

However, the Seattle Genetics decision 
led to a significant divergence in the 
practices of the national authorities 
granting SPCs, with only some offices 
correcting the expiry date of an SPC 
on request, and no office correcting 
the expiry date of its own motion.

Following the Seattle Genetics decision, 
Incyte requested a revision of the 
administrative decision relating 
to their Hungarian SPC for the 
pharmaceutical product ‘Jakavi’, 
asking for the originally granted SPC 
term expiring on 24 August 2027 to 
be extended to 28 August 2027. The 
request was initially refused on the 

ground that the requested change 
was not due to a clerical mistake 
or miscalculation and the deadline 
for appealing against the original 
administrative decision to grant the 
SPC had already expired. Considering 
the case, the Budapest High Court 
referred the following questions to 
the CJEU relating to the practical 
implementation of the Seattle 
Genetics decision:

1 "Must Article 17(2) of Regulation 
… No 1610/96 … be interpreted 
as meaning that “the date of the 
first [MA] in the [European Union]” 
is incorrect in an application for 
a[n] [SPC], within the meaning of 
that regulation and of Regulation 
… No 469/2009, where that 
date was determined without 
taking account of the Court of 
Justice’s interpretation of the law 
in the judgment of 6 October 
2015, Seattle Genetics (C471/14, 
EU:C:2015:659), with the result that 
it is appropriate to rectify the date 
of expiry of the [SPC] even if the 
decision to grant that certificate 
was made prior to that judgment 
and the time limit for appealing 
against that decision has already 
expired? 

2 Is the industrial property authority 
of a Member State which is entitled 
to grant a[n] [SPC] required to 
rectify, of its own motion, the date 
of expiry of that [SPC] in order 
to ensure that that certificate 
complies with the interpretation of 
the law set out in the judgment of 
6 October 2015, Seattle Genetics 
(C471/14, EU:C:2015:659)?”

The CJEU decided that the authority 
responsible for granting the SPC 
enjoys no degree of discretion with 
regard to the duration of the period 

of effect of the SPC, indicating that 
the expiry date must be corrected 
in the circumstances of the referred 
case. Thus, in essence, the adjustment 
of the date of SPC expiry by the 
authority represents the rectification 
of an erroneous date, rather than 
a review of the original decision, 
indicating that an incorrect expiry 
date of an SPC following the Seattle 
Genetics decision can be corrected at 
any time before expiry.

Sadly, the CJEU decision failed to 
address the second question of 
whether the administrative authority 
is required to rectify the term of the 
SPC in light of the Seattle Genetics 
decision of its own motion.

Only a Granted Marketing 
Authorisation may 
be used to apply for a 
Supplementary Protection 
Certificate
The question of what precisely 
constitutes a valid authorisation was 
raised in the case of Merck Sharp 
& Dohme Corporation v Comptroller 
General of Patents, Designs and 
Trade Marks C-567/16. The SPC 
Regulation provides that at the date 
of application for an SPC a valid 
authorisation to place the product on 
the market as a medicinal product has 
been granted. 

Merck Sharp & Dohme (MSD) owned 
a European patent covering Atozet®, 
a drug used for the treatment of high 

“the Seattle Genetics 
decision led to 
a significant 
divergence in the 
practices of the 
national authorities 
granting SPC

”
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cholesterol. They filed applications for 
marketing authorisation in a number 
of EU member states, including 
Germany and the UK. Subsequently, 
MSD filed an application for an SPC 
with the UK Intellectual Property 
Office (UKIPO) on the day before the 
patent expired. Rather than relying 
upon a UK marketing authorisation in 
the SPC application, MSD referred to 
an email from the German Medicine 
Products Agency described as the 
"end of procedure communication of 
approval", which had been received 
just 3 days before the patent expired. 

The UKIPO refused the application for 
an SPC on the ground that there was 
no UK marketing authorisation at the 
date of the application. When MSD 
appealed, the UK High Court referred 
the following questions to the CJEU:

1 "Is an end of procedure notice 
issued by the reference member 
state under Article 28(4) of the 
Medicinal Products Directive 
equivalent to a granted marketing 
authorisation for the purposes of 
Article 3(b) of the SPC Regulation?

2 If the answer to question (1) is 
no, is the absence of a granted 
marketing authorisation at the date 
of the application for a certificate 
an irregularity which can be cured 
under Article 10(3) of the SPC 
Regulation once the marketing 
authorisation has been granted?”

The CJEU ruled that an end-
of-procedure notice issued in 
accordance with Article 28(4) before 
the expiry of the basic patent may 
not be treated as equivalent to a 
marketing authorisation within the 
meaning of Article 3(b), with the result 
that an SPC may not be obtained on 
the basis of such a notice.

New referrals to CJEU 
– to what extent must 
the patent identify the 
product?
In a referral to the CJEU from the 
German Court, the question of SPCs 
based upon claims defining products 
by means of functional features has 
been raised.

The case relates to an SPC application 
for a medicinal product (sitagliptin) 
used in the treatment of diabetes. 
Sitagliptin, a dipeptidylpeptidase IV 
inhibitor, is not specifically mentioned 
in the basic patent but it is covered 

by a functionally defined claim, which 
recites an “activity lowering effector of 
dipeptidylpeptidase IV (DP IV)-enzymatic 
activity for use in lowering the blood 
glucose level” in mammals. 

The SPC application was initially 
rejected by the German Patent 
Office for not providing the specific 
active ingredient to the skilled 
person. Following an appeal to 
the Bundespatentgericht (German 
Federal Patents Court), the Court 
distinguished between the CJEU 
jurisprudence and the “inventive 
advance” test proposed by the UK 
Court. The German Court held that 
the requirements laid down by the 
CJEU in Medeva and Eli Lilly would 
only be met if the active ingredient 
in question is “specified in the claims 
in such a way that it can be identified 
as such and is actually provided to 
the skilled person”. Although the 
Bundespatentgericht agreed with the 
decision of the German Patent Office 
to refuse the SPC, they noted the 
fundamentally different approaches 
taken in the Member States with 
regard to Article 3(a) and referred the 
following questions to the CJEU:

1 "Is a product protected by a basic 
patent in force according to Article 
3(a) of Regulation (EC) No 469/2009 
only if it belongs to the protected 
subject-matter as defined by the 
claims and is thus provided to 
the person skilled in the art as a 
specific embodiment?

2 Is it therefore not sufficient for 
the requirements of Article 3(a) of 
Regulation (EC) No 469/2009 that 
the product in question meets 
the general functional definition 
of an active substance class as 
mentioned in the claims, but apart 
from that is not individualized 
as a specific embodiment of the 
teaching protected by the basic 
patent?

3 Is a product not protected 
according by Article 3(a) of 
Regulation (EC) No 469/2009 
by a basic patent in force if it is 
covered by the functional definition 
contained in the claims, but was 
developed only after the filing 
date of the basic patent based on 
independent inventive activity?”

A second CJEU referral came from 
the UK Court of Appeal considering 
Sandoz v G.D. Searle [2018] EWCA 
Civ 49. Sandoz had sought to revoke 
Searle’s SPC for darunavir (Prezista®) 

in order to clear the way for the 
launch of their generic product. The 
“basic patent” for the SPC covered 
darunavir through a Markush claim, 
a type of claim that has yet to be 
considered by the CJEU in relation 
to Article 3(a). Once again, darunavir 
itself was not individually described 
within the patent. But was covered 
by the broad definition of the 
compounds claimed.

On appeal, Floyd LJ reviewed the 
case law relating to Article 3(a) 
and considered the various tests 
established by case law, as well 
as those proposed by the parties 
involved. He felt that the correct 
approach in EU law was not clear and 
so referred the following question to 
the CJEU:

1 "Where the sole active ingredient 
the subject of a supplementary 
protection certificate issued under 
[the SPC Regulation] is a member 
of a class of compounds which 
fall within a Markush definition in 
a claim of the patent, all of which 
class members embody the core 
inventive technical advance of 
the patent, is it sufficient for the 
purposes of Article 3(a) of the SPC 
Regulation that the compound 
would, upon examination of 
its structure, immediately be 
recognised as one which falls 
within the class (and therefore 
would be protected by the patent 
as a matter of national patent law) 
or must the specific substituents 
necessary to form the active 
ingredient be amongst those which 
the skilled person could derive, 
based on their common general 
knowledge, from a reading of the 
patent claims?”

It is hoped that these two recent 
referrals will bring some much 
needed clarity and consistency to 
this area of SPCs and we will provide 
updates when the decisions of the 
CJEU are available.
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intervention powers within its own 
territory and may not impose a 
sanction on a controller which is not 
established within its territory. It 
should instead request the NDPA of 
the EU member state whose law is 
applicable to act. 

In essence, following the regulation, 
many non-EU businesses that were 
not required to comply with the Data 
Protection Directive (the ‘directive’) 
may be required to comply with the 
regulation. Businesses established 
outside the EU that are not subject to 
the directive but have some presence 
in the EU (e.g. a regional office or 
a subsidiary), or who process EU 
subjects’ data, or do both, should 
consider if they need to comply with 
the regulation. 

The one-stop shop
Under the directive, each NDPA may 
exercise authority over businesses 
operating on its territory. Under 
the regulation, a firm will be able to 
deal with a single NDPA as its ‘lead 
supervisory authority’ (‘lead SA’) 
across the EEA so far as concerns 
transfers between member states or 
in and out of the EEA.

Where a controller or processor 
has more than one establishment 
in the EU (whether or not it is an EU 
concern), the regulation anticipates 
that if cross-border processing 
is involved they will have a main 
establishment, and work with the 
NDPA for the main establishment. 
The lead SA will be responsible for all 
regulation of cross-border processing 
activities carried out by that controller 
or processor. 

The lead SA must work with all other 
‘concerned SAs.’ All concerned SAs 
may participate in decisions on 
enforcement relating to cross-border 

The General Data 
Protection Regulation 
– are you compliant?
The European Union’s (EU) General Data Protection 
Regulation 2016/679 (the ‘regulation’), applying 
to the EU and European Economic Area (EEA) is 
enforceable from Friday, May 25th 2018. This 
date marks the conclusion of a two year transition 
period which enabled businesses to bring their 
data policies in line with the new regulations.

Brexit
No article is complete without 
something about Brexit. The 
regulation has become national 
data protection law and, post 2019, 
we expect the UK will largely follow 
judgments of the Court of Justice of 
the European Union (the ‘CJEU’) on 
the interpretation of the regulation 
to keep the UK in line with the 
wider European consensus on data 
protection. It is not expected that 
the UK will be treated as outside the 
standards that allow data to freely 
flow post 2019.

Expanded territorial scope 
– The Regulation applies 
to everyone even outside 
Europe
The new regulation means that if a 
controller or a processor:

 Offers free or paid for goods or 
services to data subjects in the EEA; 
or

 Monitors the behaviour of data 
subjects, and that behaviour takes 
place in the EEA

then that controller or processor, 
notwithstanding that they are non-
EU controllers or processors, will 
be subject to the control of the 
regulation. This means that wherever 
you are based you need to pay 
attention to the European regime 

if you are dealing with data from 
Europe.

This follows developments in EU 
case law where the scope of an 
organisation’s operations has been 
relevant to whether the entity is 
caught by a national data regime, as 
happened in Weltimmo [2015] EUECJ 
C-230/14 (1 October 2015):

In that case, the Hungarian national 
data protection authority (‘NDPA’) 
sought to fine Weltimmo, a Slovakian-
registered online property company, 
which advertised properties in 
Hungary. The Hungarian NDPA 
received complaints that Weltimmo 
committed breaches of local data 
protection laws in Hungary (as existed 
by reason of the transposition of the 
directive). 

The CJEU ruled that the data 
protection laws of one EU member 
state may apply to a controller even 
when it is registered in a different 
EU member state, if, in relation to its 
data processing activities, there is 
‘any real and effective activity, even a 
minimal one, exercised through stable 
arrangements’ in the first EU member 
state. 

The CJEU also ruled that, on the 
other hand, an NDPA may determine 
that the law of another EU member 
state applies. In such circumstances, 
the NDPA may only exercise its 
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conditional on consent to processing 
or use of data, if the data is not 
necessary for the execution of the 
contract or the provision of the 
service. Controllers cannot rely on 
consent as a legal basis for processing 
if there is a ‘clear imbalance’ between 
the parties, as consent is presumed 
not to be freely given. The point of 
this rule is to stop a controller from 
making the provision of a service 
conditional upon consent, unless 
the processing is necessary for the 
provision of that service. 

A controller must ensure that a 
subject can withdraw consent at any 
time. It must be as easy to withdraw 
consent as to give it.

Consent mechanisms are likely to be 
the subject of intense scrutiny by the 
regulator. 

The risk-based approach 
to compliance
The regulation requires controllers 
to assess the degree of risk that 
their processing activities pose to 
subjects. The regulator has published 
a guide to assist businesses, which, 
in summary, recommends that 
businesses:

 Create awareness among the 
senior decision makers in the 
business.

 Audit and document the personal 
data they hold, recording where 
it came from and who it is shared 
with.

 Review the legal basis for the 
various types of processing that 
they carry out and document this.

 Review privacy notices and put 
in place a plan for making any 
changes to comply with the 
regulation.

processing activities. It is conceivably 
possible that a business can be the 
subject of joint or even several actions 
by more than one regulator. If the 
relevant SAs cannot agree then the 
matter is referred to the European 
Data Protection Board (EDPB). 

Purely local cases will continue to be 
handled by the local NDPAs.

Recent CJEU decisions have 
emphasised the independence of 
NDPAs and their competence to 
enforce data protection law where 
the controller is ‘established’ in their 
member state or substantially affects 
subjects in its member state: 

 Schrems v Data Protection 
Commissioner (Case C-362/14, 23 
September 2015). 

 Weltimmo (see above).

Increased enforcement 
powers – The Regulation 
has Teeth
Currently, local fines are 
comparatively low (e.g. in the UK 
the maximum fine is £500,000). The 
regulation will change the landscape, 
and NDPAs will be able to impose 
fines on data controllers and data 
processors on a two-tier basis, as 
follows:

 Up to 2% of annual worldwide 
turnover of the preceding financial 
year or €10m (whichever is the 
greater) for infractions relating 
to record keeping, contracts with 
processors, notifications in the 
case of a data security issue, data 
protection officers, and failure 
to implement data protection by 
design and default.

 Up to 4% of annual worldwide 
turnover of the preceding financial 
year or €20m (whichever is the 

greater) for infractions relating to 
breaches of the data protection 
principles, conditions for 
consent, data subjects rights and 
international data transfers.

 In addition NDPAs can be given the 
power to impose fines for other 
breaches.

The NDPA can carry out audits, carry 
out site inspections and may require 
the provision of information. 
What was perceived as low-risk is 
likely to become high-risk in the light 
of the power to impose substantial 
fines. 

Consent, as a legal basis 
for processing, will be 
harder to obtain
The directive distinguished between 
ordinary consent (for non-sensitive 
personal data) and explicit consent 
(for sensitive personal data). The 
position under the regulation is to 
explain what these expressions mean 
in a little more detail.

The regulation requires a clear and 
affirmative action, establishing 
consent is freely given, specific, 
informed and unambiguous that the 
individual agreed to their personal 
data being processed.

Where consent is necessary (and it 
is not always so) businesses must be 
able to demonstrate that the data 
subject gave their consent to the 
processing and they bear the burden 
of proof that consent was validly 
obtained.

When the processing has more than 
one purpose, the data subject should 
give their consent to each purpose. 

The execution of a contract or the 
provision of a service cannot be 

“Subjects have a new 
right to obtain a copy 
of their personal data 
from the controller 
in a commonly 
used and machine-
readable format

”
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Privacy by design and 
by default, privacy 
impact assessments, 
prior consultation and 
standardised icons
Mandatory privacy by design and 
default
Businesses will be required to 
implement data protection by design, 
for example, when creating new 
products, services or other data 
processing activities, ensuring there 
is adequate security in place and 
that compliance is monitored. The 
nature and extent of such measures 
are determined with reference to 
the state of the art and the cost 
of implementation, taking into 
account the nature, scope, context 
and purposes of the processing 
as well as the risk to individuals. 
Privacy by default (for example, 
data minimisation), requires that 
default privacy settings apply for 
each customer at the time of the 
determination of the means for 
processing and at the time of the 
processing itself. 

Mandatory privacy impact 
assessments
Controllers will be required to 
perform privacy impact assessments 
before carrying out any processing 
that uses new technologies (and 
taking into account the nature, 
scope, context and purposes of the 
processing) that is likely to result 
in a high risk to data subjects. 
The purpose of a privacy impact 
assessment is to ensure:

 That there is a systematic and 
extensive evaluation of automated 
processing, including profiling, 
and in relation to which decisions 
are based which produce legal 
effects concerning the subject or 
otherwise significantly affect the 
subject.

 That processing of special 
categories of personal data or data 
relating to criminal convictions 
and offences on a large scale 
is properly understood and 
considered.

 That there is a systematic 
monitoring of a publicly accessible 
areas in cyberspace.

The NDPA will publish a list of the kind 
of processing operations that require 
a privacy impact assessment.

Controllers can carry out a single 
assessment to address a set of similar 
processing operations that present 
similar high risks.

Mandatory prior consultation
Where a privacy impact assessment 
suggests that the processing is high 
risk to the subject then the controller 
must consult with the NDPA, before 
any processing takes place.

In addition, standardised icons to 
indicate important features of the 
relevant data processing activities 
in a simplified format may be 
prescribed by the member state or 
the commission.

In particular, the regulation requires 
controllers to implement technical 
and organisational measures (such as 
pseudonymisation) to ensure that the 
requirements of the regulation are 
met. Businesses must both:

 Take data protection requirements 
into account from the get-go where 
any new technology, product or 
service that involves the processing 
of personal data is used on an 
ongoing basis.

 Conduct privacy impact 
assessments where appropriate.

Records
Instead of registering with an NDPA, 
the regulation will require businesses 
to maintain detailed documentation 
(known as article 30 information) 
recording their processing activities 
and the regulation specifies the 
information this record must contain. 

Data processors must keep a record 
of the categories of processing 
activities they carry out on behalf of 
a controller. The regulation specifies 
what this record must contain. 

These obligations do not apply to an 
organisation employing fewer than 
250 people unless the processing 
is likely to result in high risk to 
individuals, the processing is not 
occasional or the processing includes 
sensitive personal data.

In addition, controllers or processors 
can be required to appoint a data 
protection officer, and it remains best 
practice to do so.

Controllers should:

 Check any current compliance 

programmes to ensure compliance 
with the regulation.

 Ensure that records of all 
processing activities are kept.

 Engage a data protection officer 
(it is mandatory to do so for 
businesses with 250 or greater 
employees) with expert knowledge 
of data protection. 

New obligations of data 
processors
The regulation introduces direct 
compliance obligations for processors. 
Under the directive processors 
generally were not subject to fines or 
other penalties, under the regulation 
they are treated more like controllers. 
The regulation impacts both 
processors and controllers that engage 
processors, in the following ways:

 Processors will have their own 
compliance obligations.

 In controller/processor 
negotiations, processors should 
seek to ensure that the scope 
of the controller’s instructions is 
clearer.

Strict data breach 
notification rules
The regulation requires businesses 
to notify, the NDPA of data breaches 
without undue delay and where 
feasible within 72 hours. 

If the breach is likely to result in high 
risk to the individuals, the regulation 
requires businesses to inform data 
subjects ‘without undue delay,’ unless 
an exception applies. Processors must 
notify the controller.

A data breach response plan, 
designating specific roles and 
responsibilities, training employees, 
and preparing template notifications 
and enabling them to react promptly 
in the event of a data breach will need 
to be compiled. A single plan will 
suffice for the whole of the EU.

Pseudonymisation
The regulation introduces a new 
concept of ‘pseudonymisation’ (that 
is, the processing of personal data 
in such a manner that the personal 
data can no longer be attributed to a 
specific individual, without additional 
information but where those data 
can be re-married with identity 
information). 
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There are currently differing 
approaches to anonymisation and 
pseudonymisation. The criteria for 
determining whether data are truly 
anonymised or pseudonymised are 
different between EU member states.

Binding Corporate Rules 
(BCRs)
BCRs are agreements used to provide 
a basis for the lawful transfer of 
personal data out of the European 
Economic Area (EEA). The regulation 
formally recognises BCRs, which 
will still require NDPA approval. The 
approval process should become less 
onerous than the current system. 
BCRs will become available to both 
controllers and processors. 

The regulation provides for a number 
of mechanisms to regulate the 
transfer of personal data out of the 
EEA. The regulation also formally 
recognises BCRs as a lawful data 
transfer mechanism (the directive 
does not). Under the regulation it 
is easier for businesses to obtain 
approval from NDPAs of their BCRs. 

The right to be forgotten 
The actual right is the right not to 
have one’s personal data aggregated 
indiscriminately by an aggregating 
service such as Google.

Subjects will have the right to request 
that controllers delete their personal 
data in certain circumstances (for 
example, the data are no longer 
necessary for the purpose for which 
they were collected or the data 
subject withdraws their consent). 
It remains unclear precisely how 
this will work in practice especially 
since there is an informal practice 
that records are kept for accounting 
purposes of at least 7 years.

In May 2014 in Google Spain SL and 
Google Inc v Agencia Española de 
Protección de Datos (AEPD) and Mario 
Costeja González, Case C-131/12, 
13 May 2014, on a referral from a 
Spanish court, the CJEU looked at that 

aggregation problem and ruled that 
in an aggregation case an individual 
has a right to rectification, erasure or 
blocking of that information so as to 
stop aggregation, and a right to object 
to the processing of the information 
so as to result in aggregation. The 
case is no authority for token or single 
uses on the internet. 

The right to object to 
profiling
In certain circumstances, subjects 
will have the right to object to their 
personal data being processed (which 
includes profiling).

‘Profiling’ is defined broadly and 
includes most forms of online tracking 
and behavioural advertising, making 
it harder for businesses to use data 
for these activities. Profiling must be 
disclosed to the subject, and a privacy 
impact assessment is required. 

The Regulation prohibits profiling 
decisions based solely on automated 
processing unless one of the following 
conditions is met:

 It is necessary to perform a 
contract between the subject and 
Controller.

 It is authorised by EU or Member 
State law.

 It is based on the subject’s explicit 
consent.

Subjects will have an unconditional 
right to object to profiling done for 
direct marketing purposes. As such, 
companies carrying out profiling for 
marketing purposes may be obliged 
to remove a subject’s personal data 
from their profiling databases, erase 
the subject’s data all together, or to 
not even begin the profiling process 
for that subject.

The right to data 
portability
Subjects have a new right to obtain 
a copy of their personal data from 
the controller in a commonly used 

and machine-readable format 
and have the right to transmit 
those data to another controller 
(for example, an online service 
provider). In exercising their right, 
the data subject can request the 
information be transmitted directly 
from one controller to another, where 
technically feasible. It is well known 
that the reason for this rule is to 
enable users of Facebook to defect to 
competing social networks.

Data subject access 
requests
Business must reply within one 
month from the date of receipt 
of the request and provide more 
information than was required under 
the directive. No fee is payable and 
the old 40 day rule will not apply 
(allowing data which are processed 
for no more than 40 days not to be 
disclosed).

Businesses should plan how they 
will respond to data subject access 
requests within the new time scale 
and how they will provide the 
additional information required.
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CRISPR – testing 
the fundamentals 
of patent law
CRISPR (“Clustered Regularly Interspaced Short 
Palindromic Repeats”) technology potentially 
provides a cheap, efficient and easy way to 
precisely modify genetic information and has 
the potential to revolutionise medicine. Perhaps 
unsurprisingly in view of this, the patent landscape 
surrounding this technology is extremely 
complicated and contentious.

The value of CRISPR technology 
is expected to rise to more than 
$6Billion by 2022, and around 1344 
patent families relating to CRISPR 
technology have now been filed. 
Components of the CRISPR systems 
are the subject of 3,035 patents and 
patent applications, and methods of 
delivering (1,861) and applying (2,451) 
CRISPR also constitute a significant 
number of patents and patent 
applications. Of the total patent 
filings, 29% have been made in North 
America compared to 12% in Europe 
(where the UK is the largest filer), and 
22% have been made via the PCT. 

In terms of ownership, The Broad 
Institute is associated with 297 
patents and patent applications, 
and the University of California is 
associated with 131. Other major 
players include DowDuPont (514), 
Harvard University (343), MIT (316), 
and Sangamo Biosciences (150). The 
Broad Institute’s Feng Zhang alone 
is associated with 355 patents and 
patent applications, and another 
famous name in the field, Jennifer 
Doudna of the University of California-
Berkeley, is associated with 71.

It is not just the sheer volume of 
CRISPR-related patent filings that 
is likely to pose challenges for the 

commercialisation of this potentially 
lucrative technology, as perhaps 
more significant is the uncertainty 
surrounding the validity of the patent 
rights. 

The original CRISPR dispute is ongoing 
in the US, where the Broad Institute 
is in conflict with the University 
of California, Berkeley, which 
originally developed The CRISPR 
Cas-9 methods, but only for use in 
bacterial cells. The US Patent Trial 
and Appeal Board ruled in favour of 
the Broad Institute, on the grounds 
that extending the use of CRISPR to 
eukaryotic cells (and thus humans) 
was not obvious, and Chief Judge Paul 
Michel has indicated that the pending 
appeal from that decision “raises 
questions about the application of 
basic obviousness precedents and 
their attendant doctrinal standards 
and analytic methodologies”, which 
are crucial to almost all contentious 
and non-contentious patent matters.

Likewise, the European Patent 
Office’s recent revocation of a key 
CRISPR patent has also tested the 
foundations of patent law, albeit in 
relation to different legal matters, 
concerning priority claims and 
the filing of international patent 
applications. 

European patent EP2771468 was 
granted on 11 February 2015 to three 
co-proprietors, The Broad Institute, 
MIT, and Harvard College. The patent 
derived from a PCT application filed 
on 12 December 2013, which claimed 
priority from twelve US provisional 
applications, the earliest of which was 
filed on 12 December 2012.

Grant of the patent by the European 
Patent Office (EPO) was opposed by 
nine separate parties. Amongst other 
reasons, revocation was requested on 
the ground that the patent was not 
entitled to claim priority from at least 
two of the priority documents.
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had not contributed to the invention 
to which the PCT application was 
directed.

Although too late to be taken into 
consideration by the EPO, arbitration 
in the US two days before the EPO 
proceedings actually determined that 
Marraffini should not be named as an 
inventor on the patent.

In its decision, the EPO held that the 
right to claim priority had not been 
properly assigned from the inventors 
to the named applicants. As a result 
of this finding, the claimed subject 
matter was found to lack novelty 
over a number of documents which 
became relevant as prior art due to 
the lack of priority entitlement. 

It is testament to the value of the 
CRISPR technology that The Broad 
has already filed a notice of appeal 
against the decision. The Broad 
Institute appears to accept that the 
decision was in line with the EPO’s 
“formal requirements”, but argues 
that the EPO's approach to priority is 
inconsistent with the Paris Convention 
and other international treaties aimed 
at harmonising patent law worldwide.

The appeal has suspensive effect and 
the EPO's decision will not become 
final unless the EPO's Technical Board 
of Appeal confirms it. It is clear that 
this story will not reach its conclusion 
for some time yet.

If the EPO Board of Appeal overturns 
the original decision and sides 
with The Broad Institute on the 
question of priority, this will mark 
a radical departure from decades 
of jurisprudence on a fundamental 
concept in European patent law. 
Nevertheless, it is a sign of the 
importance of this technology that 
The Broad considers this a battle 
worth fighting. 
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application if the priority-claiming 
application designates all of the 
applicants of the earlier application, 
or their successors in title (see, for 
example, T788/05).

Some of the applications from which 
EP2771468 claimed priority had 
been filed under the old US "first-to-
invent" rules and therefore named 
the inventors as patent applicants. 
However, the US has less stringent 
priority requirements than the 
EPO. In the US, the priority-claiming 
application requires just one joint 
inventor in common with the earlier 
application. In addition, there is 
no requirement in the US for the 
assignment to occur before the filing 
of the priority-claiming application.

The opponents of EP2771468 argued 
that the priority claims based on 
two US provisional applications (P1 
and P2) were invalid, on the grounds 
that one or more of the applicants 
of P1 and P2, or their successors in 
title, were not listed as applicants 
for the PCT application from which 
EP2771468 derived. This argument is 
factually correct; Luciano Marraffini 
of the Rockefeller University is 
listed as an Applicant on the priority 
applications in question, but not on 
the PCT application. No evidence was 
submitted to the EPO that Marraffini 
had assigned his rights to one of the 
applicants of the PCT application 
before that application was filed.

The proprietors argued in response 
that the right to claim priority should 
be interpreted according to national 
(i.e. US) law. P1 and P2 both relate 
to more than one invention and it 
was argued that under US law, it is 
a requirement that all the inventors 
that have contributed to all of the 
disclosed inventions are named as 
applicants of a provisional application. 
Thus, as an inventor, it was a 
requirement for Marraffini to be listed 
as an inventor-applicant of P1 and P2. 

The proprietors further argued that 
only an inventor or an inventor’s 
successor in title may be named as 
an inventor-applicant on a patent 
application. Thus, it was argued that 
only the inventors of the subject 
matter to which the priority-claiming 
PCT was directed could be listed as 
applicants of the PCT application, and 
this did not include Marraffini, who 

“The appeal has 
suspensive effect 
and the EPO's 
decision will not 
become final unless 
the EPO's Technical 
Board of Appeal 
confirms it.

”

In Europe, when a priority-claiming 
patent application is filed, the 
applicant of the priority-claiming 
patent application must be the person 
who filed the earlier application, or 
that person’s successor in title (Art. 
87(1) EPC). Thus, the priority claim is 
not valid if the assignment from the 
applicant to their successor was made 
after the filing date of the subsequent 
application.

If the earlier application has joint 
applicants, the right to claim priority 
from the application belongs jointly 
to all of the applicants, and priority 
can only be claimed from the earlier 
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Does this taste 
like Champagne 
your honour?
If it does and the foodstuff concerned has 
Champagne as an ingredient, it is acceptable, 
in certain circumstances, for the product to be 
called by a name which incorporates the term 
“Champagne”. This is according to a recent decision 
of the Court of Justice of the European Union 
(CJEU) concerning the use of the protected term 
“Champagne”.

The Comité Interprofessionnel du 
Vin de Champagne (CIVC), the trade 
association which protects the 
interests of independent Champagne 
producers and Champagne houses, 
vigorously polices any misuse of the 
term Champagne. Its enforcement 
actions in this respect concerning 
wines are well documented and, with 
few exceptions, it would indeed be 
a foolhardy trader that sought to 
call its sparkling wine Champagne if 
that wine did not emanate from the 
Champagne region of France and was 
not produced in strict conformity with 
the product specifications that define 
a Champagne. 

But what is the position where the 
term Champagne is used in relation to 
other foodstuffs (i.e. not wines) that 
contain Champagne as an ingredient? 
After rumbling on for more than 5 
years, a case concerning the use of 
Champagne in the context of a frozen 
dessert is close to a conclusion. 

Back in 2012, the discount 
supermarket chain Aldi sold a sorbet 
in Germany called CHAMPAGNER 
SORBET. Champagner is the 
German word for Champagne. The 
Champagne content of Aldi’s sorbet 

was 12% and the packaging of the 
product looked like this:  

produced within a specific region and 
whose unique properties result from 
the geographical environment. So, 
a sparkling wine can only be called 
Champagne if it comes from the 
Champagne region of France and is 
produced in accordance with certain 
criteria concerning, for example, 
the grape varietal content and the 
method of fermentation.

In addition to ring-fencing the use 
of Champagne for sparkling wines 
(and comparable products), the 
PDO protects against, inter alia, 
other uses by third parties which 
would “exploit the reputation” of 
Champagne. The CIVC argued that 
Aldi’s use of Champagne as shown 
above did exactly that. Its view was 
that by using the word Champagne 
in this way, the concepts of luxury 
and prestige that are associated with 
Champagne would be transferred 
to Aldi’s product. This would result 
in an unfair commercial gain for Aldi 
and was therefore an exploitation 
of the reputation of Champagne. 
The CIVC also argued that Aldi’s use 
was misleading and conveyed a false 
impression as to the origin of the 
product. 

The CJEU firstly confirmed that the 
protection afforded by PDOs is broad 
and not limited solely to the specific 
agricultural product covered by 
the PDO. Insofar as Champagne is 
concerned, the protection extends 
not only to sparkling wines and 
“comparable products” but also to 
unrelated products such as Aldi’s 
sorbet. So, from a legal perspective, 
the PDO for Champagne can be used 
to restrain the use of Champagne as 
the name of a foodstuff even where 

The CIVC sought an injunction from 
the German Courts preventing Aldi 
from continuing to sell this product.  
The CIVC claimed that Aldi’s use of 
Champagne as the name of this 
product was an infringement of 
the Protected Designation of Origin 
(PDO) for Champagne. The CIVC was 
successful at first instance but this 
was overturned on appeal and then 
further appealed to a higher court. 
This court was inclined to agree with 
The CIVC and rule that Aldi’s use was 
an infringement of the PDO but it first 
sought the guidance of the CJEU. 

PDOs protect geographical names 
associated with agricultural products 
that are prepared, processed and 
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the foodstuff has Champagne as an 
ingredient. However, not all such 
uses of Champagne are automatically 
deemed an infringement of the PDO. 
Instead the question to be answered 
is whether the use commercially 
exploits or takes unfair advantage 
of the reputation connected with 
Champagne. According to the CJEU 

“the question to be 
answered is whether 

the use commercially 
exploits or takes  

unfair advantage  
of the reputation 

connected with 
Champagne

”

ingredient was intended to convey  
the taste of Champagne to the sorbet. 

So, following this reasoning, if Aldi’s 
sorbet actually tastes of Champagne 
then Aldi should be free to call its 
sorbet “Champagne Sorbet”. Such 
use would not be exploiting or taking 
unfair advantage of the reputation 
associated with Champagne. 

The inherent difficulty in this 
approach would seem to lie in how 
to assess whether an ingredient 
imparts an “essential characteristic” 
of a protected name to a foodstuff; 
in this case how, and on the basis of 
what criteria, can it be judged that 
Aldi’s sorbet does or does not taste of 
Champagne? The CJEU comments that 
the relevant test in this respect should 
be qualitative rather than purely 
quantitative. So, whilst the quantity 
(12%) of Champagne contained in 
Aldi’s sorbet “is a significant factor” 
in this assessment it is not “in itself a 
sufficient factor”. Instead what needs 
to be decided is whether the taste of 
the sorbet is “attributable primarily 
to the presence of Champagne”. 
Given that the sensation of taste is, 
to a degree, subjective and is difficult 
to evaluate and measure, it will be 
interesting to follow developments 
in this area. The case will now be 
remitted back to the referring 
German court for a final decision 
and it remains to be seen how the 
judges there will interpret the CJEU’s 
guidance. It seems however they 
may be deprived of actually putting 
the sorbet to the taste test as it was 
apparently discontinued some time 
ago. 
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there would be no such exploitation/
unfair advantage if the inclusion 
of Champagne, as an ingredient, 
confers onto a foodstuff an “essential 
characteristic” of Champagne. Such 
an essential characteristic can be the 
“aroma or taste”. Where Aldi’s sorbet 
was concerned, the CJEU was of the 
view that use of Champagne as an 
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Venner 
Shipley 
News

Robert is a trainee patent attorney in 
our Electronics and Engineering team. 
Before joining Venner Shipley, Robert 
had post-doctoral positions studying 
the biomechanics and flight control 
systems of moths (Manduca sexta) 
using machine vision with a virtual 
reality free-flight simulator and also 

the biomechanics and neural control of a 1 mm long 
roundworm (Caenorhabditis elegans) while moving through 
three-dimensions.

Robert was awarded a DPhil in Zoology from the University 
of Oxford following his research into the biomechanics and 
navigation of fish swimming through three-dimensional 
environments. 

Alexandra is a trainee patent attorney 
in our Electronics and Engineering 
department.

Alexandra graduated from the University 
of Durham with a first class honours 
degree in Physics with English Literature. 
Her Master's project focused on 
improving the optical efficiency of thin 

film solar cells. She was awarded a PhD in Engineering 
Physics from University College London following research 
into the high speed frictional properties of ice, and in 
particular the friction between ice and steel. This work 
involved designing and testing sports equipment for use by 
Team GB athletes at the 2014 Winter Olympics in Sochi.

Nusrat is a trainee patent attorney in our 
Electronics and Engineering department. 
Nusrat has experience in a range of 
technologies in the field of networking 
and communications.

Nusrat graduated from the Hong Kong 
University of Science and Technology 
with a BEng in Electronic Engineering. 

Here, Nusrat worked on a project which involved creating 
super resolution images by utilizing the motion information 
derived from multiple low resolution frames from a video.

Peter is a partner in our Electronics and 
Engineering team. With a background 
in physics, Peter enjoys a broad range 
of technical subject matter, and has 
particular experience in software, 
telecoms and aerospace.

Peter has extensive experience 
supporting patent prosecution strategies 

of multinational corporations. He also has a strong 
background supporting the university sector and spin-out 
companies arising from this area. As well as prosecuting 
applications in the UK and Europe, he has extensive 
experience managing international portfolios, particularly 
in the US, China, Japan, Korea, Canada and Australia. He is 
proactive in providing commercial as well as legal insight, 
and has extensive experience of freedom-to-operate and 
due diligence processes. He has also worked to support 
clients involved in multi-jurisdictional patent litigation.

Robert Holbrook

Alexandra Seymour-Pierce

Nusrat Rahman

Peter Thorniley

Since our last issue of Inside IP we have continued growth in our 
Electronics and Engineering team with the appointment of a new 
partner and three new associates. We have also taken on a further 
two associates, one in our mechanical engineering team and another 
in our chemical and life sciences team. Our legal team has further 
expanded with the addition of a new solicitor and a paralegal.

Electronics and Engineering
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Emma is a part-qualified patent 
attorney in our Mechanical Engineering 
department. She has experience in 
various fields including medical devices, 
mechanical engineering, electronics, civil 
engineering and manufacturing. 

Before joining the profession Emma 
worked for a major contracting company 

in the oil and gas industry as a Piping Engineer. Emma 
specialised in the design of oil refineries, chemical plants 
and renewable energy plants for FEED and EPC projects 
throughout the world.

Reuben is a part qualified patent attorney 
in the Chemical and Life sciences 
team, specialising predominantly in 
biotechnology. He started his training 
in-house with a leading multinational 
agricultural company allowing him to 
be adept at working hand in hand with 
technical and commercial teams. Reuben 

has experience in a number of technology areas such as 
RNAi, genome editing and synthetic biology.

Prior to entering the profession, Reuben worked as a 
scientist, specialising in gastrointestinal physiology and 
gained a Post Graduate Certificate in Clinical Science during 
this time.

Emma Tinney

Reuben Friend

Mechanical Engineering

Chemical and Life Sciences

On 9 April, our existing Guildford office moved to take a bigger 
space on the Surrey Research Park. We opened our first office on 
the Park in February 2014, choosing the space because of the host 
of innovative businesses based there, as well as its proximity to the 
University of Surrey. Demand for intellectual property support in the 
area has seen us more than double the size of our local team. We 
expect this to continue into the future, so our new office has space 
for us to double our numbers again over the next few years.  

David is a solicitor with experience 
across a variety of areas of intellectual 
property practice, including patents, 
designs and trade marks. David holds 
a PhD in Clinical Biochemistry. He has 
a particular interest in contentious and 
non-contentious patent and regulatory 
matters affecting the Life Sciences 

sector. He has assisted clients with patent opinions, 
freedom to operate and validity assessments and issues 
concerning pharmaceutical product lifecycle management.

Prior to qualifying as a lawyer, David spent over a decade 
as a scientist conducting pharmaceutical research at 
clinical centres in London, Paris and New York, before 
leading a neuroscience pre-clinical drug discovery team at 
GlaxoSmithKline. David was previously on secondment in 
Beijing and Hong Kong for several years and has assisted 
clients with enforcement strategy in China.

Nick is an Ontario qualified lawyer 
currently working as a paralegal in our 
legal team as he finishes his solicitor 
qualifications. He has experience in a 
range of intellectual property matters, 
including patents, trade marks, and 
design rights.

Nick has considerable litigation 
experience, having worked on numerous cases at the 
Ontario Superior Court.

David Pountney

Nick Leslie

Legal Team

Our new Guildford office address is:
5 Stirling House
Stirling Road
The Surrey Research Park
Guildford
Surrey, GU2 7RF

Please note we have also changed our 
Guildford office telephone number to:  
+44 (0)1483 920500

Venner Shipley Guildford office move
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It effectively provides technology based 
companies in the UK with a competitive 
tax environment by reducing their 
Corporation Tax rate to 10%, compared 
with the main rate of Corporation Tax of 
20%, on profits attributable to innovative 
products and processes that are 
protected by a UK or European patent 
and certain other types of intellectual 
property such as supplementary 
protection certificates and plant variety 
rights. The 10% effective rate has been 
phased in over a period of five years 
and the full benefit of an effective 

10% Corporation Tax rate was 
applicable as of 1st April 

2017. 

By introducing a 
favourable rate of Corporation 

Tax, HM Revenue & Customs (HMRC) 
aims to incentivise UK companies to:

 Increase the number of patents and 
other intellectual property protection 
that is being sought, and to ensure 
that the technology covered by 
that intellectual property is further 
developed and commercialised;

 Manufacture and sell innovative 
products protected by that intellectual 
property; and 

 Locate the high-value jobs associated 
with the development and 
manufacture of patented technology 
in the UK and encourage the 
exploitation of patents covering that 
technology.

The Patent Box is a government initiative that 
was introduced to incentivise and reward the 
active exploitation of patented technology in 
the UK to support business investment and 
drive economic growth. 

Patent Box – is 
it time to take 
advantage?
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Although there are costs associated 
with obtaining a patent, it is important 
to appreciate that it is not just profits 
obtained as a result of selling the 
patented product in the UK that 
qualify for relief under the Patent 
Box; those obtained as a result of 
selling the product anywhere in the 
world are also included. As long as 
UK corporation tax is paid on the 
profits obtained as a result of the 
sales of a product, it is irrelevant 
whether those sales were made in 
the UK or overseas. Therefore, a UK 
patent is enough to enable all the 
worldwide profits generated as a 
result of selling a product covered by 
that patent to fall within the Patent 
Box. Furthermore, if a patented 
component is incorporated into a 
larger product, profits attributable 
to the entire product may qualify 
for relief under the Patent Box. For 
example, the profits attributable to 
the sale of a car may qualify for the 
patent box, even if the patent only 
covers a single engine component. 
These benefits, coupled with a 
comparison of the upfront cost of 
obtaining a patent with the potential 
Patent Box tax relief obtainable 
over the 20 year maximum life of a 
patent, may mean that the saving in 
Corporation Tax over that period may 
repay the original costs incurred in 
obtaining a patent several times over. 

Many companies may doubt that 
patent protection is available for 
their new ideas, that patents are 
not worthwhile for their business 
due to the costs, or because they 
anticipate that only a narrow scope of 
protection will be available. However, 
it is important to realise that a patent 
may be obtained for relatively small 
modifications or improvements to 
existing products or processes. A 
good test is to consider whether a 
new or improved product or process 
provides an advantage or solves a 
problem when compared with an 
existing product or process that is 
already on sale or known. If so, then 
a patent application covering it has 
a better chance of being granted, 
especially in the UK, where the degree 
of inventiveness required to satisfy a 
UK examiner and obtain the grant of a 
patent may be lower.

“Electing into the scheme may be worthwhile 
for many businesses and the procedure may 
not be as onerous as it first appears

”

According to the latest official 
statistics issued by HMRC in 
September 2017, tax relief amounting 
to nearly £652 million was claimed 
by 1,135 companies during the the 
financial year 2014-2015. Almost 95% 
of this relief was claimed by 305 large 
corporations having a turnover of at 
least EUR 50 million. The remaining 
relief, about 5%, was claimed by small 
and medium sized companies. 

Whilst the statistics show a substantial 
increase in the total tax relief 
obtained compared to the previous 
year (tax relief of £365 million claimed 
by 828 companies in the year 2013-
14), it is clear that the use of the 
patent box is dominated by large 
companies, such as GlaxoSmithKline 
who announced significant new 
investment in their manufacturing 
network in the UK as a result of the 
Patent Box, and that there remains a 
reluctance among small and medium 
sized companies to make full use of 
the scheme. This may be due to the 
additional administrative burden 
in applying for tax relief under the 
Patent Box and a lack of awareness 
of the scheme and the benefits that 
it may provide, coupled with a lack 
of specialist knowledge relating 
to intellectual property and the 
accounting requirements.

Whilst the changes to the scheme 
that became applicable from 1st July 
2016 have not made it any easier for 
smaller companies to take advantage 
of the system, due to the additional 
record keeping and accounting 
knowledge required, we would 
still encourage small and medium 
size companies to investigate the 
incentives provided by the Patent 
Box. Electing into the scheme may 
be worthwhile for many businesses 
and the procedure may not be as 
onerous as it first appears, especially 
as it may not be necessary to track 
R&D expenditure in detail for smaller 
category claims.

A company may be entitled to relief 
under the Patent Box if it invests in 
R&D and has developed products 
or processes that are covered by a 
patent. Even if your company has not 
previously filed patents before, it may 
now be worth considering whether to 
file patents in view of the benefit that 
the Patent Box may offer, in addition 
to the usual protection against 
copying that the grant of a patent can 
provide.

In most instances it is desirable to 
draft a patent application to cover an 
invention in the broadest possible 
terms to prevent a competitor making 
minor changes that would enable 
them to copy the product and avoid 
infringement. However, as the patent 
only needs to protect your own 
product to qualify for Patent Box tax 
relief, it is no longer essential that 
it prevents your competitors from 
entering the market. Therefore, the 
application may be drafted so as to 
cover a particular product or process 
in more specific terms upon filing with 
the aim of obtaining quicker grant 
at reduced cost and that will result 
in a patent that is more resistant to 
third-party attack. Once granted, the 
patent will enable a company to take 
advantage of the Patent Box and the 
tax savings that it provides straight 
away. Although the benefit of patent 
box can only be claimed once a patent 
has been granted, the scheme allows 
profits arising up to six years before 
grant, (i.e. in the period between 
applying for a patent and grant) to 
benefit from the reduced rate. 

Finally, as the Patent Box scheme is 
incorporated within domestic tax law, 
there is no reason why the regime 
should not continue beyond the UK 
leaving the EU, assuming the UK 
government intends to continue their 
high priority of supporting innovative 
companies undertaking R&D in the 
UK. In fact, the Brexit deal means the 
UK no longer has to seek EU approval 
post Brexit, the UK government may 
be free to increase the scope of the 
scheme by making it more attractive 
to SMEs. 

If you have previously been put off 
making a claim under the Patent Box, 
now may be the time to think again.

Ian Grey
igrey@vennershipley.co.uk 
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UK Supreme Court 
considers pregabalin case
During a 4-day hearing in February, 
the UK’s Supreme Court heard the 
latest instalment of the long-running 
case between Warner-Lambert and 
Actavis/Mylan concerning pregabalin, 
which is sold as the pharmaceutical 
product Lyrica®.

This case concerned the validity and 
infringement of Warner-Lambert’s 
Swiss-type claims covering pregabalin 
for the treatment of pain. Although 
the Supreme Court decision is not 
expected for a few months, there are 
a number of highly important points 
being considered, which means that 
the decision is eagerly anticipated, 
namely: (1) the role of plausibility in 
the test for sufficiency of disclosure; 
(2) the allowability of post-trial 
amendments; and (3) the direct and 
indirect infringement of Swiss-type 
claims.

As previously reported, the Court 
of Appeal upheld the court of first 
instance’s finding that claim 3 
(directed to neuropathic pain and the 
only claim which is the subject of the 
Supreme Court appeal) of Warner-
Lambert’s patent was invalid for lack 
of sufficiency. The Court of Appeal 
held that the data in the patent, 
which related to animal models 
of inflammatory pain, rendered it 
plausible that pregabalin would 
be effective in treating peripheral 
neuropathic pain but not central 
neuropathic pain, rendering the claim 
insufficient. 

The Court of Appeal also 
upheld the rejection 
of Warner-Lambert’s 
application to 
amend the claim 
down to peripheral 

Case law update
“this is a dangerous 
area and applicants 
would be wise to 
take care when 
assigning rights, 
especially those 
relating to the right 
to claim priority

”
neuropathic pain after the first 
instance judgment had been handed 
down as being an abuse of process. 

On the issue of infringement, the 
Court of Appeal provided obiter 
guidance, proposing a test for 
direct infringement based on the 
manufacturer’s knowledge or 
the reasonable foreseeability of 
the ultimate intentional use for 
the patented indication, qualified 
by a caveat that the element 
of intention can be negated 
where the manufacturer has 
taken all reasonable steps to 
prevent infringement. On indirect 
infringement, the Court of Appeal 
reiterated that it was required that 
means were provided which were 
for putting the invention into effect, 
but there was no requirement for a 
downstream act of manufacture.

We will provide an update when the 
Supreme Court’s decision is available.

UK High Court looks at 
right to claim priority 
Issues around claiming priority 
have featured in a number of cases 
considered by the Patents Court 
recently and once again in Accord 
Healthcare Ltd v Research Corporation 
Technologies Inc [2017] EWHC 2711.

In this case, there was a valid 
assignment of the relevant rights in 
1997, the month before the claim 
to priority was made. However, an 
interesting argument was run by 
the claimant, Accord. They said that 
the document was limited to an 
assignment of the bare legal right 
and that the equitable right to the 
invention was owned by another 
entity (in this case, the University of 
Houston). The “substantive” right, 
Accord said, was the equitable right 
and not the mere legal title. They 
concluded that the patent was 
therefore invalid over its own priority 
document, which disclosed the same 
invention.

The background to this line of attack 
followed two earlier cases. It was 
confirmed in Edwards v Cook [2009] 
FSR 27 that, when an applicant claims 
priority from a patent filed by a third 
party, they must, at the time of their 
patent filing, own the substantive 
right to make that priority claim. 
Subsequently, in Idenix v Gilead 
[2016] EWCA Civ 1089 it was alleged 
that the patent under consideration 
was invalid over its own priority 
document because, it was argued, 
there was a mistake when assigning 
the substantive priority right. It 
was discussed obiter whether the 
assignment had to be made good 
in formal law, or whether a simple 
equitable transfer could be implied to 
cut through the red tape. However, 
without a clear decision on this point, 
we were left none the wiser on this 
particular issue. 

Returning to Accord Healthcare Ltd v 
Research Corporation Technologies Inc, 
Mr Justice Birrs agreed with Accord to 
the extent that he held that the term 
“substantive title” in the case law did 
indeed refer to the division between 
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licence to L'Oréal (UK) Ltd on 1 July 
2008. The licence was amended on  
1 August 2012 but not registered 
until 9 December 2016. In the 
circumstances, Section 68 of the 
Patents Act is clear that the exclusive 
licensee is precluded from recovering 
costs, having failed to register the 
licence within six months. However, 
in this case, where both the patentee 
and the exclusive licensee were 
claimants, the issue of costs was not 
clear from the Patents Act. Concerned 
that the restriction on recovery of 
costs provided by Section 68 could be 
circumvented by the co-claimants, the 
judge concluded that the exercise of 
"a discretionary power to award costs 
should be informed by, and should 
reflect, the statutory policy. In the 
present case, I consider that as a matter 
of discretion, I should deprive both 
Claimants of a proportion of their costs; 
the question is what proportion."

This is a timely reminder to licensees 
to register their licences promptly 
or risk losing out. The process is 
straightforward and inexpensive. 
Please contact any attorney at Venner 
Shipley for more information.

EPO considers “partial 
priority”
In recently published decision  
T 0282/12, the Board of Appeal of 
the EPO applied the Enlarged Board’s 
decision on partial priority (G 1/15) 
and confirmed that partial priority may 
also apply when considering whether 
an application from which priority is 
claimed is the “first application” as 
required by the Paris Convention.

For a claim to priority to be valid, the 
application from which priority is 
claimed to be the “first application” 
disclosing that subject matter. In the 
case under consideration, the Board 
had to decide whether the granted 
patent’s priority claim was invalid in 
view of an earlier document which 
was the “first application” from which 
priority should have been claimed. 

The patent under consideration and 
the application from which priority 
was claimed were both directed to 
a tablet comprising a gelatinous 
first and second coating, and a gap 
between the two gelatinous coatings 
of from 3 to 33% of the length of 
the tablet. However, the patentee 
had filed an earlier application (from 
which priority was not claimed) which 

legal and equitable title, saying: 
“When the cases refer to the applicant 
holding the substantive right and title 
to the invention, they are referring 
to this legal/equitable distinction.” 
He added that, following from those 
principles, a person who at the 
relevant time and under the relevant 
applicable law, acquired only the bare 
legal title to an invention and not the 
equitable title, when the equitable 
title is held by another, does not then 
hold the substantive right and title to 
the claim to priority. 

However, on the facts of the case, the 
judge found that the problem had 
been overcome. Under the US laws 
governing the rights of a bona fide 
purchaser for value (35 USC §261) and 
taking into account the circumstances 
at the time, on those facts the title 
had passed and the priority claim was 
still valid. 

Whilst the judge has, in this case, 
found a way to rectify what could 
have been a costly slip relating to 
the assignment of rights, this is a 
dangerous area and applicants would 
be wise to take care when assigning 
rights, especially those relating to the 
right to claim priority. Our attorneys 
will be happy to advise on best 
practice in this area.

L'Oréal v RN Ventures – 
Registering an exclusive 
licence and recovery of 
costs
Whilst it is not compulsory to register 
a patent licence at the UK Intellectual 
Property Office (UKIPO), an exclusive 
licence must be registered at the 
UKIPO within six months of the 
date of the licence agreement in 
order to protect the right of the 
exclusive licensee to recover their 
costs and expenses in any successful 
infringement proceedings. This can 
be significant, as demonstrated in the 
recent case of L'Oréal v RN Ventures, 
where the claimants were L'Oréal 
S.A., the patentee, and L'Oréal (UK) 
Limited, the exclusive licensee.

The first instance decision established 
liability for patent and registered 
design right infringement. However, 
the claimants’ failure to register the 
exclusive licence promptly hindered 
their attempts to recover their legal 
costs from the defendant.

The patentee granted an exclusive 

was identical to the granted patent, 
except that the gap between the 
gelatinous coatings was from 5 to 33% 
of the length of the tablet.

The Board’s decision focused on the 
concept of partial priority, which was 
clarified in the Enlarged Board of 
Appeal Decision G1/15. Although this 
decision was mainly concerned with 
the concept of “poisonous divisionals”, 
the Board of Appeal decided that the 
rationale of this decision also applied 
to the circumstances of the case.

The Board confirmed that it was 
inappropriate to use an “added 
matter” test to determine the validity 
of the priority claim. Such a test would 
have considered whether it would 
have been permissible to amend the 
range of from 5 to 33% to a range of 
from 3 to 33%. Such an amendment 
would have been considered to 
introduce new subject matter by 
the EPO, and, since the concept of 
“partial” validity of an amendment 
does not exist, the Board stated that 
performing an “added matter” test to 
examine the validity of priority may, 
in some circumstances, lead to the 
wrong conclusion.

As the invention claimed in the 
patent and priority application (3 to 
33%) overlapped with the invention 
disclosed in the earlier application 
(5-33%), the Board held that the 
inventions were partly the same. 
It was also noted that it would be 
unjustified to grant an entirely new 
priority claim in respect of subject 
matter previously disclosed where 
alternative subject matter has been 
added. Therefore, it was held that the 
priority claim was only partially valid 
(for the range of from 3 to less than 
5%, which was the subject matter not 
disclosed in the earliest application).

This decision confirms that the 
concept of partial priority from G 1/15 
applies to any priority claim and not 
just to divisional applications. 

 

 

 

 

 
Siân Gill
sgill@vennershipley.co.uk 
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Collaborating with 
others – potential 
pitfalls, and how 

to avoid them

Collaboration with external 
partners is becoming 

increasingly common in the 
modern workplace, driven at 
least in part by advances in 

technology that have removed 
many of the traditional 

barriers to collaboration. 
Technologies such as email, 

videoconferencing and online 
file-sharing services, to name 

but a few, now make it possible 
for employees to communicate 
just as efficiently with external 

collaborators as they would with 
their own co-workers. 
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different companies, then in the 
absence of an agreement to the 
contrary by default the invention will 
be jointly owned by the respective 
employers of the inventors. The 
issue of inventorship is not always 
clear-cut, and can be open to debate. 
It is not unheard of for there to be 
disagreement among companies 
collaborating on a project as to whom 
should be named as an inventor 
on a resulting patent application. 
Such disputes may be more likely in 
cases where the collaborators have 
not agreed in advance that new 
inventions will be wholly owned by 
a single party, since there is more 
at stake. Specifically, one party may 
potentially be able to acquire a share 
in ownership of a patent application 
for an invention created during the 
course of the collaboration, by having 
one of their employees named as 
an inventor. If sole ownership has 
already been agreed in advance 
before an invention is created, 
there may be less pressure on the 
companies involved to push for their 
employees to be named as inventors 
when this may not in fact be the case.

On paper, joint ownership may 
appear to be a fair and sensible 
solution which ensures that each 
party can enjoy the benefit of IP that 
they have jointly created together. 
However, in practice joint ownership 
can pose significant challenges at 
the best of times due to additional 
restrictions that are placed on joint 
owners, as discussed below.

Restrictions on joint 
owners
Under the UK Patents Act 1977 (as 
amended), a co-owner of a patent 
may not amend or licence the patent, 
or assign or mortgage their share in 
the patent, without the consent of all 
other co-owners. However, when a UK 
patent is jointly owned, each co-owner 
is free to work the invention without 
infringing the patent regardless of 
consent from other owners.

At the very least, the need to obtain 
consent from the other owners to 
amend, license, assign or mortgage 

a jointly-owned patent can impose 
a significant administrative burden, 
and may make it more difficult for 
the co-owners to monetize the patent 
through licensing or assignment. At 
worst, should a dispute arise between 
the co-owners at a later stage, this 
can render it impossible for any of 
the owners to take meaningful action 
in relation to the patent. A further 
consideration when dealing with 
jointly-owned patents is that upon the 
death of one owner, their share in the 
patent will automatically pass to their 
personal representative rather than 
to the other co-owners. Therefore 
even if the original owners remained 
on good terms, there is no guarantee 
that the representative of the 
deceased owner will share their views 
and objectives in terms of exploiting 
the patented invention.

In addition to the restrictions 
mentioned above, co-ownership may 
reduce the potential sale value of a 
patent. A jointly-owned patent is likely 
to be less attractive to a prospective 
purchaser unless all of the co-owners 
are willing to assign their respective 
shares, allowing the purchaser to 
become the sole owner of the patent. 
Yet a further problem arises when 
accounting for jointly-owned IP on a 
company’s balance sheet, since the 
exact value to each owner may be 
difficult to determine.

Joint ownership can arise for 
copyrighted works, but only if 
the contribution of each author 
is not distinct from that of the 
other author(s). Under UK law, if a 
copyrighted work is jointly owned, 
then each owner can only copy or 
use the copyrighted work with the 
agreement of all other owners. 
Therefore in the event of a dispute 
between the copyright owners, a 
situation can arise in which none of 
the owners are able to copy or use 
the copyrighted work. For this reason 
it is advisable to avoid joint ownership  
of copyright if at all possible.

Joint ownership is less common in 
trade marks, since the purpose of a 
trade mark is to distinguish the goods 
or services of one company from 

“just because IP is created jointly, it does 
not automatically follow that the IP will be 
jointly owned

”

The benefits of collaboration are self-
evident, in that it can allow companies 
to have access to skills and knowledge 
that they do not possess in-house. 
However, caution should be exercised 
when engaging in collaborative 
projects that may result in new 
intellectual property being created. 
In this article we explore some of the 
potential issues that can arise when 
multiple parties collaborate to create 
new IP, and discuss steps that can be 
taken to reduce the risks involved in 
collaboration.

Joint creation vs. joint 
ownership
When dealing with IP created during 
the course of collaboration, it is 
important to distinguish between 
joint creation and joint ownership. 
Inventions, designs, and copyrighted 
works may be jointly created, 
meaning that there is more than one 
inventor/designer/author. Jointly-
created IP may be a likely outcome 
when multiple parties collaborate to 
develop a new idea or product. This 
is particularly true for inventions, as 
compared to other types of IP such as 
designs, trade marks and copyrighted 
works, since it is often the case that 
numerous individuals with diverse 
technical skills and expertise may be 
involved in the development of new 
technology.

However, just because IP is created 
jointly, it does not automatically 
follow that the IP will be jointly 
owned. Whether jointly-created IP 
is wholly owned by a single party or 
jointly owned by multiple parties will 
depend on who the creators were, 
and on any agreements between the 
parties governing IP ownership.

In UK patent law, if an invention 
is made by an employee during 
the course of their normal duties 
or duties specifically assigned to 
them, the default position is that 
the invention will be owned by the 
employer. In cases where there are 
multiple inventors, all of whom are 
employed by the same company, 
that employer will be the sole owner 
of the invention. As a general rule, 
sole ownership is preferable to 
joint ownership due to restrictions 
imposed on joint owners, as will be 
discussed later.

However, if an invention is made 
jointly by inventors employed by 
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those of another company. As such, 
it is unlikely that a company would 
want to share ownership with another 
party.

Other issues 
While joint ownership may be one 
of the most significant pitfalls to 
be aware of when considering 
collaborating with external parties, 
this is by no means the only issue to 
consider. Another example is that 
of information security, since it is 
likely that during collaboration the 
parties will need to share sensitive 
commercial information with 
one another. It is to be expected 
that a suitable confidentiality 
agreement will be put in place 
before such information is disclosed. 
Nevertheless, even if information 
is disclosed under confidence, the 
disclosing party should consider 
that once the information has been 
disclosed, they will no longer have 
full control over how the confidential 
information will be handled by the 
other parties.

For example, if one party was 
to publicly disclose details of an 
invention made by one of the 
other collaborators before a patent 
application had been filed, in many 
countries the disclosure would 
count as prior art against a later-
filed application even though the 
information originated from the 
inventor. If the disclosure is made 
in breach of confidence, most 
countries have provisions that will 

allow the disclosure to be excluded 
from consideration as prior art, but 
only if a patent application is filed 
within a certain time period of the 
disclosure (e.g. 6 months in Europe). 
However, such provisions may not 
be of use if the disclosure only came 
to light after this time period had 
elapsed, since if an application had 
not already been filed it would then 
be too late to do so. Furthermore, 
even assuming that all parties adhere 
to the confidentiality agreement, the 
risk of an accidental disclosure may 
nevertheless increase as more people 
are given access to the information.  

Another issue to consider is how 
the parties will decide on an IP 
filing strategy, and who will bear 
the associated costs of filing and 
prosecuting applications in various 
countries. Different parties may have 
different expectations regarding 
IP strategies, and may not want to 
contribute to the costs of securing IP 
protection in territories that are of no 
relevance to their own business.

Solutions to consider
The difficulties surrounding joint 
ownership in particular are magnified 
when a dispute arises between 
co-owners. Whilst it is usually true 
that parties who are embarking on 
a collaborative project together will 
have a good working relationship, this 
may not remain the case forever. It 
is a fact of life that disputes can and 
do arise, particularly after valuable IP 
has been created, since at that point 

the stakes may appear to be 
significantly higher than was the 

case at the outset of the project.

The ideal solution would be to agree 
in advance that any new IP created 
during the course of the collaboration 
(inventions; designs; copyright; trade 
marks etc.) will be wholly owned by 
one of the parties. In cases where 
the collaboration project is being 
solely funded by one company, this 
company could quite reasonably 
expect to be the sole owner of any 
resulting IP that is created. Such an 

arrangement would normally be dealt 
with via suitable IP ownership clauses 
in a collaboration agreement signed 
by all the parties.

The parties are also free to include 
other terms in the collaboration 
agreement as they see fit. For 
example, the parties may agree that 
the IP owner will grant each of the 
other parties an automatic non-
exclusive licence to use the IP. The 
automatic licence may be subject to 
certain restrictions. For example, the 
automatic licence may be restricted to 
use of the IP solely for the purposes 
of research. As a further example, the 
parties may agree to include terms 
in the collaboration agreement that 
govern how any revenue derived from 
resulting IP will be divided amongst 
the parties, for example royalty 
payments or revenue from sale of a 
patent.

As a further precaution, for any 
registerable IP (e.g. patents, 
designs or trade marks) created 
independently of the collaboration, it 
is advisable to file applications before 
details are disclosed to the other 
collaborators. This can help to remove 
any doubt as to who created and 
owns the IP. Finally, when entering 
into any collaboration it is also good 
practice to ensure that staff involved 
in the project are instructed to keep 
records of what is disclosed and 
agreed between the parties at all 
stages, as a precaution in case of a 
dispute arising.

In summary then, while the potential 
rewards of collaboration can be 
significant, the risks from an IP 
perspective can also be significant 
and should be carefully considered 
before embarking on a collaborative 
project with an external party. 
However, many of these risks can be 
reduced or even eliminated entirely 
by a well-drafted collaboration 
agreement, and by adopting the ‘best 
practice’ strategies discussed above.

Rob Cork
rcork@vennershipley.co.uk

“It is a fact of life that 
disputes can and do 
arise, particularly 
after valuable IP has 
been created

”
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Unified Patent Court and 
Unitary Patent – an update
The European Patent Office (‘EPO’) has long been competent to grant patents 
across Europe. This success story of international cooperation is importantly 
not an EU institution (and counts among its members many non-EU states). 
The EPO not being part of the EU means Brexit has no impact on the ability of 
UK Attorneys to represent clients before it.

European patent law presently is 
a hybrid of regional European law 
and national law. After grant by the 
European Patent Office a European 
patent is treated as a bundle of 
national rights, separately litigated 
under distinct procedure, with 
local requirements for translations 
and renewal fees. Prior to Britain's 
referendum on EU Membership, 
a proposal was well developed 
to address this across a number 
of EU states through a package 
comprising a Unified Patent Court 
(with jurisdiction across participating 
states) and a Unitary Patent (i.e. in 
contrast to the current bundle of 
national rights).

The benefits of such an approach 
were meant to include an end to 
separate renewal fees across Europe 
to maintain their protection and 
moreover litigation would no longer 
be duplicated in various courts (with 
occasionally varying outcomes). 
However, unlike the existing European 
Patent Office, the Unified Patent 
Court (UPC) and Unitary Patent (UP) 
were designed to be available only 
to EU member states. The UK vote to 
leave the EU, and the fact the UK is a 
mandatory ratification jurisdiction of 
the new agreements put the future of 
the initiative in doubt.

Where are we now?
The UPC/UP package has not yet 
come into force. It will do so when 
ratification of the UPC Agreement 
by Germany occurs. A significant 
question is whether this will occur 
prior to or after the UK leaves the 
European Union on 29 March 2019. 
If the system does come into effect 
prior to that date, then the UK’s 
departure from the EU will see the UK 
leave the UPC unless new agreements 
are reached.   

In view of this, the most immediate 
question is that of the timing of 
ratification. For the UPC/UP to 
take effect, ratification must be 
completed by at least 13 member 
states including the UK, France and 
Germany. As at the time of writing, 
there are 16 ratifications in place, 
including France and most recently 
the UK. The hold up now is in 
Germany.

What is the UK’s position?
If only we knew! In the immediate 
aftermath of the EU referendum, 
there was some speculation as to 
whether the UK intended to continue 
with this project. This was resolved 
in November 2016, when the UK 
government clearly indicated its 
intention to complete the ratification 
process. Any doubt was removed 
when on 26 April 2018, The Minister 
for Intellectual Property, Sam 
Gyimah MP, confirmed that the UK 
had completed its ratification of the 
agreement. 

The UK government is keen to 
emphasise that the UPC Agreement 
itself is not an EU instrument. 
However, it was drafted with the 
EU legal structure in mind, and 
recognises both a role for the CJEU 
and European Union law. Given the 
UK’s red line position on not being 
subject to the CJEU on departure 
it is difficult to see how the UK will 
continue in the UPC after Brexit. 
What we need most at this time is 
clarity from the UK Government on 
whether they intend to negotiate for 
the UK to remain part of the UPC. 
The challenges to this are primarily 
political rather than legal.

All eyes on Germany
It had been thought that the UK 

would hold up the progress of 
the UPC/ UP package, but we now 
find that Germany is where the 
final piece of the puzzle must be 
resolved. The German government 
has been a strong proponent of 
the system from the outset and 
the German parliament has passed 
all necessary legislation to allow 
ratification. However, a constitutional 
complaint was made in June 2017 
by a private individual to the Federal 
Constitutional Court of Germany 
(Bundesverfassungsgericht) and the 
Court requested that the German 
government delay ratification until 
this was resolved. While this case 
appeared on a list of cases to be 
handled in 2018, it is not at all certain 
that a decision will be reached in this 
time frame. 

The clock is ticking
Europe’s best chance of completing 
the integration of the patent 
system, started almost 45 years ago 
with the signing of the European 
Patent Convention, hangs in the 
balance. An early decision from the 
Bundesverfassungsgericht may rescue 
an initiative that had been thought 
in deep trouble. If so, patentees will 
need to bring themselves up to speed 
with the consequences for their rights 
in short order. We will of course keep 
you updated and let you know any 
action that need be taken.
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