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major domestic and international corporations, 
SMEs, universities and individual inventors.

We are ranked among the best fi rms in both 
patents and trade marks by the Legal 500, 
Chambers Directory and Managing Intellectual 
Property Magazine and we pride ourselves on our 
high standards of service and quality.
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A word from the editor

Venner Shipley proclaims on our 
website that we are ‘Flexible, 
ingenious, professional … that 
clients tell us we are diff erent’ and 
without question, Brexit provides us 
with the opportunity to show you why.

Since the Referendum in June every fi rm in Europe 
seems to have written about Brexit – but almost all 
open with saying they do not know what it means – 
our involvement with the Brexit process means that 

we have a signifi cant insight into what it really means.  I am acting as guest editor for 
this edition of Inside IP which includes an extensive Brexit special representing the 
fi rst in our steps to help guide our clients through a brave new world.  

At Venner Shipley we see the opportunities provided by Brexit and we will continue 
to represent our clients across the continent of Europe regardless of the detailed 
outcomes.  Those outcomes can and will be shaped by this fi rm and our clients, 
because we alone off er Government Relations services as part of our intellectual 
property practice.  We have been engaging with Government since the Referendum 
started and we shall continue to do so through the exit negotiations that will 
conclude in 2019.

This Brexit overview is timely because it was not until October that the Government 
was ready to begin what is likely to be both an exciting and herculean eff ort to 
reform the UK’s economy and global relations.  In this edition of Inside IP we 
will set out the latest news on the Government’s intentions, and discuss how we 
can infl uence these intentions for the benefi t of the IP focused businesses you 
represent.  We have also gone on to discuss the options for the UK in terms of 
transition and exit and how these might aff ect intellectual property rights. 

Of course, there has been more going on in the world of intellectual property other 
than Brexit and we also feature in this issue our usual updates including details 
of the exponential growth that has happened at Venner Shipley over the last few 
months and updates on a couple of recent cases. 

We do hope you enjoy reading this issue of Inside IP and if you should have any 
questions arising out of our Brexit articles, or indeed, any of our other articles then 
please feel free to contact me or your usual Venner Shipley contact. 

James Tumbridge
jtumbridge@vennershipley.co.uk



the UK.  The UK wants a deal with the 
European Union to reflect the kind 
of mature, cooperative relationship 
that close friends and allies enjoy.  So 
the UK is asking for full access to the 
EU Single Market, but without free 
movement of people and without EU 
law.  Can that be delivered?  Many 
think not, but we know what the 
aim is.  

Should this prove impossible because 
other Members of the EU will not 
agree to such open access without 
free movement of people, then we 
shall see the UK trading position 
based on a unique trade deal.  We 
also know that a budget contribution 
to the EU to ensure single market 
access without freedom of movement 
is not off the table.  Should a deal 
not be fully formed by 2019 (or two 
years from when Article 50 notification 
occurs), then as we note below one of 
the Government’s 
leading MP’s has 
already explained 
how WTO trade 
positions are 
the ultimate 

So what is going on? 
Government Policy and 
the UK Position
In October, the new Prime Minister Theresa May told us the UK will invoke 
Article 50 — the official legal notification to its EU partners that it is going to 
leave the EU — “No later than the end of March 2017.” Since then there has 
been a court challenge, with a final decision by the Supreme Court expected 
in January 2017, which may delay matters. However, once the formal Article 
50 process begins, Britain will have two years to agree on the terms of its 
relationship with other EU countries, meaning that the Prime Minister wants 
Britain to exit the EU by March 2019 or before.

The UK Government has made clear 
its intention is not to turn its back 
on Europe, but to re-double the 
international outlook, to be more 
engaged with the world than was 
permitted as part of the EU.  The 
Prime Minister wants  the new 
engagement in the world  to be about 
a positive economic future and world 
trading, and this is positive for British 
and non-British businesses wanting 
to do business in Europe, the UK 
and beyond.  The creation of a State 
Department dedicated to this means 
that these are not idle words.

The Prime Minister has used a series 
of speeches and interviews to outline 
her intentions on Brexit.  Importantly 
for businesses looking to their future 
in Europe and the UK, we now know 
that the Prime Minister’s vision for 
Britain outside the EU is as a fully-
independent, sovereign country with 
freedom to make its own decisions. 
Mrs May has said that she wants to 
give British companies the maximum 
freedom to trade with and operate 
in the EU Single Market – and let 
European businesses do the same in 

fall-back position with the EU.

The Great Repeal Bill

One of the key points of the Brexit 
process announced is that the UK 
government plans a ‘Great Repeal 
Bill’ to revoke the 1972 European 
Communities Act – the law that gives 
the EU powers in Britain.  The Bill will 
come into force at the point Brexit 
takes effect, and will convert existing 
laws that are derived from the EU into 
purely domestic legislation. Later they 
can then be amended, scrapped or 
left as they are, according to the UK 
Parliament’s wishes.  The Bill will be 
included in the next Queen’s Speech, 
which sets out the Government’s 
legislative programme for the 
coming year.
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This process will give businesses and 
workers maximum certainty as the UK 
leaves the European Union.  Existing 
workers’ legal rights will continue 
to be guaranteed in law, as will 
investments in the UK, and so even 
after Brexit nothing will change in 
terms of doing business.

The greater opportunity under the 
framework of the Great Repeal 
Bill is for clients with regulatory 
concerns. For you, we can now begin 
the process of engagement and 
explaining to the UK Government 
what parts of EU legislation could 
be amended and improved in the 
longer term, so that the UK’s future 
framework is even more attractive to 
your business. 

The Government will shortly be 
consulting on the next steps for 
reform and repeal: now is the 
time to consider what your future 
business needs will be.  One of the 
most important reviews will be on 
immigration.  The intention is for 
the Government to look across work 
and study routes - for the first time 
the UK will consider whether our 
student immigration rules should be 
tailored to the quality of the course 
and the quality of the institution. 
For our university clients or for 
those that co-operate with higher 
learning institutions on R&D, this is 
an important chance to influence 
the approach to visas for study in 
the UK or work at universities here.  
The UK intends to look at how to 
reward world class universities for 
the positive influence they can have 
on migration. The Government 
has also said that it does not 
want our very best universities to 
lose out on the top talent to their 
international rivals, so we will look 
at how we can improve their offer 
to the brightest and the best. This 
is a chance to make the case for 
easier and clearer rules that will 
allow high skilled worker movement 
and manager level movement for 
those investing in or via the UK.  The 
Government is acutely aware that 
visa applications to UK Russell Group 
universities are 39% higher in 2016 
than in 2010, and the case needs 
to be made for encouraging the 
brightest international students and 
researchers to have access to the 
right visas to encourage the talent in 
the UK that your businesses need.

“The Government will shortly be 
consulting on the next steps for 
reform and repeal: now is the time to 
consider what your future business 
needs will be.

 ”
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Is BREXIT Good or Bad news?
The answer to this is very subjective.  There are certainly challenges and 
different businesses are experiencing very different market changes; 
UK yacht designers have found exports up thanks to the low pound, but 
currency firms supplying funds overseas have felt the fluctuations badly.  
Positively, the FTSE 250 is up on this time last year, and there have been 
positive signs of ongoing hi-tech investment in the UK:

• Japanese technology firm Softbank announced a £24 billion 
investment into the UK as it moved to buy Cambridge-based 
microprocessor manufacturer ARM (BBC, 18 July 2016, http://www.bbc.
co.uk/news/business-36822806).

• GlaxoSmithKline announced a £275 million investment in the United 
Kingdom (Reuters, 27 July 2016, http://www.reuters.com/article/us-gsk-
britain-idUSKCN1070HW?il=0)

 • Anglo-Swedish drugs company, AstraZeneca announced that it 
will invest £330 million in a new research and development centre in 
Cambridge creating 2,000 new jobs (Daily Mail, 29 July 2016, http://www.
dailymail.co.uk/news/article-3713735/Drugs-giant-invests-330m-says-UK-
science-AstraZeneca-gives-vote-confidence-just-day-rival-firm-unveils-
plans-invest.html)

 • Online retailer Amazon said it would create 1,500 new jobs in 2017 
when it opens a new distribution centre in Tilbury, south east England, 
maintaining its surge of investment in Britain (Reuters, 18 August 
2016, http://uk.reuters.com/article/uk-amazon-com-employment-
idUKKCN10T113).

 • Bombardier’s Derby train factory will build 660 state of the 
art carriages for Abellio East Anglia as part of a £1 billion contract, 
securing 1,000 jobs into the next decade (DfT press release, 10 August 
2016, https://www.gov.uk/government/news/better-journeys-for-rail-
passengers-and-boost-for-derby-train-industry-as-new-east-anglia-
franchise-announced).

• Nissan will build the next Qashqai and X-Trail models at its Sunderland 
factory, safeguarding more than 7,000 jobs (Guardian, 27 October 2016, 
https://www.theguardian.com/business/2016/oct/27/nissan-to-make-new-
qashqai-and-x-trail-models-in-britain).



What will UK-EU trade 
look like?
We now know that the UK would like single market 
access to the greatest extent the EU Members 
States will agree.  It is important to remember that 
the key in this negotiation is the individual Member 
States like Germany, because the ‘EU’ itself in the 
form of the EU Commission has no say on the deal 
the UK reaches.  Therefore, when assessing likely 
trade deals, it is the comment of nation states that 
really matter.

Should full single market access 
not be agreed, we also  know 
that there will be distinct areas of 
focus based on sectoral needs led 
by the Department for EU Exit, in 
conjunction with the Foreign Office 
and the Department of Trade.  The 
focus based on the comments from 
Government sources will be on 
making clear that the UK sees two 
positions as feasible, the first is full 
market access, the other is trade on 
the WTO tariff system in the same 
way the USA trades with Europe.

Unlike negotiations to remove complex 
tariffs between countries, retaining 
zero tariffs is simplicity itself.   The EU 
has a common external tariff which 
the UK will inherit and honour on the 
basis of the presently intended Great 
Repeal Bill approach.  That system 
sets the highest tariff we could apply 
to each other, which although less 
desirable than continuing tariff free 
trade, is equally simple.  It requires no 
negotiation at all and will be the UK’s 
final fall-back position.  It is for this 
reason the UK is confident of exiting 
the EU structures after Brexit.

The most likely outcome will be a 
position between the two where 
goods and certain services are 
treated as having full single market 
access.  We explore elsewhere in 
this edition how it might work for 

IP in either the European Economic 
Area (EEA) or the European Free 
Trade Area (EFTA) for example.  Both 
extreme positions are slowly being 
understood as acceptable to the UK.   
The average tariff exporters to the EU 
would face would be about 4 per cent 
(that includes agricultural products, 
manufacturers average 2.4 per cent).   
Given the recent 12 per cent exchange 
rate movement in favour of UK 
based exporters, they would remain 
better off.   By contrast, continental 
exporters would have to absorb the 
tariffs on top of a 12 per cent loss of 
competitiveness.  Tariff-free access 
at any price is not worth continuing 
as the UK net budget contribution 
annually is around £10 billion, which 
is equivalent to a seven per cent tariff.   
The loss of the UK contribution is 
also an important point when looking 
at the pragmatic comments of our 
near neighbours, who wish to see 
their economies flourishing through 
positive trade.  The EU has free trade 
agreements with over 50 countries, 
all but three of which involve neither 
budgetary contribution nor free 
movement, and so again contrary to 
some press coverage there should 
not be significant issues with the UK 
position.

These are some of the many 
reasons why countries like Germany 
have already called for a positive 

approach to agreeing trade with 
the UK.  Importantly the new Trade 
Secretary Dr. Liam Fox has shared 
his preliminary views based on his 
communications with our European 
colleagues, and he has confirmed 
the general view that to introduce 
barriers between the UK and the EU 
would harm the economies of Europe 
as a whole.  

In the event that EU member 
governments prevaricate on reaching 
a trade deal, the UK is expected to 
announce it would approach the EU 
with zero tariffs on imports from the 
EU, unless the EU chose to impose 
WTO tariffs on the UK, in which case 
the UK would reciprocate.   The 
WTO has already welcomed the 
UK’s discussions to establish itself 
as a full member under WTO rules. 
Interestingly, the EU itself has not 
updated its registered tariffs since 
enlarging from 15 members in 2004, 
and no one presently expects any 
change, so that businesses can plan 
for the consequences of Brexit with 
some certainty.  If the EU member 
states did seek to impose tariffs, the 
onus is expected to be on them to 
take the blame for triggering tariffs on 
their exports to their biggest market 
– the UK.  Continental governments 
contemplating this would face 
problems with German car makers 
and unions, French wine growers, 
Dutch cut flower-growers, etc. 
Consequently, businesses should feel 
confident that positive trade relations 
with the EU are in everyone’s interest.

Passporting

To those in finance and fintech, the 
key debate on access to the EU’s 
internal market is ‘passporting.’   The 
value of passporting rights, whereby 
finance entities can operate across 
Europe having complied with one 
EU member state regulator, is worth 
keeping.  The CityUK, Corporation 
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of London and others are ensuring 
that the UK is working hard to secure 
that as part of a deal.  However, 
Peter Lilley MP, the UK Minister who 
negotiated the first passporting 
directive and later implemented the 
Single Market Programme, believes 
it is not essential to the long term 
success of finance and fintech in 
the UK.  The reason for his view and 
that of others is ‘Equivalency.’  The 
global regulatory frameworks for 
many entities especially in finance 
are harmonised in many areas to 
have equivalent levels of regulation 
around the world.  For example, the 
Markets in Financial Instruments 
Directive (being updated to MIFID2) 
means financial services companies 
from countries such as the US, Hong 
Kong and Singapore, whose financial 
regulatory systems are deemed to 
have ‘regulatory equivalence’, are 
safe to trade in Europe, and that 
gives some of the key passporting 
needs.  Consequently, it is hoped and 
believed that if formal EU passporting 
is lost, equivalency can still allow 
access to the EU market to an 
acceptable level.

Further, there are the Undertakings 
for Collective Investment in 
Transferable Securities (UCITS) funds, 
and those who choose to operate 
via companies set up in Luxembourg 
and Dublin, rather than using their 
passport from London, could also 
access the single market of the EU.   
They should therefore be unaffected 
by the UK exit.   Some commentators 
also believe the value of low tax 
in these countries more than 
offsets the extra cost of setting up 
companies which passporting from 
London would have avoided, and 
the UK’s aim to lower its corporate 
tax position should allow many in 
the fintech space assurance that the 
UK remains a positive place for your 
investments.  Additionally, the growth 
in UK financial services exports to the 
EU has not, according to Mr. Lilley, 
shown any marked change since 
passports were introduced.  British 
financial companies seem to export 
very successfully without passports 
to countries such as the USA and 
Switzerland – the UK’s two largest 
export finance markets.

“it is hoped and 
believed that 
if formal EU 
passporting is lost, 
equivalency can 
still allow access 
to the EU market 
to an acceptable 
level

”

www.vennershipley.co.uk

4



5

“The news from the UK Government is positive: there is to be a 
new deal over EU funding from the Treasury that will guarantee 
all multi-year EU business funding agreed before Brexit. 

”

EU funding & BREXIT

Philip Hammond MP, the Chancellor, 
suggested there would be financial 
market turbulence and ‘fiscal 
uncertainty’ as markets digested 
the news that Britain is on course to 
leave the EU by 2019 (assuming no 
delays).  This is why we have engaged 
directly with the UK Government and 
agencies to understand what the UK 
Government can and will do to help.  

The news from the UK Government is 
positive: there is to be a new deal over 
EU funding from the Treasury that will 
guarantee all multi-year EU business 
funding agreed before Brexit. This will 
include all structural and investment 
fund projects, including agri-
environment schemes (i.e. multi-year 
public sector projects) that run past 
the point of the UK’s departure from 
the EU.  This is excellent news for 
those businesses, and now is the time 
for you to ensure that if your business 
or R&D is dependent on EU grants, 
that you make the right enquiries of 
Government to ensure your funding is 
secured.

The UK Autumn Statement on 23 
November 2016 will take account of 
changed circumstances and we can 
provide updates to those that wish to 
be informed of developments.

EU funded projects 
and new investment 
opportunities

The Treasury has announced it will 
provide a guarantee for schemes that 
run over the departure point in 2019.  
Where Government departments 
– as determined by their relevant 
Secretary of State – are content that 

making it harder for overseas 
investors to understand the 
opportunities without costly legal 
research.  This new programme 
incentivises universities to bid for 
funds to collaborate and expand 
their network of tech transfer 
centres.  As Venner Shipley already 
has experience of working with 
many UK universities and with 
clients co-operating with tech 
transfer units, we are well placed to 
help with this new development.

• A key part of developing new 
technologies is creating a regulatory 
environment that supports 
the development of disruptive 
technologies. The Challenger 
Business Programme was launched 
in October 2013 to identify and as 
far as possible remove the barriers 
that stop insurgent and innovative 
businesses from setting up and 
thriving in the UK. This programme 
will be expanded into new sectors 
and new businesses as an element 
of the Industrial Strategy.  To date 
there has been focus on fintech 
and satellites, but the new sectors 
have yet to be announced.  If this 
is an area of interest, we would be 
pleased to update you.

James Tumbridge
Jtumbridge@vennershipley.co.uk

EU-funded projects meet certain 
high-level criteria (including value 
for money and support for domestic 
strategic priorities), this funding will 
be subject to a Treasury guarantee. 

The UK Government wants to remain 
world leading in the development, 
commercialisation and adoption of 
new technologies. To encourage this 
the Government is: (a) providing an 
additional £100 million funding to 
extend and enhance the Biomedical 
Catalyst supporting innovative UK 
life science companies converting 
research into commercial success, 
(b) providing an additional £120 
million funding for universities to 
fund new tech transfer offices, and (c) 
expanding the Challenger Business 
Programmes to address regulations 
that pose the largest barriers to the 
adoption of disruptive technologies.

• The Biomedical Catalyst provides 
grant support at the early 
innovation stage targeting the 
funding gap to ensure that 
emerging disruptive healthcare 
technologies are delivered 
to market. The programme 
offers funding at varying stages 
of technical and commercial 
development from proof of concept 
to feasibility awards. Average grants 
are £750,000 per company, mainly 
to start-ups and spin-outs. It has 
been hugely oversubscribed with 
funding applications outnumbering 
grant awards fourfold. The new 
funding extends the programme for 
the next four years to 2020.

• The UK has many world class 
university tech transfer offices. 
However, there is wide variation 
between universities, sometimes 
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What about employment post 
Brexit - is anything changing?
Linked to the desire to address migration and promotion of a strong economy 
are new Government proposals on employment law.  The first step will be the 
‘Taylor Review’ that will look at employment practices in today’s economy. This will 
consider how practices need to change to keep pace with modern business models, 
and the implications of new forms of work.  For example, an increasing share of 
the UK workforce has non-standard forms of employment arrangement including 
self-employment (4.8 million people)1, zero hour contracts (900,000 people)2 and 
temporary work (1.7 million people)3. There are overlaps between these categories, 
but taken collectively they represents around one in five workers.4  These changes 
are significant for businesses using non-standard employees to work on projects 
resulting in intellectual property, as the rights to ownership can be affected by 
the employment status.  For example, we are seeing growth of the so-called gig 
economy, where staff are semi-independent or working across a series of jobs 
termed ‘gigs.’  

In these situations designers, musicians, and perhaps even researchers, might be 
working for others that in the ordinary course of business are your rivals.  In the 
event they contribute to valuable intellectual property, are you sure your business 
will end up owning the rights you need?  These are exciting times where the UK is 
trying to create a more flexible work force to encourage investment, but intellectual 
property will not be foremost in the minds of those conducting the Taylor Review, so 
you need to consider if we should be raising issues with that review to address the 
concerns of your business.
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The UK’s Current 
Legislative Framework

Intellectual Property law in the UK is 
currently framed by a combination 
of EU law and UK law (in this article 
we do not distinguish between 
English or Scots law etc.) In the 
following sections we shall explore 
the main intellectual property rights, 
and provide some comments and 
thoughts on how they may alter 
with Brexit both as strict law and in 
practical terms for professionals.

Presently because the UK is an 
EU member state, questions of 
jurisdiction regarding the courts of 
the UK and of different EU member 
states are governed by EU Regulation 
1215/2012 (on jurisdiction and the 
recognition and enforcement of 
judgments in civil and commercial 
matters). Proceedings concerned 
with the registration or validity of 
patents, trade marks, designs or other 
IP rights are reserved to the courts 
of the member state of deposit or 
registration, although the position 
differs for unitary EU-wide rights.  In 
those later forms such as Community 
Trade Marks or Designs, English 
Courts may presently sit and hear 
matters which have jurisdictional 
effect across the EU.  The future of the 
UK outside the EU will therefore affect 
those pan-EU rights the most.

Patents

Across Europe there have been, since 
the 1973 European Patent Convention 
(EPC), two systems to obtain patents; 

where EU law has impacted on 
patents concerns defences which 
are based upon EU competition 
law; and the relief awarded by the 
court for infringement must 
be compliant with the 
Intellectual Property 
Enforcement 
Directive 
2004/48 
(IPED).

How will Brexit 
affect Intellectual 
Property Rights?

the national member state system 
and applications to the European 
Patent Office for European Patents 
that then become national patents.  
The EPC is not a creature of the EU 
however, and so there will be no 
change whatsoever to the filing and 
prosecution of patents post Brexit.  
UK based patent attorneys will 
continue to be able to provide the 
full range of services including filing, 
prosecution and oppositions before 
the European Patent Office.

There is also a Community Patent 
Convention 1975 (CPC). The CPC 
was agreed between the member 
states of the European Economic 
Community (EEC) and the EEC 
became the EU of today.  The 
CPC was a step toward a 
unitary patent system, but 
was not ratified although 
many signatory countries, 
including the UK, aligned 
their laws regarding 
patent infringement to 
the provisions of the 
CPC. This could be an 
important point when 
we come to look at the 
future of the Unified 
Patent Court (UPC) 
which it was hoped 
would come into being 
in 2017.

The only other area 



Current EU patent 
package – what are the 
pros and cons to the 
Unified Patent Court 
(UPC)?

To fully understand whether the 
UPC is better than the present 
arrangement we need to look at 
what we already do.  Since 1977, the 
European Patent Office (EPO) has 
provided a centralised procedure to 
grant patents.  Today a patentee can 
apply to 38 countries that have signed 
the European Patent Convention 
(EPC).  The current ‘classical’ European 
patent granted by the EPO is not a 
unitary title; it confers a bundle of 
national patents, which, if litigated, 
are dealt with before corresponding 
national courts. Against that 
background it has long been a goal 
of a particular sector of intellectual 
property stakeholders to create 
a ‘true’ EU patent that exists in all 
Member States and can be enforced 
in one hearing for the whole of 
Europe. To some this is attractive, but 
it comes with a big risk. The unitary 
patent could be revoked in a single 
action before the new court, meaning 
that it could potentially be more 
vulnerable than the current ‘classical’ 
European patents, which have to be 
attacked at a national level, one by 
one.

www.vennershipley.co.uk
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“it has long been 
a goal of a 
particular sector of 
intellectual property 
stakeholders to 
create a ‘true’ EU 
patent that exists 
in all Member 
States and can be 
enforced in one 
hearing for the 
whole of Europe

”

The Unified Patent Court 
(UPC)

Members of Venner Shipley have 
been involved for some time in the 
formation of the UK position on the 
UPC and remain so.  Its future is in 
doubt though there is much that can 
be done to encourage or discourage 
its application to the UK.  Let us start 
with the intent which pre-dated the 
Referendum:  The UPC's jurisdiction 
would cover (i) European patents 
which are not registered by their 
proprietors as 'opted out' of the 
new system, and (ii) new unitary 
patents (UPs) that would cover the 
EU member states that choose to 
participate in the new system.  The 

Unified Patent Court 
Agreement 

(UPCA) is only one of three legal 
instruments creating the unitary 
patent package. It is an international 
treaty among EU Member States. 
The other two legal instruments 
are the Regulations on unitary 
patent protection and on the 
translation arrangements for unitary 
patents.  The key EU legislation 
that would govern the new system 
is in the form of EU Regulations; 
1257/2012 (creation of unitary patent 
protection), 1260/2012 (language 
regime) and 1215/2012 (jurisdiction 
and recognition and enforcement of 
judgments as amended).   So whilst 
the UPCA is not part of the EU law, by 
restricting ratification to EU Member 
States, the UPCA presupposes that 
non-EU States cannot be Member 
States of the UPCA.  This would leave 
the UK outside the system as it stands 
post Brexit.  Though as we note later 
it might be possible for the UK to 

form part of an expanded non 
EU focused court.
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What are the unitary 
patent and the Unified 
Patent Court?

The ‘European patent with unitary 
effect’ (‘unitary patent’ for short) 
is a single patent that will cover all 
participating Member States of the 
European Union (EU). It has been 
proposed that, like the current 
‘classical’ European patent, the unitary 
patent will also be granted by the 
EPO and will be a single patent that 
will cover all participating Member 
States of the EU. Consequently, some 
EPC countries will remain outside the 
unitary patent because they are not 
EU members.

It is envisaged that European 
patent applications will be used to 
obtain either a ‘classical’ European 
patent, or a unitary patent. Under 
this arrangement, there will be no 
change whatsoever for searching, 
examination and grant at the EPO. 
On grant of the European patent, 
the applicant will have the choice 
of whether to obtain the usual 
bundle of national patents or go for 
unitary protection. The deadline for 
requesting the registration of unitary 
effect will be one month after grant. 
Renewal fees will then be payable to 
the EPO on an annual basis. Please 
refer to the Spring Summer 2016 
issue of Inside IP for information 
about fees. 

The unitary patent: Who’s 
in, and who’s out… 

Currently, all EU Member States have 
agreed to take part in the unitary 
patent, except Spain, and Poland. At 
the outset the ‘classical’ European 
patent is available for all contracting 
states of the EPC. The EU includes 
27 countries (shown in red on Figure 
1) whereas a total of 38 countries 
have signed the EPC (which includes 
those in blue); therefore, a ‘classical’ 
European patent can be obtained in 
a total of 13 countries that are not 

part of the EU.  The EU taking over the 
driving forward of a unitary patent 
and associated court has not been 
popular with EPC jurisdictions that are 
not in the EU as it will leave them only 
half in the new regime of patents.  For 
this reason, as we explain later the 
UK may have friends and supporters 
inside and outside the EU if we can 
find a path to UPC acceptance for non 
EU countries.

Figure 1: Contracting states of the 
EPC
 
Unitary patent: How will it 
work?

A unitary patent can be revoked by 
the Opposition Division or the Boards 
of Appeal of the EPO, in the same 
way a classical European patent can. 
It can also be revoked or be limited 
by an amendment of the claims, by 
the patent holder in a limitation or 
revision procedure before the EPO 
according to Article 105(a) of the EPC.
Initially, the unitary patent gives 
applicants the option to choose 
the unitary effect or a classical 
European patent for the states that 
do not participate in enhanced 
cooperation, such as Norway, Spain 
and Switzerland. However, double 
protection in the form of a European 
and a unitary patent for the state 
engaged in enhanced cooperation is 
not permitted.

Brexit and 
the Unitary 
Patent Court

UPC: Current situation

Ratification by 13 states is required 
for it to go live, and 3 of those must 
presently be the UK, Germany and 
France.  So far 11 including France 
have ratified.  

The consequence of the Brexit 
Referendum is the UK must now 
decide whether to ratify knowing 
that as it stands, the UK will be out of 
the UPC after Brexit because only EU 
members can be part of the regime.  
Consequently, we expect UPC 
ratification to be part of the Brexit 
negotiations.

The Preparatory Committee of the 
UPC has largely completed its work 
on: Legal frameworks & rules of the 
court; financial aspects; IT; facilities 
(e.g. buildings); and HR plus training.  
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James Tumbridge
Jtumbridge@vennershipley.co.uk

“we would expect 
the UK to focus on 
making the UK a 
more attractive 
place to test patents 
than the UPC

”

Therefore subject to Germany and the 
UK ratifying the UPC is ready to begin 
life in the next 12 months.

So will the UK be in the 
UPC or not?

There is certainly desire to have the 
UK remain part of the UPC both in 
the UK and overseas.  However, the 
political acceptability of how this is 
done is the issue.  In our view the 
best hope for UK participation will be 
in seeing a return to the Community 
Patent Convention path that could 
allow non EU members to participate.  
We should not forget that the UPC 
Agreement is not part of  EU law, 
though other important legislation 
that is creating the UPC is EU law. The 
Community Patent was a concept 
from the pre-EU era and if other 
countries are willing it is possible that 

www.vennershipley.co.uk

the approach 
could change 

and remove 
the UPC from the 

EU altogether thereby 
allowing the UK and other 

EPC states to participate. 

To keep the UPC as subject to 
EU law and CJEU would be hard 
for the UK primarily as a result 
of the political position following 
the Brexit Referendum, but also 
because being subject to EU law 
would create issues such expecting 
a non-EU Member State to assume 
liabilities for damages resulting 
from infringements of Union law as 
foreseen in Article 22 UPCA.  If other 
participating jurisdictions will agree 
to open up the UPC as originally 
intended in the original Community 
Patent proposal, then this could make 
the entire system more attractive as 
it opens up the right to countries like 
Switzerland to also participate.  In 
fact if open to all European Patent 
Convention (EPC) states the Court 
could apply to 38 countries that 
have signed the EPC, considerably 
more than the 28 EU states, and 
therefore of potentially greater value.   
If the EU Members who agreed to 

the UPC decided to agree to that 
approach there is actually little to be 
done to put in place the necessary 
international agreement and have 
the preparation done for the UPC 
switch into the new framework.  If 
that is not possible it is unlikely the 
UK can participate in the UPC as 
to have the Court of Justice of the 
European Union (CJEU) as supreme 
over an area of law the UK would defy 
what has become a central tenant 
of the UK Government’s positon on 
what Brexit means.  So in that case 
we would expect the UK to focus on 
making the UK a more attractive place 
to test patents than the UPC.  This 
can be achieved on cost, speed and 
importantly by hearing validity and 
infringement together.  The UK patent 
court is already world leading on its 
speed and quality of judgments when 
hearing validity and infringement 
together.
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Supplementary 
Protection Certificates 
& Brexit
A supplementary protection certificate 
(SPC) is the intellectual property right 
that extends the protection for patented 
active ingredients in pharmaceutical 
or plant protection products requiring 
marketing authorisation.  The aim of an 
SPC is to compensate patent owners 
whose effective patent term has been 
eroded by the length of time taken 
to obtain marketing authorisation for 
the product in question. It is in truth a 
political comprise as the countries of the 
European Patent Convention could not 
agree on a simple patent term extension.  
For this reason Brexit may allow for an 
improvement in the approach to patent 
term extension as there is no long term 
reason to maintain the SPC system. 

The duration of an SPC is equal to the 
period which has elapsed between 
the filing of the patent application 
and grant of the first EU marketing 
authorisation, less five years, up to 
a maximum of five years.  A further 
extension of SPC term by six months 
is available for a product where its use 
is extended to children.  To qualify for 
SPC protection, an active ingredient 
of a medicinal product must be 
protected by a patent in force in the 
country of interest, and there must be 
a valid marketing authorisation in that 
country. 

Legal Basis and 
Availability

An SPC is a national right, available 
by application to the national patent 
office of each state for which a 
certificate is desired.  SPC protection 
within the EU is governed by two EU 
Regulations (Regulation 469/2009 & 
1610/96), with a further EU Regulation 
governing the extension for paediatric 
products (Regulation 1901/2006).  
As such, SPC protection is currently 
available under the SPC EU 

Regulations in all 28 member states of 
the EU, including the United Kingdom.  
SPC protection is also available under 
the current Regulations in Norway 
and Iceland, which are members of 
the European Economic Area (EEA), 
but not the EU.  The EEA which is 
another path to the UK as a means of 
trade in Europe may therefore allow 
for the UK to continue SPCs in the 
future in precisely the same way as 
before Brexit.  

Switzerland, which is neither an EU 
nor EEA member, has its own SPC 



extended to other products that are 
affected by regulatory delays, such 
as medical devices; or the effective 
term of SPCs could be increased.  Any 
review of the SPC regime would also 
allow the UK to address common 
concerns with the system such 
as the lacuna between marketing 
authorisations for combination 
therapies and patents, or the 
frustration of veterinary authorisation 
ahead of human authorisation 
impacting SPC term negatively.

Kate McNamara
kmcnamara@vennershipley.co.uk

www.vennershipley.co.uk
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provisions in its national law, which 
are based on the SPC Regulations. 
Swiss patents also extend to 
Liechtenstein (a member of the 
EEA since May 1st 1995) and Swiss 
marketing authorisations and SPCs 
also take effect in Liechtenstein.  SPCs 
are also available under national 
law provisions in Albania, Bosnia & 
Herzegovina, Macedonia, and Serbia, 
which are non-EU/EEA countries, 
again showing the UK need not 
abandon SPCs in the future if they are 
desirable.

Effect of Brexit

Following Brexit, EU Regulations will 
continue to apply in the UK under 
the terms of the Great Repeal Act.  

Whether they survive long term is 
very much up for debate, and if your 
business uses them or detests them, 
now is the time to think about what 
the better system would be.

At a minimum we would expect that 
the time period on which the SPC 
is based will become the first UK 
marketing authorisation rather than 
the first Marketing Authorisation in 
the EEA.  Though this assumes the 
UK does not make EU marketing 
authorisations part of the trade deal 
on exit.

However, there is speculation that 
the UK Government may consider 
new legislation which would provide 
a more favourable regulatory system 
for SPC rights.  This would allow 
R &D companies to recover more 
of the investment that is put into 
the development of new medicinal 
and plant protection products.  For 
example, the provisions could be 

“there is speculation 
that the UK 
Government may 
consider new 
legislation which 
would provide a 
more favourable 
regulatory system 
for SPC rights

”
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How will Brexit 
affect Designs 
in the UK?
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Community right. Questions of 
subsistence and infringement are 
governed by the UK Copyright Designs 
and Patents Act 1988 (CDPA).

Registered Design 
Protection

The Community Design Regulation 
provides the current framework 
which allows for the filing of a single 
Registered Community Design (RCD) 
application seeking unitary protection 
in all Member States of the EU. 
RCDs will continue to have effect 

Designers seeking to protect new 
designs will still be able to apply 
for UK Registered Design (UKRD) 
protection under the existing UK 1949 
Registered Designs Act. Additionally, 
UK based designers can continue to 
apply for an RCD to seek EU-wide 
protection.

The situation is more complex 
for existing RCDs which, as things 
currently stand, would not definitely 
provide protection in the UK post-
Brexit, but would also potentially 
invalidate any later filed UKRD to the 
same design. Therefore, in the worst 
case scenario, RCD holders could 
be left with no registered design 
protection in the UK. However, it is 
very likely that the UK Government 
will seek to address this issue by 
introducing transitional provisions 
which prevent such a loss of 
protection. 

One option would be to negotiate a 
bilateral agreement with the EU such 
that the territorial extent of existing 
(and potentially also future) RCDs still 
covers the UK after Brexit. On the face 
of it this seems like an easy fix and 
would provide the greatest continuity 
for rights holders. However, such an 
agreement would likely raise issues 
with regards to jurisdiction and 
sovereignty. For instance, one of the 
advantages of the Community system 
is that an RCD can be enforced 
throughout the EU via a single 
infringement action in one Member 
State. If the territorial extend of the 
Community system was extended, 
would this mean that the UK courts 
could rule on EU-wide design matters, 
despite the UK no longer being 
part of the EU; would infringement 
proceedings, potentially between two 
UK parties, need to be brought in a 
foreign court; or, would separate EU 
and UK proceedings be required? It 
is at present also a red line for the 
UK government not to allow control 
of any law affecting the UK to EU 
lawmakers, so how to address the 
decisions in courts on community 
designs will be difficult.

Another option would be to introduce 
provisions for the conversion of RCDs 
into supplementary UKRDs which 
maintain protection in the UK. The 

“So if design matters 
to your business 
now is the time 
to explain to 
Government the 
issue of clarity over 
unitary rights post 
Brexit.

”

There are four systems 
pursuant to which 
design protection may 
come into existence 
covering the UK: 
1. Under the Community designs 
system (Regulation 6/2002), an 
application may be filed with the EU 
Intellectual Property Office (EUIPO) for 
a registered design covering the EU. 
A Community registered design is a 
unitary right which may be enforced 
or challenged for the whole of the EU 
in a single court action.

2. Under the Community designs 
system (Regulation 6/2002), 
Community unregistered design right 
arises automatically in qualifying 
circumstances. It protects the 
appearance of the whole or part of a 
product resulting from the features 
of, in particular, the lines, contours, 
colours, shape, texture or materials 
of the product or its ornamentation. 
Questions of infringement and 
subsistence are considered for the 
whole of the EU in a single court 
action. The term of protection is three 
years from the date the design is first 
made available to the public.

3. Under the national system, an 
application for a registered design 
may be made to the UKIPO, which 
may grant a registered design 
covering the UK. Registration, and any 
subsequent questions of infringement 
and validity, are governed by the 
UK Registered Designs Act 1949 and 
associated legislation, which has been 
amended in order to comply with 
harmonising EU-wide legislation, in 
particular Directive 98/71.

4. Under the national system, 
unregistered design right covering the 
UK arises automatically in qualifying 
circumstances. It protects the shape 
or configuration of the whole or 
part of an article and lasts for (the 
earliest of) ten years from first 
sale or 15 years from first creation 
(dates calculated from the end of 
the relevant calendar year). It is 
considered to offer slightly different, 
complementary protection from 
that offered by the unregistered 

in the UK until the exit from the EU 
is formalised, after which date the 
landscape of design law in the UK will 
depend on whether any transitional 
arrangements have been put in place.

At this early stage no such transitional 
provisions have been agreed and 
therefore the Community system will 
cease to have effect in the UK post-
Brexit.  Indeed, unitary rights are one 
of the great challenges to the ‘Great 
Repeal Act’ system that envisions 
whole sale acceptance of EU law 
initially followed by gradual change.  
Yet with EU wide rights it is far from 
clear how the UK can keep EU law on 
such matters on the UK statute book 
and have it effectively operate given 
the interplay with EU courts like the 
CJEU.  So if design matters to your 
business now is the time to explain to 
Government the issue of clarity over 
unitary rights post Brexit.



two-dimensional designs not covered 
by the UK right, could potentially 
fi nd that they can no longer rely on 
unregistered protection at all. In 
such a scenario, the only option for 
preventing copyists may be to fi le a 
registered design application and pay 
the associated fees.

Another potential issue is that in 
order for a design to be eligible 
for protection under the current 
unregistered Community design 
system, the fi rst public disclosure of 
the design must be made within the 
EU. Consequently, designs which are 
fi rst launched in the UK, rather than 
the EU, post-Brexit may not be eligible 
for unregistered Community design 
protection.

The UK Government may seek 
to address the above issues by 
negotiating an agreement similar 
to that discussed above in relation 
to registered designs, wherein the 
territorial extent of the unregistered 
Community design system is 
extended to cover the UK, or 
alternatively may consider amending 
the current UK unregistered 
system to more closely align with 
its EU counterpart. Another option, 
advocated by Anti Copying in Design 
(ACID), an industry group which 
represents designers on IP matters, 
would be to use the opportunity 
provided by Brexit to introduce an 
additional UK right that provides a 
stronger unregistered protection 
regime than what is currently 
available, for instance, a scheme 
which adequately protects both two-
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conversion could either be automatic, 
for example, upon payment of the 
renewal fee due every 5 years to keep 
the design in force, or alternatively 
performed upon request. The 
conversion approach would give 
the UK a cleaner break from EU law 
but would likely increase costs for 
applicants because the amount of 
renewal fees payable would increase 
if both the existing RCD and the new 
UKRD were to be maintained in force.

It is worth noting that the substantive 
aspects of UK and Community 
registered design law, including the 
infringement and validity provisions, 
are harmonised by the Community 
Design Directive. Of course, post-
Brexit such harmonisation will no 
longer be necessary and thus the 
UK has the opportunity to review 
its approach to design protection. 
For example, the fi ndings of non-
infringement in high profi le cases 
such as Samsung v Apple, regarding 
the ‘iPad’ and ‘Galaxy Tab,’ and 
Magmatic v PMS, regarding the 
‘Trunki’ ride-on suitcase, have led 
some quarters to criticise the current 
registered design system as off ering a 
narrow scope of protection that is too 
easy for third parties to circumvent. 
The UK now has the ability to shape 
its own design laws to address such 
concerns.

The decision to leave the EU also 
aff ects the UK’s standing with 
respect to The Hague Agreement, 
the international design registration 
system which allows applicants to 
obtain design protection in any states 

party to The Hague Agreement by 
means of a single application that 
is fi led with the World Intellectual 
Property Organization. However, 
the UK is not currently a party to 
The Hague Agreement and instead 
UK based designers are only able to 
make use of the international system 
by virtue of the fact that the EU is a 
signatory. Fortunately for applicants, 
the UK Intellectual Property Offi  ce has 
indicated that it has begun taking the 
necessary steps for UK ratifi cation of 
The Hague Agreement, which should 
be completed within the next year.

Unregistered Design 
Protection

The current unregistered Community 
design system, which provides 
automatic unitary protection 
throughout the EU, will also 
cease to have eff ect in the UK 
post-Brexit. Whilst the UK has 
its own national unregistered 
design right, this provides a very 
diff erent scope of protection. For 
instance, whilst the unregistered 
Community design law protects 
most aspects of the appearance 
of a product, including the lines, 
contours, colours, shape, texture 
and materials of a product and its 
ornamentation, the unregistered UK 
design right is restricted to ‘shape 
and confi guration.’ with surface 
decoration excluded from protection. 
This means that designers who 
have traditionally relied upon the 
unregistered Community right to 
protect their designs, for example, 

“Designers should think carefully 
about whether the existing UK 
unregistered system will provide 
adequate protection post-Brexit 
and, if not, consider fi ling for 
registered protection.

”



'sweat of the brow' in databases. In 
addition, the relief awarded by the 
court for infringement of copyright 
and related rights must be compliant 
with the IPED.  Finally, the Court of 
Justice of the European Union's (CJEU) 
interpretation of such legislation, has 
impacted UK interpretation of the 
CDPA, for example as regards what 
constitutes 'originality' in copyright 
law. 

Copyright not being a fully 
harmonised EU wide right therefore 
means there will be no signifi cant 
changes from Brexit in how copyright-
holders need behave.  However, there 
is still the chance to engage with 
Government on issues that you feel 
if addressed could bolster the UK’s 
economy linked to copyright and if 
you wished to discuss such matters 
please contact us.

George Hudson
ghudson@vennershipley.co.uk

www.vennershipley.co.uk
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dimensional and three-dimensional 
designs whilst having a signifi cantly 
longer term of protection than the 
3-year duration provided by the 
existing unregistered Community 
design system. 

It remains to be seen what form 
unregistered design protection will 
take once the UK offi  cially leaves 
the EU. In the meantime, designers 
should think carefully about whether 
the existing UK unregistered system 
will provide adequate protection post-
Brexit and, if not, consider fi ling for 
registered protection.

Copyright and related 
rights

Copyright and related rights are 
governed in the UK by the Copyright 
Designs & Patents Act (CDPA), which 
has been framed so as to give 
eff ect to the terms of international 
treaties and European legislation.  At 
present, there is no unitary copyright 
protection in the EU and questions 
of subsistence and infringement 
are within the remit of the national 
legislatures. However, the EU has 
legislated in areas closely relating to, 
and to some extent overlapping with, 
the remit of national legislatures, 
for example, the InfoSoc Directive 
2001/29, Directive 2006/115 on rental 
and lending rights, and Directive 96/9 
on the legal protection of databases. 
In addition to harmonising copyright 
protection in databases, Directive 
96/9 created an EU-wide sui generis 
database right protecting non-creative 



In the immediate aftermath of the vote for Britain 
to leave the EU there was much written by some in 
mainland Europe about British firms being unable to 
register European Union Trade Marks (EUTM) once 
Brexit had taken place.  We look here at what will 
happen and what the options are for brand owners. 

There are two types of trade marks in 
the UK:

•  Under the EU trade mark system  
 (Regulation 207/2009 as amended),
  the EUIPO governs registered trade
  marks for the EU (an 'EUTM'). An
  EUTM may be enforced or
  challenged for the whole of the
  EU in a single court action, and
  presently UK courts have that
 power. (An EUTM may alternatively
  be sought by designating an EUTM
  in an international registration
  under the Madrid system.)

•  Under the national trade mark
  system, the UKIPO controls
  registrations for UK only trade
  marks. Registration, and questions
  of infringement and validity, are
  governed by the UK Trade Marks Act 
 1994 and associated legislation (as
  amended), which have been framed
  so as to comply with harmonising 
 EU-wide legislation, in particular
  Directive 2008/95. (A UK-registered
  trade mark may alternatively be
  sought by designating the UK in an
  international registration under the
  Madrid system.)

EU Trade Marks what will 
BREXIT mean?

The effect of Brexit on brand owners 
comes after several recent changes 
to the European Union Trade Mark 
(EUTM) registration system.  In recent 
years brand owners have seen the 
enlargement of the EU, the scope of 
EUTMs narrowed and a challenge 

to the long held assumption that 
use in one EU member state would 
maintain validity of a registration.  
Now brand owners need to deal with 
the repercussions of Brexit on their 
trade mark portfolios and protection 
strategies.  

It is important to stress that there is 
no urgency for immediate action by 
brand owners.  EUTMs (both those 
in existence and those filed up until 
the date of the UK’s exit) will continue 
to provide protection across all EU 
member states.  On exit, EUTMs may 
cease to have effect in the UK but it 
is not anticipated that this will result 
in the loss of trade mark rights for 
brand owners. First the ‘Great Repeal 
Act’ intends to carry over EU law into 
the UK, so the starting point is that 
the EU law that allows for EUTMs 
will still exist in the UK.  However, 
we doubt the UK Government has 
actually thought out how that works 
in practice because it leaves the UK 
tied to the Courts of Justice of the 
European Union and the freedom of 
this court to make rulings that impact 
the UK.  So more likely the UK will 
convert EUTMs in to a national TM, 
and we shall see a system more akin 
to the European Patent bundles that 
presently exist. 

At this stage there does not look to be 
compelling reasons for brand owners 
to duplicate the protection offered 
by their EU registrations by obtaining 
separate national UK registrations.

In our view such nationally 
acquired rights are only likely to be 

advantageous if, once the UK has 
left the EU, there is no mechanism 
in place to allow for continuation 
of EUTMs.  In such a scenario there 
would be a scramble to file new UK 
applications as soon as possible 
to prevent there being a lacuna in 
protection and to avoid potential 
difficulties with third party bad faith 
filings.  Such a state of affairs appears 
inconceivable and something the 
UK Government will strive to avoid.  
Instead transitional arrangements 
will likely be put in place to ensure 
that any existing protection is not lost 
insofar as the UK is concerned.  

There has however been some 
increase in UK filings and if the UK is 
an especially important market then 
you may want to consider such a step.

What transitional options 
are there?

We know the first position is that 
existing EU legislation is to be 
adopted as national law in the 
UK in 2019, and that EUTMs will 
theoretically continue to cover the UK.  
However, once considered properly 
it is more likely that the UK will 
adopt one of the following options: 
Automatic recognition of EUTM’s by 
the UK, re-registration of EUTMs on 
the UK register (either automatically 
or on request by brand owners) or 
converting existing EUTMs into new 
national applications that will undergo 
full examination by the UKIPO. 
  
Areas we are watching for include 
whether existing EUTMs will be re-
examined by the UKIPO, and if so if it 
may be prudent to seek separate UK 
protection for variants of marks that 
are borderline in terms of inherent 
distinctiveness.  If there is doubt as 
to whether an existing EUTM might 
qualify for registration in the UK 
under current standards, it would 
be wise to file a UK application for a 
more distinctive version of the mark, 
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Will Brexit be all change 
for Trade Marks?
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“brand owners 
need to deal 
with the 
repercussions 
of Brexit on 
their trade 
mark portfolios 
and protection 
strategies

”
There are steps that brand owners 
should be taking at this stage in 
relation to seniority claims and 
existing contractual arrangements 
with third parties.  Where seniority 
is concerned, it is hoped that brand 
owners will be able to reinstate the 
original UK rights from which seniority 
was claimed.  However, going 
forward, existing UK registrations 
that form the basis of seniority claims 
should not be allowed to lapse.   

Is there anything that 
must be checked right 
now?

Yes - contracts and licences, 
undertakings and co-existence 
agreements.  Any of these may have 
been expressed to cover the EU, 
and they should be reviewed and 
amended/re-negotiated if necessary 
to ensure that all parties to the 
agreements are clear about their 
geographical scope. The validity of 
EU wide injunctions and court orders 
may also need to be re-evaluated. 

The future

There is now a 2 year window where 
brand owners should review their 
existing European and UK trade mark 
portfolios in the context of their 
commercial plans going forward.  
They should ensure that any existing 
EU registrations are up to date in 
terms of ownership to ensure a 
smooth transition under whatever 
transitional mechanism is eventually 
put in place.  Existing contracts 

should be revisited and reviewed as 
necessary and consideration should 
be given as to whether additional 
protection in EU countries other than 
the UK might eventually be needed. 

The EUIPO (and the UKIPO) have 
applied varying standards of 
registrability over the years, and 
now is the perfect time to consider 
what we want the future UKIPO to 
concentrate on.  If you wish to engage 
with Government on the future of 
trade marks then do contact us to see 
how we can help. 

Is BREXIT an opportunity for trade 
mark owners?  These attempted 
registrations suggest so - 

ENGLISH BREXIT TEA                 
for tea 

BREXIT and BREXITEER             
for beer/alcoholic beverages 

BREXIT – THE MUSICAL             
for theatre entertainment 

BREXIT LAW                                
(filed but withdrawn)

BREXIT BLUE                              
for cheese 

BREXIT BOX                                
filed by a law firm

BREXIT BREAD                           
for bakery goods 

NON BREXIT BREAD                  
for bakery goods filed by the Polish 
Village Bread Ltd

Gloria Parmesan
gparmesan@vennershipley.co.uk

for example, one containing a logo 
element. Doing so sooner rather 
than later will provide a greater 
degree of certainty and ensure there 
is some continuity of protection in 
the UK whilst existing EUTMs are 
re-examined.   Developments will be 
monitored and if this is an area of 
concern please let us know so we can 
help keep you informed.  

Brand owners will also need to review 
the geographical use of their existing 
EUTM’s that are over five years old 
and consider whether additional 
protection in the UK and/or other EU 
countries is needed.  It is hoped that 
some provision will be made in UK 
and EU legislation to deal with the 
potential vulnerability of both the 
EU marks remaining and the new UK 
right created after Brexit.  However, 
absent such provision, UK marks 
originating from existing EUTMs 
which are over five years old and 
which have not been used in the UK 
would immediately be vulnerable to 
challenge on the grounds of non-use.  
Equally, an EUTM that has only been 
used in the UK would be vulnerable 
to a non-use challenge post-Brexit 
as could be an EUTM that has only 
been used in two EU countries one of 
which is the UK (generally speaking 
it is unwise to rely on use in only one 
EU country to maintain the validity of 
an EUTM).  These non-use issues have 
repercussions for infringement claims 
and oppositions.  



19

In the UK, the common law protects information 
that has the necessary quality of confidence 
and is disclosed in circumstances imparting an 
obligation of confidence. Consequently Brexit 
should have a limited impact if any.  

Confidential 
information 
and trade 
secrets

The Trade Secrets Directive was 
formally adopted by the Council of 
the European Union on May 27th 
2016 and came into force on July 
5th 2016, and the UK has until June 
9th 2018 to transpose the Directive 
into national law.  So we can expect 
this to come into force in the UK 
before exit, though whether the 
UK Government will implement the 
Directive in a narrowed form we 
cannot yet know.  The Directive’s 
purpose is to harmonise EU law on 
trade secrets, with a broad definition 
of ‘trade secret’ as information that 
is secret, has commercial value 
because it is secret, and has been 
subject to reasonable steps by the 

person lawfully in control of it to keep 
it secret.  As a result information 
currently protected by the law of 
confidentiality in the UK may fall 
within the scope of this Directive.  
However, given the UK law today it is 
unlikely this Directive will make any 
harmful change to the  situation as 
understood today.

Data Protection 

Leaving the EU will have limited 
impact on data protection obligations 
in the UK.  If the UK remains in 
the EEA, as is the expected default 
position, it will have to implement 
the forthcoming General Data 

Protection Regulation (GDPR) which 
applies throughout the EEA thereby 
keeping the UK in line with data 
protection regulation throughout 
the EU and there will be no effect on 
data transfers to/from the UK.  Even 
if the UK does not remain in the EEA, 
and does not implement the GDPR, 
UK businesses will be subject to EU 
regulation if they are offering goods 
and services to EU citizens and/
or monitoring the behaviour of EU 
citizens. The UK has always been a 
first mover on Data Protection and 
pre EU regulation had standards that 
the EU has since adopted and so in 
all scenarios it is expected the Data 
standards will remain sufficient to 
enable EU wide compliance and keep 
the UK as a leader in Data matters.

So if the UK ends up leaving the EEA 
it is not believed to be difficult for the 
necessary safeguards to be employed 
when sending data to the UK from 
the EEA or vice versa to satisfy EU 
and Member State Regulators.  There 
has been a suggestion that the UK 



enable those outside the EEA to send 
personal data to and from the EEA.

James Tumbridge
jtumbridge@vennershipley.co.uk

www.vennershipley.co.uk
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may need to implement a system 
similar to that in place for data 
transfers to the US (the Privacy Shield 
II), even if the new EU regulation 
is adopted, because of concerns 
regarding mass surveillance by the 
government and proposals to extend 
investigatory powers. This is a self-
certification system for companies 
to declare that their data protection 
systems are adequate in terms of 
EU requirements.  Though again as 
the UK is closer to the EU approach 
to Government surveillance rules 
than say the USA, it is not expected 
to be an issue, and the UK will have 
a system that the EU can accept as 
compliant, especially as the UK’s data 
regulator is one of the most respected 
in Europe. 

Alternatively, the UK could become a 
country registered with the EU (as is 
the case in Jersey, Israel, New Zealand 
for example) as having a positive 
finding of adequacy. Such countries 
have been approved as having 
sufficient protection for personal 

“There has been a suggestion that the 
UK may need to implement a system 
similar to that in place for data transfers 
to the US, even if the new EU regulation is 
adopted, because of concerns regarding 
mass surveillance by the government and 
proposals to extend investigatory powers. 

”
data so that European businesses can 
send data to them without putting 
further safeguards in place.  A positive 
finding of adequacy may depend on 
the UK adopting the GDPR, but the 
UK is unlikely to have any problem 
matching its requirements.

Finally, UK businesses will still have 
available to them Model Clauses 
(for data transfers between entities, 
whether or not they are connected) 
and Binding Corporate Rules (for 
use by businesses with connected 
entities in multiple jurisdictions) which 
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BREXIT 
Transitional 
Framework

The government has indicated that 
it plans to continue its intended 
schedule for implementation of 
EU Directives, for example the 
amendments to national legislation 
necessary to give effect to Directive 
2015/2436 on trade marks (which 
recasts Directive 2008/95) is still 
expected to come in to force. 

Importantly as long as the UK 
remains a member of the EU, the 
UK courts will continue to interpret 
EU legislation, and UK legislation 
intended to give effect to EU 
legislation, in accordance with the 
case law of the Court of Justice of the 
EU (CJEU). Though no doubt advocates 
will test those limits more and more 
as Brexit draws near at least in terms 
of CJEU interpretation.  The intention 
of the Great Repeal Act to roll over EU 
law undermines any departure from 
the legislation before 2019 via case 
law, but CJEU interpretation is ripe for 
attack as Brexit draws closer.  There 
is also the very real issue of what will 

happen to referrals to the CJEU.  If they 
have not been heard before March 
2019 will they ever be heard?  Given 
that the fastest a referral typically gets 
heard in the CJEU is 15 months form 
request, then if made in 2018 is there 
any point in making them or waiting for 
the outcome?  Questions that frankly no 
one can answer at this time. 

What we should certainly be doing at 
this time is engaging with Government 
on transitional arrangements.  There 
needs to be an early focus on the 
opportunity to assist in a strategic 
review of UK legislation relating to 
IP. We need to identify areas of the 
law not reviewed since 1977 plus the 
interplay between competition law 
defences and patent infringement, and 
between regulatory law (particularly 
in respect of pharmaceuticals and 
medical devices) and patent validity.  If 
these changes concern us let us know 
so that we can keep you informed, 
or guide your own responses to the 
consultations to come.

Exit Scenarios
 
The UK leaves the EU but 
remains part of the EEA

The relationship between EEA states 
and the EU is governed by the EEA 
Agreement. A portion of the EU's 
legislation is incorporated into 
the EEA Agreement by an ongoing 
adoption process.  The UK intention 
to initially adopt all EU legislation 
means there will be no issue of 
compliance with requirements for 
the EEA.  The problem with EEA 
membership is that it like the EU has 
free movement of people rules, and 
whether an accommodation over this 
can be reached to satisfy the UK over 
border control is the great unknown 
at this moment.  Disputes inside 
the EEA over trade and harmonised 

The UK remains a member of the EU at present, 
and will until March 2019 (assuming no delays).  As 
long as the UK remains a member of the EU, the 
existing legislative framework governing IP law in the 
UK will remain unaffected. New EU legislation, and 
amendments to existing EU legislation, will continue 
to apply to the UK.
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  Directives; 2001/29/EC (InfoSoc);
  2006/115 (rental and lending
  rights) and 96/9 (legal protection 
 of databases)
•  SPCs: Regulations 469/2009
 (medicinal products) and 1610/96  
 (plant protection products)
•  Trade marks: Directive 2008/95   
 (harmonising national law) 

In trade terms the positives to 
EEA membership are that the EEA 
provides for the free movement 
of persons, goods, services and 
capital within the European Single 
Market.  However, as noted above 
the movement of persons is likely a 
stumbling block to simple fall back on 
EEA as the alternative to the EU.

What if the UK leaves the 
EU but joins EFTA?

The only country that is currently 
within the European Free Trade 
Area (EFTA) but not within the 
EEA is Switzerland. Switzerland's 
relationship with the EU is governed 
by 120 bilateral agreements. The 
agreements are fixed in time and do 
not adapt to evolving EU legislation. 
The task of keeping the agreement 
framework up to date is therefore 
time-consuming and resource-
consuming, and is currently the 
subject of negotiation between 

law importantly do not go to the 
CJEU, but to the European Free 
Trade Association (EFTA) Court. The 
EFTA Court has comparable judicial 
functions to the CJEU, its aim being 
to ensure uniform interpretation 
in the application of EU law by the 

national courts of the EFTA states.  
While it may seem odd to say that 
the EFTA Court is acceptable and the 
CJEU is not, the political reality and 
public perception is such that this is 
entirely feasible. The EFTA Court is not 
generally known to UK citizens in the 
way the CJEU is in some parts actively 
disliked.  So this is an acceptable 
alternative to the remaining under 
EU rules and CJEU jurisdiction.  
Outside the EU, Regulation 1215/2012 
(jurisdiction and recognition and 
enforcement of judgments) would not 
govern disputes regarding jurisdiction 

“The problem with EEA membership is that 
it like the EU has free movement of people 
rules, and whether an accommodation 
over this can be reached to satisfy the UK 
over border control is the great unknown 
at this moment.

”

involving the UK. Instead, questions 
of jurisdiction between the UK and 
EU (or EEA) states could be expected 
to be governed by the Lugano 
Convention (2007), which contains 
equivalent provisions in respect of IP 
rights.

What of EU-IP in the EEA? - 
IP legislation adopted into 
the EEA Agreement

Of the EU legislation relating to 
intellectual property the following 
has been incorporated into the EEA 
Agreement and so would likely remain 
applicable to the UK in the long term:

•  Designs: Directive 98/71 (relevant to  
 national registered designs) 
•  Copyright and related rights:
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Switzerland and the EU regarding 
the establishment of a framework 
institutional agreement.  The UK 
Government has not shown much 
interest in adopting a Swiss approach 
to the EU, though it is recognised 
that is has worked for Switzerland in 
keeping a balance between market 
access and the citizens feeling they 
are sufficiently autonomous.  EFTA 
will not force the UK to accept any EU 
law automatically and it will be more 
à la carte, and the starting point of 
the Great Repeal Act to adopt all EU 
law as a starting place in 2019 means 
there will be no immediate issue on 
IP matters.  However, the longer term 
need to negotiate such a plethora of 
agreements as Switzerland adopted 
makes EFTS a less attractive long term 
solution to market access.  With the 
UK a member of EFTA, the Lugano 
Convention (2007) would be expected 
to govern questions of jurisdiction 
between the UK and other EU/EEA/
EFTA states, again avoiding the Court 
of Justice of the EU having a say on 
matters.

The real attraction to EFTA appears 
when you consider its origin and 
intent – to be a regional trade 
organisation and free trade area 
consisting of four European states: 
Iceland, Liechtenstein, Norway, and 
Switzerland working in parallel with 
the European Union (EU), with access 
to the EU's single market.  EFTA was 
established in 1960 as an alternative 
trade bloc for European states who 

were unable or unwilling to join the 
then European Economic Community 
(EEC) (which subsequently became the 
EU).  This means that the UK might 
be able to engage with the original 
EFTA members to explore what a 
future trade bloc running alongside 
the EU might look like.  It could well 
be the path to a genuine two speed 
Europe and be attractive to non-Euro 
countries as a way to trade alongside 
the EU without accepting the path to 
unification which many find difficult.  
This is a concern being considered but 
at this time is too uncertain to discuss 
further, but it is a possibility and 
should be watched.

The UK leaves the EU and 
trades with the EU on a 
Bespoke deal

This is the one that is most attractive 
to so called ‘Brexiteers’ who led the 
campaign to leave.  However, it is also 
the scenario where no one knows 
what the outcome will be.  Though as 
made clear in our opening comment 
in this edition of Inside IP, it is the 

scenario the UK Government has 
begun with.  In which they say they 
want to maintain the open access to 
the market save for free movement of 
people.  It has also been suggested by 
senior politicians’ whose predictions 
have so far been correct that the UK 
fall back is WTO trading rules.  In the 
scenario that the UK leaves the EU 
and trades with the EU pursuant to its 
own bilateral trade agreement, any 
continued involvement of the UK in 
the existing unitary trade marks and 
designs regimes, and in the proposed 
UPC and UP system, are all up for 
negotiation. 

James Tumbridge
jtumbridge@vennershipley.co.uk

“This is the one that is most attractive 
to so called ‘Brexiteers’ who led the 
campaign to leave.  However, it is also 
the scenario where no one knows what 
the outcome will be.  

”
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The future – what 
should you note now?
IP law in the UK will continue to evolve following 
Brexit. The review of primary legislation entailed in 
exiting the UK from the EU legislative structure will, 
however, present the UK with opportunities both 
to adopt improvements in line with developments 
in EU legislation and to make changes considered 
valuable from a national perspective. 

UK will not exhaust rights relating to 
remaining EU and EEA countries, and 
placing products on the market in the 
EU or EEA will not exhaust UK national 
rights. The scope of the UK's customs 
regime will be impacted accordingly 

(and legislation in this area will be 
needed in consequence).

From a practical perspective, business 
should also be aware of the need to 
ensure that terminology used in licences 
and other agreements is drafted in such 
a way that extraction of the UK from the 
EU and unitary IP right regimes can be 
accommodated. Existing arrangements 
which cover the EU or EEA as a defined 
territory, or which concern unitary IP 
rights, will need to be reviewed in order 
to consider fitness for purpose following 
Brexit.

In all matters if you have a question 
then feel free to contact Venner 
Shipley.

Outside the EEA, and in the absence 
of agreement to the contrary, the 
geographical boundaries within 
which exhaustion of many intellectual 
property rights occurs will be reduced. 
Placing products on the market in the 
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Ashley Roughton
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department of Law at Queen Mary, 
University of London and is a member 
of the department of Biochemistry 
at Birkbeck College. Ashley writes 
a chapter for the CIPA guide and a 
number of chapters for both The 
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Venner Shipley News

He has drafted and prosecuted patent 
applications for many different types 
of computer-implemented invention, 
particularly relating to mobile devices, 
communications and financial trading 
techniques.  John also has special 
expertise with inventions relating 
to electricity generation, energy 
storage, fuel manufacture and object 
identification systems.  He enjoys 
the diversity of these areas and has 
a continuing interest in engineering 
solutions having spent time in the 
automotive industry before joining 
the patent profession.

Anwar Gilani
Anwar joined Venner 
Shipley's Cambridge 
office in 2013 having 
worked previously for 
five years in private 
practice. 

After completing a 
B.Sc. in chemistry 
and a Ph.D. in 

organic chemistry Anwar worked 
as an examiner at the UK Patent 
Office in the areas of novel organic 
compounds and medical devices 
before moving in-house to Cambridge 
Display Technology where he spent 8 
years on activities including managing 
prosecution and budgeting of a large 
patent portfolio covering Europe, USA 
and the Far East, invention harvesting 
and patent licensing.

In the last issue of Inside IP we 
announced that we had been 
joined by a team of specialist 
intellectual property lawyers 
allowing us to offer an expanded 
service to our clients.   We 
can now offer every aspect 
of IP service from conception 
and registration, through 
commercialisation and dispute 
resolution.  

The legal team is already expanding 
and we have been joined by Ashley 
Roughton, of Counsel. 

New Partners
In July we promoted three senior 
associates to partner:

•  John Chettle promoted to   
 Partner in our Electronics and  
 Engineering team

•  Anwar Gilani promoted to   
 Partner in our Chemical and Life  
 Sciences team

•  Stephen Johnson promoted to  
 Partner in our Chemical and Life  
 Sciences team

In addition we have just recruited a 
new Partner, Richard Kennedy into 
our Electronics and Engineering team.  
Richard joins us from Carpmaels but 
had previously been an associate at 
Venner Shipley. 

John Chettle
John has a 
background in 
physics and has been 
working with patents 
in the fields of 
electronics, software 
and engineering 
for ten years.  He 
provides advice on 

all aspects of patent procedure, both 
in Europe and worldwide.

Stephen Johnson
Stephen specialises 
in new technologies 
across a variety 
of chemically 
orientated fields. A 
particular focus of 
his interest concerns 
synthetic organic, 
medicinal, and 

process chemistry, pharmaceutical 
formulations, polymorphic forms, and 
the medical uses of small chemical 
entities. Stephen is also familiar with 
new technologies across a variety of 
other chemically orientated fields, 
having acted as agent for patent 
applications pertaining to lubricants 
& fuel oils, oil well compositions, 
polymers, catalysts, organic 
semiconductors, lithium iron battery 
technologies and medical devices.

Richard Kennedy
Richard deals with 
patent matters in 
a wide range of 
technology areas 
from applied 
physics, mechanical 
engineering and 
medical devices to 
telecommunications, 

electronics and software. He has 
particular expertise in optics, photonics 
and laser technology, having completed 
a PhD in this area at Imperial College 
London before entering the patent 
profession in 2006.

Modern Law of Trade Marks and The 
Modern Law of Patents (of which he is 
chief editor). 

Ashley has expertise in pharma, 
patents, PVs, copyright and 
trademarks (both registration and 
litigation). Ashley regular appears 
before the Courts of the EU and 
the UK. Ashley has a criminal IP 
practice and has, save once, never 
lost a criminal case. Ashley is also 
recognised as one of the country's 
top data protection and cyber security 
lawyers and has obtained the only 
injunction to restrain a denial of 
service attack.
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Electronics team expansion 
The electronics team have been joined by two new 
associates – Andrew Godley and Henry Aldridge. 

Andrew Godley
Andrew 
joined 
Venner 
Shipley in 
September 
2016.  He 
graduated 
from the 
University 

of Sheffield with a first class in Systems and Control 
Engineering.  For the final year of his degree, Andrew 
worked on a project entitled "Utilising Fuzzy Logic to 

Identify Operator Functional State", this involved inducing 
levels of stress in a human subject through a mental 
arithmetic task and then monitoring these level through 
psychophysiological markers. 

Henry Aldridge
Henry joined Venner Shipley in September 
2016. He graduated from the University 
of Southampton with a first class Master's 
degree in Particle Physics. For the final 
year of his degree, Henry worked on the 
Large Hadron Collider (LHC) at CERN in 
Geneva.  His Master's project focused on 
stabilising vacuum phototriodes in the 
erratic radiation fields of the LHC through 

the use of LED pulsers, so that the excellent energy 
resolution of the Electromagnetic Calorimeter in the CMS 
experiment could be maintained.

Trade Marks team expansion 
Our trade marks team has also expanded rapidly this year.  
We have recruited Gloria Parmesan and Camilla Sexton 
who both join us from Wildbore & Gibbons as Senior 
Associates.  We have also recruited David Yeomans who 
joins us as an associate

Gloria Parmesan
Gloria has nearly 20 years’ experience of 
advising in relation to contentious and 
non-contentious trade mark matters for 
a diverse range of clients ranging from 
individuals and small businesses to large 
corporate organisations.  She provides 
commercially focused and strategic 
advice covering all aspects of trade mark 
clearance, prosecution, enforcement, 

dispute resolution and portfolio management on a 
worldwide basis.   Gloria has advised clients across a range 
of industries including the financial services, advertising, 
automotive and real estate sectors. She has managed 
global clearance and rebranding programmes for multi-
national businesses.

Camilla Sexton
Camilla is a solicitor (non-practising) and 
a registered trade mark attorney. Before 
qualifying in law Camilla obtained an 
honours degree in French and German. 
Since qualifying as a trade mark attorney 
in 2000 Camilla has amassed wealth of 
experience successfully protecting her 
clients’ trade marks in the UK, the EU and 
internationally.

David Yeomans
David is a registered UK trade mark 
attorney.  He advises clients on the filing 
and prosecution of UK and EU trade mark 
applications, conducts clearance searches 
and is also involved in the preparation of 
international trade mark filing strategies.  
David also advises on the validity and 
infringement of trade marks and on trade 
mark opposition proceedings.  He has 
also advised on trade mark revocation 

and invalidity matters.

David spent four years at another firm of patent and trade 
mark attorneys before joining Venner Shipley in 2016



However, in early 2016 the business 
received a formal objection from a 
third party to its use of the name 
Mondo, based on a claim to prior 
trade mark rights.   Mondo’s CEO 
stated in the press that a trade mark 
check had initially been carried out 
to see whether the word Mondo 
was available but it had failed to 
locate the potential conflict.  He did 
not elaborate on the identity of the 
objector or the nature of the threat 
which was received but, under the 
circumstances, Mondo had taken the 
decision to re-brand.  At that time 
over 10,000 Mondo cards were in 
circulation and Mondo had been the 
customer-facing name for over a year.

In keeping with its self-professed 
policies of inclusivity and 
transparency, the prospective bank 
came clean online about its difficulty 
and in June 2016 it invited customers 
on its blog to suggest new names over 
a 48-hour period.  Three rules were 
set:

1.   The new name should start with 
the letter “M” so the business could 

The Bank formerly 
known as Mondo and 
the Importance of 
Trade Mark Searches
This is the tale of a digital bank which failed to 
identify the owner of a prior trade mark right 
through trade mark searches, launched itself onto 
the market under its chosen name and was then 
subsequently forced to rebrand, whilst trading, 
following a trade mark challenge.

Mondo: the Business
In early 2015 a tech business started 
up with the aim of becoming a 
completely digital bank which was not 
allied to, or licensed by, an existing 
“traditional” bank.  Its customers 
would bank entirely through the use 
of technology, largely using smart 
phones and without the need for 
bricks and mortar.  Attracted by the 
global connotation of the word, the 
CEO and founder chose the name 
MONDO and forged ahead.  
 
Mondo received interest in the 
national, business and financial press 
and it was the subject of written 
articles both online and in print 
copy.  It devised a colourful “M” logo 
and, befitting the digital nature of its 
aims, promoted itself on its website 
and Facebook pages, on Linkedin, 
and by blog posts.  It had a Twitter 
account which adopted the hashtag 
#getmondo and there were live Q&A 
sessions on Twitter and Periscope. 
 
Mondo started to test its prototype 
technology and, in October 2015, 

it distributed its first five hundred 
“live” Mondo pre-paid debit cards 
to volunteer testers to use in 
conjunction with an iPhone app.  Its 
blog even promised to bump up the 
waiting list any users who helped 
spread the word about Mondo by 
tweeting or posting to Facebook.  In 
January 2016, Mondo indicated that 
its card had been used by the testers 
in over 50 countries over a period of 
2 months and that it was expanding 
the tests to include a further 2,500 
accounts.  

As the business grew, Mondo set up 
a crowdfunding platform in March 
2016 to supplement its initial funding 
from capital venture finance.  This 
apparently raised £1million from 
1,861 investors in 96 seconds, which 
naturally generated more publicity 
for the name.  Mondo was awarded 
a restricted banking licence and 
progress was tangible.  

Mondo: the Problem
So far, so good.  The Mondo name 
was starting to become noticed.  

The “M” Logo of Mondo/Monzo
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put into use.  The search will enable 
a business to gauge whether there 
are legal risks in adopting its chosen 
name and, if so, whether those risks 
are commercially acceptable ones.  
In certain circumstances, risks can 
be posed by registered trade marks 
even if they have not been used 
in commerce. It is therefore,  not 
sufficient to have a close knowledge 
of your own particular field and 
to be familiar with the brands of 
your competitors.  There is no safe 
substitute for a full search of the 
trade mark register.

Searches can be “identical” or “full”.  
An identical search only locates 
identical or very near identical trade 
marks on the register.  It is a useful 
tool to weed out any complete non-
starters, where the business has 
created a longlist of potential names.  
Once a shortlist has been finalised, a 
full search can be conducted against 
the preferred name or names.  The 
full search is far more comprehensive 
and will locate similar trade marks 
so it will identify, for example, GOLD 
SPARKLES in a search against GOLDEN 
SPARKLERS or SENT FROM HEAVEN in 
a search against HEAVEN SCENT.  

Once a full search has cleared the 
trade mark for use in your chosen 
field, it can be protected by trade 
mark registration so that the brand 
investment is safe and the positive 
reputation in the name accrues to 
the business uninterrupted from the 
outset.

Camilla Sexton
csexton@vennershipley.co.uk 

retain its branding investment in the 
“M” logo;

2.   The new name should represent 
the business and “work across 
different languages and cultures” and;

3.   In a nod to the perils of public 
polls illustrated by the Boaty 
McBoatface polar research vessel, 
the new name should not be Banky 
McBankface.

Rebrand
On 25 August 2016, the Mondo 
CEO announced the chosen name 
on a YouTube live stream.  And the 
winner was ...  MONZO.  A website 
blog on the same date indicated that 
everything was moving over to the 
new name.  There would be a new 
website address, Twitter handle and 
Facebook account.  Mondo bank 
cards, which by now numbered 
around 25,000, would become Monzo 
bank cards and the apps would also 
change name.
 
A rival digital bank had a sly dig by 
registering the domain name www.
getmonzo.co.uk which, for a while, left 
a congratulatory message from that 
rival bank on the rebrand, together 
with a promotional one for its own 

“There is no safe substitute for a full search 
of the trade mark register

”
business just for good measure.
Monzo now continues on its way 
although, with so much previous 
online presence, any search of the 
Internet inevitably locates a hefty 
Mondo footprint.  A UK trade mark 
application was filed by the business 
for MONZO on 3 August 2016. 

Comment
On 25 August 2016, the Mondo CEO 
The purpose of a trade mark search is 
to identify potential infringement risks 
to a business, which could expose it 
to threats of cease and desist letters 
or worse.  It minimises the possibility 
of a Mondo/Monzo type of situation 
where you are forced to row back 
from your chosen name and have 
to engage in a damage limitation 
exercise; which deflects from the 
commercial focus of the business, 
incurs additional costs and garners 
questionable publicity.  

A full search should be conducted 
before financial commitment is made 
to a name and certainly before it is 
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Plant variety rights (PVR)

These rights are available for new 
plants that have been developed by 
crossing, breeding and selection of 
plants, which is a slow and expensive 
process, sometimes taking many 
years to produce a plant with the 
desired characteristics.  In order to 
qualify for PVR protection, a plant 
variety must be distinct (have a 
different combination of traits from 
all other known varieties), uniform (all 
plants have the same properties when 
grown under the same conditions) 
and stable (plants can be grown over 
a number of generations without 
change in traits).  Changing a single 
trait (colour, leaf shape, growth habit, 
etc.) will result in a new plant variety.

PVRs grant the owner exclusive rights 
in the reproductive material (seeds, 
bulbs, cuttings, etc.) of the specific 
new variety.  Protected seed which 
has been acquired for planting may 
be planted, but the product of the 
harvest is for consumption only and 
replanting it breaches the breeder's 
right.  That said, the PVR also contains 
some key exemptions.  The “Breeder’s 
Privilege” allows breeders to use 
protected varieties as a starting point 
for breeding further varieties.  The 
“Farmer’s Privilege” allows farmers, 
under certain conditions, to save seed 
from a crop sown from a purchased 
protected variety for subsequent 
sowing on their own farms.

Patents

In Europe, whilst plants are not 
explicitly excluded from patent 
protection, the European Patent 
Convention (EPC) does exclude plant 
varieties from patent protection 
(although it is permissible for the 
scope of the claims to be broader so 
that they encompass a plant variety 

Plant Protection 
Rights in Turmoil?
We previously reported 
that the European Patent 
Office had confirmed 
that European patent 
protection is available 
for more plant-related 
inventions than 
previously realised.  

This has caused concern about the 
restricted rights afforded to plant 
breeders under European patent law, 
and is inconsistent with moves made 
in some EU states to exclude plants 
produced by biological processes 
from patent protection.  This has 
triggered calls for changes to the 
legislation and the EU Commission 
has now issued a note on this issue 
which may lead to more confusion 
and uncertainty in this field in Europe. 



stating that this is how the current 
Biotech Directive is to be interpreted.  
However, it would take years make 
the required amendment to the 
EPC.  Such a law change would also 
place Europe at odds with other 
key territories around the world, 
such as the United States, Japan and 
Australia, where there are currently 
no restrictions on patentability of 
plant varieties.

Clearly, a balance needs to be struck 
between offering innovators the 
opportunity to protect their invention 
(and PVRs are not appropriate for 
all developments), and providing 
plant breeders with the ability to use 
protected plants and methods to 
innovate further.  On the face of it, 
the solution presented by the UPC 
and the introduction of a breeder’s 
exemption to patent infringement 
would appear to be a pragmatic one.
 
EPC member states Germany, France 
and the Netherlands have already 
gone further and have introduced 
or approved changes to national 
patent laws to expressly exclude 
from patentability plants resulting 
from essentially biological processes.  
This means that it is unclear what, if 
any, protection will be afforded by 
a European patent in force in those 
member states and claiming a plant 
obtainable by an essentially biological 
process.  

The EU Commission’s notice has 
now created uncertainty in other 
territories and we will have to wait 
and see how national courts deal with 
the enforcement of European patents 
covering plants (or animals) resulting 
from essentially biological processes.  
Will they follow the EPO’s Enlarged 
Board of Appeal or the Commission’s 
interpretative note?
 

Siân Gill
sgill@vennershipley.co.uk 
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and more), as well as excluding what 
are essentially biological processes for 
the production of plants.  As a result, 
in the past patent protection has 
generally only been sought for what 
are usually described as genetically 
modified or GM plants, and for the 
non-biological processes used to 
produce them.  Naturally, the claimed 
subject matter must also meet the 
traditional patentability requirements 
of novelty, inventiveness, sufficiency 
of disclosure, etc.

As reported in the Spring/Summer 
2015 edition of Inside IP, the Enlarged 
Board of Appeal of the European 
Patent Office issued decisions that 
provide additional clarity on what 
plants and processes can and cannot 
be patented.  A process for producing 
a plant is considered to be an 
essentially biological process even if 
the method also includes a step of a 
technical (i.e. non-biological) nature 
which serves to enable or assist the 
performance of the steps of sexually 
crossing.  However, if the method 
includes a step of a technical nature 
which is responsible for introducing 
a trait that is not the result of the 
mixing of the genes of the plants 
chosen for sexual crossing, then 
the method is not excluded from 
patentability.  Finally, it was confirmed 
that a claim directed to plants or 
plant material per se is not excluded 
from patentability, even if the only 
method available at the filing date of 
the patent application for generating 
the claimed subject matter was itself 
an excluded essentially biological 
process for the production of plants. 

This decision of the EPO’s Enlarged 
Board of Appeal was considered to be 
consistent with the European Biotech 
Directive and the Implementing 
Regulations of the EPC, and provided 
some welcomed legal certainty in this 
area.  However, the EU Commission 
has just issued a notice regarding the 
patentability of plants and animals 
obtained by means of essentially 
biological processes, expressing the 
view that “the EU legislator’s intention 
when adopting Directive 98/44/EC was 
to exclude from patentability products 
(plants/animals and plant/animal parts) 
that are obtained by means of essentially 
biological processes”.  This opinion is said 
to be based upon the preparatory work 
related to the Directive.

The EU Commission’s notice is not 
legally binding and it will continue to 
be the job of the courts and the EPO’s 
Boards to interpret the law.  However, 
the notice has created uncertainty 
once more and it could now bring 
forward work to amend the Biotech 
Directive.
 
Infringement of Rights 
and Exemptions

Currently, the rights afforded 
by PVRs and European patents 
are inconsistent with respect to 
the available exemptions from 
infringement.  As mentioned 
above, there are exemptions from 
infringement of PVRs for plant 
breeders and farmers.  The EPC does 
not provide such exemptions from 
patent infringement.  However, the 
Agreement on a Unitary Patent Court 
(UPC), which would apply within 
participating EU member states, 
does include provisions for excluding 
from patent infringement the use of 
biological material for the purpose 
of breeding, or discovering and 
developing other plant varieties. 
 
Switzerland (not an EU state) and 
various EU states including Germany, 
France and the Netherlands have 
already introduced such a breeder’s 
exemption into their national 
legislation.  The United Kingdom has 
a plant breeder’s exemption that 
would come into effect if and when 
the UPC Agreement comes into force 
(for more on this issue, please see our 
Brexit article on page 10).

Therefore, when the UPC Agreement 
comes into force in Europe, there 
will be exemption from patent 
infringement of European patents in 
EU states for plant breeders, allowing 
them to breed, experiment and 
develop new plant varieties using 
plants protected by European or 
Unitary patents.  What is more, the 
importance of this exemption has also 
been recognised in EPC states outside 
the EU, such as Switzerland, and it is 
expected that many of these states 
will also amend their law to provide a 
breeder’s exemption, if required.  

In view of the current inconsistencies, 
there have been calls from some to 
exclude plants from patentability.  
This is perhaps the motivation 
behind the EU Commission’s notice 
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The Francis 
Crick Institute

It will conduct research into the 
prevention, diagnosis, and treatment 
of neurodegenerative conditions, 
cancer, heart disease, infections and 
stroke.

The Crick was established partly 
in response to a 2006 government 
review which concluded that the 
country was “at risk of failing to 
reap the full economic, health and 
social benefits that the UK's public 
investment in health research should 
generate”, and called for increased 
collaboration between funders and 
greater innovation in biomedical 
research. The Crick is a consortium 
of six of the UK's most successful 
scientific and academic organisations 
– the Medical Research Council, 
Cancer Research UK, the Wellcome 
Trust, University College London, 
Imperial College London, and King's 
College London. The Universities 
will house researchers at the Crick 
and give the institute access to their 
associated hospitals. The idea is that 
by combining specialist knowledge, 
expertise and resources from each 
of these organisations, the Crick 
Institute will undertake ground-
breaking research across a range 
of scientific disciplines and help 
laboratory discoveries to be turned 
into treatments as quickly as possible. 

Experiments lie at the heart of 
the Crick and indeed the Institute 
itself is taking an experimental 
approach to many aspects of its 
own operation. For example, there 
will be none of the departmental 

divisions that are ubiquitous in 
academia. The need to chase grants 
will be mitigated by a pot of core 
funding for each lab. Publishing 
pressures will be diminished, too, 
allowing researchers to focus on 
adventurous, longer-term research. 
Instead of departments, scientists 
will move between so-called “interest 
groups” as their work develops, while 
researchers in different fields have 
been carefully allocated offices and 
labs to encourage interaction and 
collaboration. 

There is also a degree of 
experimentation about the approach 
taken by the Crick to intellectual 
property. The Crick aims to nurture 
partnerships with pharmaceutical 
and biotechnology companies 
with the primary aim of advancing 
science. The first collaboration, 
with pharmaceuticals group 
GlaxoSmithKline (GSK), is already 
in operation. GSK will provide 
important research tools to the 
collaboration, including access to its 
non-development compound library 
and other key reagents. Scientists 
from each organisation will work in 
integrated teams and it is hoped that 
this interchange of skills and ideas 
could lead to significant discoveries. 

In view of the potentially high value of 
the findings generated by this type of 
collaborative approach, however, there 
will need to be robust mechanisms in 
place to establish exactly who it was 
that invented any patentable concept, 
and who owns the intellectual property 

rights. The Crick has made it clear that 
they intend to retain ownership of their 
intellectual property, but the motivation 
of the collaborating partner is unlikely to 
be entirely altruistic. The alternative, co-
ownership of rights, brings difficulties 
and is unlikely to be of interest to the 
Crick or any collaborators. For example, 
in the UK, exploitation of jointly owned 
rights must be handled contractually, 
with written consent needed from one 
party for the other party to enforce its 
rights. This issue is complicated further 
when the same asset is protected in 
multiple jurisdictions because different 
countries have different laws on this 
matter. 

At the moment, however, the focus 
for the Crick appears to be on 
translation, and commercial valuation 
is considered less important than 
getting a partner capable of driving 
the science forward. “We’re adopting 
a somewhat different approach to 
many institutions, which are always 
thinking about how much money they 
can make out of a discovery,” says 
director Sir Paul Nurse. 

Nevertheless, how the Crick 
navigates this issue of controlling 
the intellectual property that it is 
involved in creating may ultimately 
determine whether the approach of 
advancing scientific understanding 
by collaborating with industry will 
be successful. If so, this is one 
experiment that could truly influence 
the future of biotech research. 

Matt Handley
mhandley@vennershipley.co.uk 

This autumn sees the opening of the Crick Institute, 
the largest biomedical research institution under 
one roof in Europe. Costing £650 million, the 
Institute boasts a floor space equivalent to 17 
football pitches, and 4km of laboratory benching, 
to house 1,600 scientists and support staff. 
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“Experiments lie at the heart of the Crick 
and indeed the Institute itself is taking 
an experimental approach to many 
aspects of its own operation

”
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In an important judgement the Court of Appeal has 
reached its decision in the Warner-Lambert v Actavis case, 
concerning the issues of sufficiency, post-trial amendment 
and infringement in relation to second medical use 
claims in the ‘Swiss’ format. The judgement has 
important ramifications, especially for those interested in 
pharmaceutical patent protection in the UK.  

Pain on Appeal: 
Warner-Lambert 
v Actavis system
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Background to the Appeal
 
Warner-Lambert, through Pfizer, 
markets the drug pregabalin 
(Lyrica®) in the UK for the treatment 
of epilepsy, generalised anxiety 
disorder (GAD) and neuropathic pain. 
With sales by Pfizer in the UK alone 
of US$310 million in 2013, this is a 
drug of considerable importance 
to Warner-Lambert/Pfizer and of 
considerable interest to generic 
manufacturing companies such as 
Actavis.

While patent protection for pregabalin 
per se has expired, the present 
appeal concerned European Patent 
(UK) No. 0 934 061, drawn to a 
second medical use of pregabalin, 
specifically for the treatment of 
pain (claim 1) and more especially 
neuropathic pain (dependent claim 
3). As reported in the Autumn/Winter 
2015 edition of Inside IP, in a series 
of related decisions by the High 
Court of England and Wales, Actavis 
and others sought revocation of 
the patent on the grounds of a lack 
of inventive step and insufficiency, 

while Warner-Lambert counter-sued 
Actavis for infringement. In the main 
judgement of 10 September 2015, 
the High Court held that while none 
of the claims lacked an inventive 
step, several claims including claims 
1 and 3 of the patent were invalid 
on the grounds of insufficiency, and 
that even if claims 1 and 3 had been 
valid Actavis would not have infringed 
these claims. Immediately after the 
trial, on 1 October 2015, Warner-
Lambert sought to amend claim 3 
in order to overcome the finding 
of insufficiency, however this was 
dismissed as an abuse of the process 
of the court. 

“the court concluded that while it was 
plausible that pregabalin would be 
effective to treat peripheral neuropathic 
pain, it was not plausible that pregabalin 
would be effective to treat central 
neuropathic pain

”
The present appeal concerned the 
findings of insufficiency, abuse of 
process and non-infringement. The 
finding on inventive step was not 
in question. The hearing took place 
before the Court of Appeal on 23-26 
May 2016, with the judgement being 
handed down on 13 October 2016.

Insufficiency

Before the High Court, claim 3 in 
particular had been held insufficient 
since it encompassed both the 
treatment of peripheral neuropathic 
pain (caused by damage to the 
peripheral nervous system) and 



central neuropathic pain (caused 
by damage to the central nervous 
system, i.e. the brain and spinal 
cord). On the basis of animal models 
in the application as filed and the 
common general knowledge at the 
date of filing, the court concluded that 
while it was plausible that pregabalin 
would be effective to treat peripheral 
neuropathic pain, it was not plausible 
that pregabalin would be effective 
to treat central neuropathic pain. 
Consequently, since claim 3 was not 
deemed plausible across its entire 
breadth, the claim as a whole (and 
hence also claim 1) was deemed 
invalid.

The Court of Appeal upheld this 
finding of the High Court. In doing 
so they emphasised that the 
requirement of sufficiency was a 
low threshold test, so that data in 
the application as filed which could 
at least plausibly be linked to an 
intended treatment was enough to 
provide a sufficient disclosure. On the 
other hand since there was nothing 
available at the filing date to link the 
animal models in the application to 
the treatment of central neuropathic 
pain, this part of the claim was 
deemed insufficient.  Nor was 
evidence obtained after the filing date 
of patent able to rescue the situation. 
In particular, Lord Justice Floyd 
commented in the judgement that:

 “I do not accept that the later 
evidence principle… can come to 
the rescue of the claim if there is 
in fact no data in the patent from 
which one can make predictions 
about central neuropathic pain. 
Later evidence may be deployed to 
make good a claim where there is 
some basis for it in the patent. We 
were not shown any case where 
the principle had been deployed to 
make good a prediction for which 
there was no basis.”

Other dependent claims were held 
valid by the Court of Appeal but 
Warner-Lambert had not alleged 
that any of these were being 
infringed.  This decision emphasises 
the importance of a thorough 
and detailed consideration of the 
plausibility of in vitro or in vivo 
experimental data translating into 
therapeutic efficacy at the time a 
patent application is drafted, in 
particular where a second medical 
use is being claimed. While it is not 
necessary to claim unduly narrowly 
in this regard, such applications 
should at least contain dependent 
claims drawn to specific therapeutic 
indications where there is a strong 
link between any experimental model 
used in the application and the 
proposed condition to be treated.

Post-trial amendment 

As discussed above, Warner-Lambert 
sought to amend claim 3 shortly after 
the adverse High Court decision, in 
order to exclude the treatment of 
central neuropathic pain from the 
scope of claim 3 and thus overcome 
the decision of insufficiency. The 
Court of Appeal upheld the High 
Court decision that this was an abuse 
of procedure, stating:

“What was plainly necessary was 
for Warner-Lambert to indicate, no 
later than the commencement of the 
trial, that in the event of an adverse 
finding on the sufficiency of claim 3, 
it would seek to amend.”

Warner-Lambert, despite being 
aware of the issue concerning central 
neuropathic pain in the week leading 
up to the trial, had failed to do this. 
Consequently, they were not able to 
circumvent the decision in this way.

Infringement

Since claims 1 and 3 were held invalid 
by the Court of Appeal, it followed 
that the case for infringement failed 
and as a result no explicit ruling 
on whether the activities of Actavis 
infringed these claims . Nonetheless, 
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“This decision 
represents at least 
a temporary set 
back to Pfizer and 
they have already 
indicated that they 
will seek permission 
to appeal the 
decision before the 
Supreme Court

”

Actavis product was being used for 
the treatment of neuropathic pain, 
not least because doctors in the 
UK are encouraged to prescribe by 
non-proprietary drug names, i.e. 
‘pregabalin’, and the prescription does 
not include the therapeutic indication. 

In considering the question of 
infringement of ‘Swiss’ format claims, 
and in particular the construction 
of the term “for the treatment of”, 
the Court of Appeal referred to an 
earlier decision where it had been 
established that the relevant test 
was whether the alleged infringer 
manufactures the drug product when 
he knows or can reasonably foresee 
that users will intentionally administer 
it for the treatment specified in the 
claim. In the present judgement, 
the Court of Appeal emphasised 
that an objective approach to this 
test was required, stating that “from 
an objective standpoint one would 
normally regard a person to intend what 
he knows or can reasonably foresee as 
the consequences of his actions.”

Critically however, Lord Justice Floyd 
then went on to give guidance as to 
how infringement may be avoided, 
asking “what is sufficient to negative 
the existence of intention?” In this 
regard two key pieces of guidance 
were provided, specifically:

•  “the absence of the patented   
 indication from the label cannot  
 conceivably be sufficient to   
 negative the intention”; but that

•  “[t]he intention will be negatived  
 where the manufacturer has
 taken all reasonable steps   
 within his power to prevent the  
 consequences occurring”.

From this it is evident that ‘skinny 
labelling’ alone (i.e. avoiding mention 
of the patented use on the drug label) 
will not be enough for third parties 
to avoid the infringement of second 
medical use patents. It seems likely 
that this will apply equally to the new 
format second medical use claims 
now being adopted by the EPO, 
although this has yet to be tested in 
court. 

What is far less certain is what is 
meant by “all reasonable steps” to 
prevent administration for the 
patented indication, and whether 
regulatory authorities would allow 
all of these potential steps to be 
taken. This creates a real headache 
for generics manufacturers who 
are unable with certainty to know 
what steps they should take. From 
the patentee’s perspective it is also 
questionable how effective many 
of those steps would be, and they 
risk placing a significant burden on 
doctors and pharmacists to determine 
whether a branded or generic product 
should be prescribed. This is an area 
that is likely to be tested extensively in 
the courts in the years to come.

What next?

This decision represents at least a 
temporary set back to Pfizer and 
they have already indicated that they 
will seek permission to appeal the 
decision before the Supreme Court. 
We at Venner Shipley will of course 
keep you informed of any further 
developments on this case as they 
arise.

Tim Russell
trussell@vennershipley.co.uk

the question of infringement of a 
second medical use claim is one 
which the law in the UK and Europe 
as a whole has struggled to deal with, 
leaving considerable uncertainty for 
patentees and third parties alike. 
Lord Justice Floyd therefore took the 
opportunity to comment further on 
the legal principles in relation to this 
issue, giving further guidance on this 
important point of law.

The present case illustrates nicely 
the problems faced by the courts 
when determining the question of 
infringement. Actavis had marketed 
pregabalin under a so-called ‘skinny-
label’ in which the drug was indicated 
for the treatment of epilepsy and 
generalised anxiety disorder, but no 
mention was made of the treatment 
of neuropathic pain. Nonetheless, 
it was entirely possible that the 
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