
 

Plastic bags harm the environment—and other 
proprietors’ brands too! (Brealey v Nomination) 

07/02/2020 

IP analysis: This case looked at the boundary where an EU trade mark proprietor’s rights 
have not been exhausted, despite their goods being put onto the EU market by or with 
their consent. In this rare species of case, the proprietor sought to enforce an EU trade 
mark (EUTM) against a reseller who had taken the proprietor’s original jewellery and 
repackaged it before selling it in the UK. The issue, familiar to all parallel importers, was 
whether the brand (‘NOMINATION’) had a reputation of luxury such that repackaging and 
selling in cheap, clear plastic bags, instead of the ‘sturdy and elegantly designed 
cardboard box’ with foam insert, damaged the aura of luxury. If so, it was trade mark 
infringement. There was also an issue of passing off: the judge found both. The Court of 
Appeal upheld the first instance judge’s decision that there was a passing off, but left to 
one side whether the judge’s analysis of the trade mark claim was sound in law. Written 
by Paul A Harris, senior partner (IP Litigation) at Venner Shipley LLP. 

Brealey and another v Nomination Di Antonio E Paolo Gensini SNC and another company 
[2020] EWCA Civ 103 

What are the practical implications of this case? 

Irrespective of the fact the UK is now out of EU, legacy decisions on wording in EU Regulations which 
is identical to that in our domestic law will continue to guide our approach to interpretation of the law. 
So here—the Articles dealing with trade mark infringement (Articles 9(1)(a)–(c) of Regulation (EC) 
207/2009, although in Regulation (EU) 2017/1001 it is now Articles 9(2)(a)–(c)) have identical wording 
to the Trade Marks Act 1994 (as amended) provisions (TMA 1994, ss 10(1)–(3)). 

More importantly, the conditions required in order to fall within those Articles/sections have been 
distilled down into English law, more often than not by Lord Justice Arnold, who also wrote the leading 
judgment in this case. When Arnold LJ therefore considers that counsel for the parties and the judge 
below approached one of the conditions incorrectly, and sets out why this might be incorrect, note 
should firmly be taken. 

Better still is to recognise Arnold LJ’s view that a passing off action runs parallel to a claim under 
Article 9(1)(b) of Regulation (EC) 207/2009 /TMA 1994, s 10(2) (likelihood of confusion) as they do 
not raise the same issues (and in any event there are other factual matters to be taken into account in 
a passing off action in assessing the overall context in which any misrepresentation is alleged to have 
occurred). Too often because of the need for confusion in both, they are argued as if they are one and 
the same—Arnold LJ makes clear they are not. 

What was the background? 

The claimants (Nomination) were two Italian companies which manufactured and marketed 
combinable charm bracelets and links under the EUTM NOMINATION. The bracelets consist of a 
number of individual links that can be fastened together in different combinations. The links were 
either plain (base) links bearing the EUTM or decorated links or links with charms attached. 

The husband and wife (defendants), traded as JSC Jewellery (JSC). JSC marketed combinable 
charm bracelets and links under the brand DAISY CHARM. JSC's links could be interchanged with 
Nomination's links to fit together. From April 2013 to July 2018, JSC sold on eBay bundles of two links 
(the bundles), comprising a JSC charm link together with a genuine Nomination base link, which was 
obtained by disassembling a complete Nomination bracelet of base links. 

Nomination's complaint focused upon two issues—the quality of the packaging in which JSC sold the 
bundles and how these were advertised. This packaging was described as consisting of two blister 
packs for each of the Nomination and JSC links, or alternatively the JSC link was supplied in a blister 
pack and the Nomination base link was in a small plastic bag bearing a label 'Manufactured by 
Nomination Italy Repackaged by JSC Jewellery UK'. An example of the advertising was ‘1 x Family 
Superlink Daisy Charm 1 x Genuine Nomination Italian Charms For Classic’, featuring an image of a 
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Nomination base link with the EUTM clearly visible and a charm link with no visible trade mark (the 
listing). 

His Honour Judge Hacon considered JSC infringed the EUTMs (because of the inferior packaging 
and in the manner of the advertising) and committed passing off. 

What did the court decide? 

Arnold LJ considered two Court of Justice decisions (Copad and Parfum Christian Dior SA) on the 
issue of exhaustion of rights, before analysing HHJ Hacon’s assessment of the facts and law. First, he 
concluded that there was nothing to detract from the judge’s finding that customers could consider 
Nomination’s own packaging as ‘luxury’. Secondly, while Nomination’s authorised retailers 
themselves ‘sometimes’ used transparent plastic bags, JSC’s use nevertheless robbed Nomination of 
the opportunity to put across the ‘luxury’ packaging image to those yet to purchase such links, which 
would damage its reputation. There was nothing which suggested that the Court of Appeal should 
substitute its own views and override HHJ Hacon’s decision. 

In respect of the listing, the main issue concerned one of the conditions required to be fulfilled to 
establish infringement under Article 9(1)(a) of Regulation (EC) 207/2009—use of the sign ‘in relation 
to’ the goods. Noting the Court of Justice cases regarded this condition as relating to the use of the 
mark as an indicator of source or origin, Arnold LJ pointed out that the logic was that use of the 
identical sign ‘in relation to’ non-genuine identical goods implies a likelihood of confusion. 
Nomination’s counsel had argued the reverse—if there was a likelihood of confusion (or actual 
confusion) there must be use ‘in relation to’ the goods. Arnold LJ considered this would not have been 
necessary if the likelihood of confusion argument were engaged under Article 9(1)(b) of Regulation 
(EC) 207/2009. He went no further since if passing off was established it would add nothing. 

There was evidence of actual confusion contained in two communications. Interestingly, Arnold LJ 
noted that if JSC had wanted to complain about the hearsay nature of the evidence, they should have 
challenged it, but did not. This evidence proved conclusive of the misrepresentation leading to 
deception and confusion, and so passing off. 

Case details 

• Court: Court of Appeal, Civil Division 

• Judges: Patten, Floyd and Arnold LJJ 

• Date of judgment: 05/02/2020 
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