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A word from the editor
Much has been written about the “fourth industrial revolution”, and artificial 
intelligence (AI) is behind many of the changes that this will bring. Our 
Electronics team are developing a real speciality in this area, and James Varley, 
Andrew Godley and Richard Kennedy provide a comprehensive overview of 
many of the issues with protecting AI inventions on pages 11 and 12.

On a similar note, no one can deny that blockchain is becoming an 
increasingly important technology. Henry Aldridge discusses the huge increase 
in blockchain related patents and some of the issues faced with patenting in 
this area on pages 7 and 8.

In terms of the future of medical treatment, rapidly falling cost of genetic testing is 
revolutionising medicine. This is leading to a rapid rise in precision medicine, and Matt Handley 
discusses various issues with this on pages 19 and 20.

Actavis v Eli Lilly was a landmark decision handed down by the UK’s Supreme Court in July. This 
decision deals with claim interpretation in Europe, and Tim Russell and Chris Newcombe provide 
a thorough analysis of the decision and some of the issues raised by it on pages 1, 2 and 3.

We have a number of other articles this issue dealing with various aspects of patent law. Chris 
Hunter takes a look at “undisclosed disclaimers” at the EPO on pages 9 and 10, and Siân Gill and 
Anwar Gilani look at the issue of “plausibility” in the UK Courts and the EPO on pages 5 and 6. On 
pages 13 and 14, Tim Russell provides a discussion of the practical implications of G1/15, which 
addressed the concepts of “poisonous priorities” and “toxic divisionals”. Matt Handley discusses 
changes to the EPO’s approach to the patentability of products of essentially biological processes 
on pages 25 and 26. Although not implemented yet, the UPC is still progressing, and Siân Gill 
provides a UPC update on page 32.

IP valuation is something that more and more companies are using, as it becomes more 
widely recognised that intangible assets, such as patents and trade marks, can have significant 
monetary value. Rob Cork provides discussion of various valuation approaches on pages 21 and 
22. Kate McNamara discusses some of the issues with funding in the UK Life Science sector on 
pages 15 and 16.

There have been some important changes to the law on groundless threats in the UK, and Julie 
McFarlane and Kate Woolhouse provide an update on pages 23 and 24. 

A recent case before the UK Supreme Court has clarified whether a criminal offence is committed 
under the Trade Marks Act 1994 a defendant sells so-called “grey” goods as opposed to 
counterfeit goods bearing a registered trademark. Camila Sexton provides a thorough discussion 
of this on pages 27 and 28. Sticking with trade marks, David Yeomans discuses some recent EU 
trade mark reform on page 4. 

As developments in 3D printing continue, Robert Peake, Ashley Roughton and James Plunkett 
examine some of the challenges in protecting potential patents rights and how IP rights may play 
a key role on pages 29 to 31.

About Venner Shipley:
Venner Shipley is a leading firm of European 
patent and trade mark attorneys and lawyers, 
representing a broad range of clients including 
major domestic and international corporations, 
SMEs, universities and individual inventors.

We are ranked among the best firms in both 
patents and trade marks by the Legal 500, 
Chambers Directory and Managing Intellectual 
Property Magazine and we pride ourselves on 
our high standards of service and quality.



Actavis v Eli Lilly Supreme 
Court Decision – the impact 
on intellectual property
Since early summer, the European IP profession has been digesting the landmark 
decision of Actavis v Eli Lilly which was handed down by the UK’s Supreme Court 
in July. The decision covered a number of issues including direct infringement 
in the UK, the effect of prosecution history on claim interpretation/scope, 
direct infringement in France, Italy, and Spain, as well as indirect infringement. 
Here, we focus on the specific issue of direct infringement. Specifically, 
the two main issues on which the Supreme Court’s decision focusses: 1) 
distinguishing between claim interpretation and the scope of protection 
afforded by the claims, and 2) assessing infringement of “equivalents”.

The case concerns pemetrexed, 
which is a known chemical having 
therapeutic effects on cancerous 
tumours, but which can have 
damaging and sometimes fatal side 
effects. As a result of these adverse 
side effects, it was rarely used in 
practice as an anti-cancer drug. Eli 
Lilly (Lilly) discovered that these 
negative side effects could be avoided 
if pemetrexed is administered in 
combination with vitamin B12, and 
were granted a patent (EP 1 313 
508) which contained a claim to the 
use of pemetrexed disodium in the 
manufacture of a medicament for use 
in combination with vitamin B12 for 
the treatment of cancer. 

Actavis sought a declaration of non-
infringement in respect of three 
pemetrexed products which they 
intended to launch prior to expiry 
of Lilly’s patent. Actavis was of the 
opinion that its three products 
(pemetrexed diacid, pemetrexed 
ditromethamine, and pemetrexed 
dipotassium) fell outside the scope 
of a claim limited to pemetrexed 
disodium. 

At the UK High Court, it was held 
that none of Actavis’ products would 
directly or indirectly infringe the 
patent. The Court of Appeal agreed 
with the High Court with regards 
to direct infringement, but found 
indirect infringement. In contrast, the 
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Supreme Court found all three Actavis 
products directly and indirectly 
infringe the claims. It is the finding 
by the Supreme Court of direct 
infringement, in contrast to both the 
High Court and the Court of Appeal, 
that has caused such interest in this 
case. 

The case law directing the UK’s 
approach to claim interpretation/
claim scope has developed over a 
number of years starting with the 
pioneering Catnic decision and 
apparently being settled in the 
House of Lord’s decision Kirin-Amgen 
Inc v Hoechst Marion Roussel Ltd 
[2004] UKHL 46 (‘Kirin-Amgen’). With 
the Actavis v Lilly Supreme Court 
decision, the UK’s approach has been 
significantly altered. One of the aims 
of this realignment set out in the 
recent Supreme Court decision is to 
bring the UK more into line with other 
European jurisdictions. The extent 
to which this has been achieved will 
be tested in due course as courts in 
other European countries hand down 
future infringement decisions, and we 
wait with interest to see if they follow 
a similar approach set out in this 
Supreme Court decision. 

The Supreme Court decision 
highlights the importance of Article 69 
EPC 2000, which sets out the extent of 
protection conferred by a European 
patent, in addition to The Protocol on 

the Interpretation of Article 69 (the 
Protocol) in assessing the scope of 
protection afforded by the patent. 
According to Article 1 of the Protocol, 
the extent of protection conferred by 
a European patent should combine 
fair protection for the patent 
proprietor with a reasonable degree 
of legal certainty for third parties. 
Article 2 of the Protocol explicitly 
refers to equivalents and states that 
for the purpose of determining the 
extent of protection conferred by a 
European patent, due account shall 
be taken of any element which is 
equivalent to an element specified in 
the claims.

Having considered the Protocol, 
the Supreme Court concludes that 
assessing infringement of “variants” is 
best approached by addressing two 
issues: 

(i) does the variant infringe any of 
the claims as a matter of normal 
interpretation; and, if not, 

(ii) does the variant nonetheless 
infringe because it varies from the 
invention in a way or ways which is 
or are immaterial? 

Issue (i) is broadly in line with the 
previous approach as set out in the 
House of Lord’s decision Kirin-Amgen 
which until now has been followed by 
UK courts. Issue (ii) is not altogether 
new but the way this Supreme Court 



“The Supreme Court 
has now effectively 
reversed Kirin-
Amgen and has 
introduced a doctrine 
of equivalents into 
UK patent law

”
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decision requires us to answer the 
question is different to the approach 
previously adopted. In particular, 
it involves not merely identifying 
what the words of a claim would 
mean in their context to the notional 
addressee, but also considering the 
extent, if any, to which the scope 
of protection afforded by the claim 
should extend beyond that meaning. 
This is a distinct departure from 
the previous approach outlined in 
Kirin-Amgen in which the scope of 
protection afforded by the claims was 
based primarily on what the skilled 
person would understand the claims 
to mean. Indeed, the Supreme Court 
decision went out of its way to criticise 
the approach adopted in Kirin-Amgen. 

The Supreme Court stressed that 
there should be a clear distinction 
between the issue of claim 
interpretation and the issue of 
scope of protection afforded by the 
claims. The decision stressed that the 
assessment of infringement does not 
involve merely identifying what the 
words of the claim would mean in 
their context to a notional addressee. 
The Supreme Court justified this 
by highlighting that the Protocol to 
Article 69 EPC contains separate 
Articles 1 and 2, with Article 1 being 
concerned with the interpretation of 
the claims, Article 2 being concerned 
with equivalents. The Supreme Court 
reasons that the two Articles must 
therefore relate to different concepts. 
Hence, its conclusion that assessing 
claim interpretation and assessing the 
scope of protection afforded by the 
claims should not be conflated. 

On the face of it, this would seem to 
be consistent with the Protocol to 
Article 69 EPC, but at the same time it 
appears to raise for the first time the 
possibility that a claim in the UK can 
be construed differently to the scope 
of protection afforded by the same 
claim. Does this mean that the scope 
of a claim can be different depending 
on what is being assessed, i.e. novelty 
or infringement? This aspect of the 
decision is causing great debate 
within the UK patent profession and 
to date the debate has only raised 
more questions that it has answered. 

As well as challenging the overall 
approach adopted by the UK to the 
assessment of infringement, the 
Supreme Court re-formulated the 
UK’s Improver/Protocol questions 
relevant to the assessment of 

In particular, the Supreme Court 
found that the Improver questions 
did not afford fair protection for the 
patent proprietor, as required by 
Article 1 of the Protocol. In view of 
this, the Supreme Court reformulated 
the three Protocol questions as 
follows: 

1 Notwithstanding that it is not 
within the literal meaning of 
the relevant claims(s) of the 
patent, does the variant achieve 
substantially the same result in 
substantially the same way as the 
invention, i.e. the inventive concept 
revealed by the patent?

2 Would it be obvious to the person 
skilled in the art, reading the 
patent at the priority date, but 
knowing that the variant achieves 
substantially the same result as 
the invention, that it does so in 
substantially the same way as the 
invention?

3 Would such a reader of the 
patent have concluded 
that the patentee 
nonetheless 
intended 
that 

strict compliance with the literal 
meaning of the relevant claim(s) 
of the patent was an essential 
requirement of the invention?

In order to establish infringement 
in a case where there is no literal 
infringement, a patentee would have 
to establish that the answer to the 
first two questions was “yes” and that 
the answer to the third question was 
“no”. Applying these newly formulated 
questions, the Supreme Court found 
Actavis’ products to infringe Lilly’s 
patent.

One aspect of the reformulation 
of the Protocol questions that was 
critical in overturning the Court 
of Appeal decision concerns the 
reformulation of question 2. In 
particular, it is critical that the new 
question 2 imparts the skilled person 
with the knowledge that the variant 
achieves substantially the same result 
as the invention, before asking if it 
would have been obvious that the 
variant achieves the same result in 
substantially the same way. 

Applying the old Protocol questions, 
the Court of Appeal considered 
whether it would have been obvious 
at the publication date of the patent 
that the variant would have the 
same material effect as what was 
claimed. In the pharmaceutical field 
in particular, the effect of even small 
modifications to a small molecule 
compound can be very unpredictable. 
Even the effect of exchanging one salt 
form for another is not predictable. 
Indeed, the pharmaceutical industry 
routinely investigates different salt 
forms in order to identify the one with 
the most useful properties. Taking 
into account this unpredictability, the 
Court of Appeal did not consider it 
obvious at the publication date of 
the Lilly patent that Actavis’ 
proposed products would 
achieve the same 
material effect as 
the claimed 
disodium 
salt. 

infringement by equivalents. 
Previously, UK courts had tended 
to follow the so-called “Improver/
Protocol” questions designed to 
provide guidance when assessing 
alleged infringement of variants. 
These Improver/Protocol questions 
have been extensively used in the UK 
since 1990. 

Similar tests have been adopted 
in other EPC jurisdictions, such as 
France, Germany, Italy, and Spain. 
However, the Supreme Court found 
that they did not fully agree with the 
three Improver/Protocol questions and 
therefore set about tweaking each of 
the three questions.



Patent proprietors will certainly 
welcome this development – the 
scope of protection conferred by 
a patent in the UK might now be 
broader than previously thought. 
On the other hand, there are issues 
that a doctrine of equivalents can 
introduce. One issue was highlighted 
in Kirin-Amgen: “once the monopoly 
has been allowed to escape from the 
terms of the claims, it is not easy to 
know where its limits should be drawn”. 
Determining the limits of a patent’s 
scope of protection is less clear 
when considering equivalents, and 
consequently providing third parties 
with freedom-to-operate advice will 
become more difficult. 

The Supreme Court decision stresses 
that the revised Improver/Protocol 
questions remain only guidelines and 
not strict rules. We wait with interest 
how the lower courts interpret 
and apply this new approach. How 
they do will significantly affect how 
UK law in this area develops. We 
also wait to see what conclusions 
are reached by the courts of other 
European countries. For example, 
a new judgment from the Higher 
District Court Dusseldorf, Germany, 
is currently awaited by the same 
parties; and following the UK decision 
the Court of Milan, Italy decided 
that products similar to the Actavis 
products do not directly infringe Lilly’s 
patent, although this decision in Italy 
is still appealable. 

Any developments will be reported in 
future editions of Inside IP or via the 
Venner Shipley website.

Tim Russell 
trussell@vennershipley.co.uk

Chris Newcombe 
cnewcombe@vennershipley.co.uk
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Question 2 was therefore answered 
“no” by the Court of Appeal and 
therefore did not find direct 
infringement by the Actavis products. 

In contrast, the Supreme Court 
applied the new Protocol questions 
in which question 2 now involves 
providing the skilled person with the 
knowledge that the proposed Actavis 
products achieve substantially the 
same result as the claimed disodium 
salt before asking if it would have 
been obvious that the variant worked 
in substantially the same way. With 
the knowledge that the variants work, 
the unpredictability associated with 
small modifications in pharmaceutical 
products is no longer an issue. 
Knowing that the variants worked, it 
would have been obvious that they 
worked in substantially the same way 
as the claimed disodium salt. The 
Supreme Court therefore answered 
Question 2 “yes”, meaning that it 
reached a different conclusion to the 
Court of Appeal. 

The Supreme Court also went on 
to decide that the reader of the 
patent would not have concluded 
that the patentee intended strict 
compliance with the literal meaning 
of the relevant claim was an essential 
requirement of the invention. In 
this context, the Supreme Court 
highlighted four points. 

First, although the language of the 
claim is important, consideration of 
the third question does not exclude 
the specification of the patent and 
all the knowledge and expertise 
which the notional addressee is 
assumed to have. Second, the fact 
that the language of the claim does 
not on any sensible reading cover 
the variant is certainly not enough 
to justify holding that the patentee 
does not satisfy the third question. 
Third, when considering the third 
question, it is appropriate to ask 
whether the component at issue is 
an “essential” part of the invention, 
but that is not the same thing as 
asking if it is an “essential” part of the 
overall product or process of which 
the inventive concept is part. Fourth, 
when considering a variant which 
would have been obvious at the date 
of infringement rather than at the 
priority date, it is necessary to imbue 
the notional addressee with rather 
more information than he might have 
had at the priority date. 

Factors influencing the Supreme 
Court’s decision include:

• The description of the patent 
includes passages describing the 
invention in the context of “anti-
folates” and “anti-folate drugs” 
as opposed to the more specific 
compound “pemetrexed disodium”.

• The skilled person would 
“understand that the reason the 
claims were limited to the disodium 
salt was because that was the 
only pemetrexed salt on which 
the experiments described in the 
specification had been carried out”.

• The proprietor attempted to claim 
salts of pemetrexed (in general) but 
the EPO refused citing the lack of 
basis in the application as filed.

The relative weighting of these factors 
is not elaborated on in the Supreme 
Court decision. However, in view of all 
the circumstances, the Supreme Court 
held that a reader of the patent would 
have concluded that the patentee did 
not intend strict compliance with the 
literal meaning of the claims. 

The result is a significant shift in the 
UK’s approach to assessing direct 
infringement. For the past decade, 
patent attorneys, litigators, patent 
proprietors, and third parties have 
looked to Kirin-Amgen to assess 
infringement. Established practice 
was that one must adopt a “purposive 
construction” in order to determine 
“what the skilled person in the art 
would have understood the patentee to 
be using the language of the claim to 
mean”. In fact, Kirin-Amgen appeared to 
caution against the prospect of a claim 
covering equivalents and even stated 
that “we have article 69 [EPC] which, as 
it seems to me, firmly shuts the door on 
any doctrine which extends protection 
outside the claims”. The law was 
therefore clear – a general doctrine of 
equivalents did not exist in the UK.

The Supreme Court has now 
effectively reversed Kirin-Amgen 
and has introduced a doctrine of 
equivalents into UK patent law. A 
doctrine of equivalents essentially 
allows a patent proprietor to extend 
their monopoly beyond the literal 
meaning of the claims of a patent. It 
is designed to prevent third parties 
from making insignificant changes to 
a product/process, resulting in a mere 
alternative which falls outside the 
literal meaning of the claim. 



This means that it is now possible 
to exhaust the right of appeal on 
inherent distinctiveness before falling 
back on a claim that the mark has 
acquired distinctive character if the 
appeal is not successful. 

Assignment of an EU Trade 
Mark as a remedy
If an agent or representative registers 
a trade mark without the proprietor’s 
permission and cannot justify why 
it has done so, it is now possible for 
the trade mark to be assigned to its 
rightful proprietor (previously the only 
remedy was for the trade mark to be 
cancelled). 

Other procedural changes
• The online substantiation of 

registered trade mark rights that 
are being relied upon in opposition 
proceedings has been made 
easier: extracts from the databases 
of the national and regional EU 
Intellectual Property offices, and/
or the multi-jurisdictional database 
TMview will be accepted as evidence 
that such registrations exist. 

• It is no longer possible to suspend 
inter partes trade mark proceedings 
in one-year increments. Now, 
suspensions are granted for a 
maximum period of 6 months at 
any one time and there is a two-
year cap on the total maximum 
suspension period that can be 
obtained. (The cooling-off period is 
not affected by these changes.)

• The EU Intellectual Property 
Office will no longer accept hand 
delivered documents and/or 
documents deposited in a physical 
post box at the Office. 

• Finally, from 1 January 2018, fax 
will no longer be an acceptable 
means for filing EU trade mark 
applications or renewal requests, 
except as a backup system if 
technical malfunctions prevent 
online filing.

David Yeomans 
dyeomans@vennershipley.co.uk

The removal of the 
graphical representation 
requirement
Previously, in order for a trade mark 
to be registrable, it had to be possible 
to represent the mark graphically; 
however, this is no longer the case. 
Now, any form of representation 
will be accepted provided that it is 
clear, precise, self-contained, easily 
accessible, intelligible, durable and 
objective. This change should make it 
easier to register some non-traditional 
trade marks, e.g. the sound of a cat 
(since it will be possible to file a clip of 
the sound – such as an MP3 file). 

The birth of the EU 
Certification mark
The EU certification mark is a new 
type of trade mark at EU level. It 

acts as a sign of supervised quality 
by guaranteeing certain specific 
characteristics of the goods or services 
carrying the mark (as opposed to 
functioning as a badge of origin as 
a traditional trade mark does). The 
proprietor of an EU certification mark 
can allow third parties to use the mark 
provided that the goods or services 
at issue comply with the certification 
requirements and regulations of use. It 
is important to note that a certification 
mark cannot be used to certify the 
geographical origin of goods and 
services.

Changes to priority claims
If wishing to effectively backdate an 
EU trade mark application by filing a 
claim of priority from a suitable earlier 
trade mark application or registration, 
it is now necessary to make the priority 
claim at the time of filing (or later 
on that same day). Any supporting 
documentation must be submitted 
within three months of the filing date 
of the trade mark application claiming 
priority. A priority claim will no longer 
be examined in substance by the EU 
Intellectual Property Office at the time 
of filing, it will remain just a claim until 
it is relied upon (for example in trade 
mark opposition proceedings).

Acquired distinctiveness as 
a subsidiary claim
If concerned that an EU trade mark 
application might be refused on 
the basis that it is not inherently 
distinctive, it is now possible to make a 
subsidiary or alternative claim (either 
at the start of the application process 
or later) that the mark has acquired 
distinctive character through use. If 
this is made as a subsidiary claim, it 
will only become relevant if there is a 
negative final decision on whether or 
not the mark is inherently distinctive. 

www.vennershipley.co.uk
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EU trade 
mark reform
A number of important changes to the EU trade 
mark regime came into force on 1 October 2017. 
This article provides a brief summary of the most 
significant of those changes.
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“Plausibility” is not a ground for invalidity of a patent 
according to the European Patent Convention or 
the UK Patents Act. Nevertheless, it has become 
something of a buzzword in cases considered by 
the UK courts in recent years and it has featured in 
decisions of the Boards of Appeal of the EPO for some 
time now. As such, it is important to understand its 
significance and to ensure that patent applications 
relate to a “plausible” invention from the outset.  

Hot topic: Plausibility

The origin of the concept of 
plausibility can be traced back to the 
1995 EPO Board of Appeal decision 
T 939/92 (AgrEvo), which found the 
patent invalid for lack of an inventive 
step because it was not considered 
credible that all of the compounds 
claimed had herbicidal properties. 
The term “plausibility” was not 
actually used in this decision, but in 
the 2005 Board of Appeal decision 
T 1329/04 (John Hopkins), the patent 
application was held to contain 
sufficient information to make it “at 
least plausible” that a solution to the 
technical problem had really been 
found.

A leading textbook for UK patent 
practitioners, Terrell on the Law of 
Patents, was first published in 1884. 
However, it was not until the 2016 
edition that the concept of plausibility 
was included. Its inclusion has been 
in response to a significant increase 
in the number of cases in which 
the issue of plausibility has been 
considered during UK High Court 
proceedings, especially in life sciences 
cases. Plausibility is a particular 
issue in the field of pharmaceuticals 
because even a small change to the 
chemical structure of a medicament 
or to the dosing regimen can have a 
significant and unpredictable effect 
on the medicament’s efficacy.

Plausibility in the UK Courts
The approach to plausibility has 
been relatively consistent before 
the UK Patents Courts. Plausibility 
is a “low, threshold test” and “it is not 
designed to prohibit patents for good 
faith predictions which have some, 
albeit manifestly incomplete, basis”. 
Furthermore, it has been emphasised 
that the test for plausibility is not 

In Actavis Group PTC EHF & Anor v Eli 
Lilly and Company [2015] EWHC 3294, 
Mr Justice Carr explained that the 
considerations underlying plausibility 
for sufficiency are different from 
those underlying fair expectation 
of success for obviousness. Almost 
anything could be said to be obvious 
to try and would lead to a denial of 
patent protection (and therefore 
research in pharmaceuticals) if it were 
not for the fair expectation of success 
requirement. Plausibility, on the 
other hand, is to exclude speculative 
patents, based on mere assertion, 
where there is no real reason to 
suppose that assertion is true.

Entitlement to priority
In order for a claim to be entitled to 
priority, the claimed subject matter 
must be sufficiently disclosed in the 
priority document. If the priority 
document fails to render the claimed 
subject matter plausible, the priority 
claim will be invalid. 

Such an attack was used in Merck 
Sharp & Dohme v Ono Pharmaceutical 
[2015] EWHC 2973, which was 
concerned with the patentability 
of a claim directed to the use of a 
particular antibody in treating cancer 
in general. There was evidence 
indicating that the antibody in 
question was not successful in 
treating three particular types of 
cancer (colorectal cancer, prostate 
cancer and multiple myeloma). 
Nevertheless, Birss J held that the 
mouse models for cancer in the 
priority document and the patent 
provided support for the claimed 
invention and rendered it plausible 
that the therapy would work to treat 
cancer in general, such that the 
patent was entitled to its priority date. 
According to this decision, a broad 
medical use claim was considered to 
be plausible even though not all of 
the diseases claimed could be treated, 
although it is likely that this will 
depend on the specifics of the case, 
rather than being a general rule. 

Obviousness
Plausibility is relevant in the 
consideration of obviousness in that 
only credible technical effects may be 
taken into account. In his judgment 

aligned with the test for whether 
an invention would be obvious to 
try. This means that, for a claim 
to be plausible, the skilled person 
does not need to have a reasonable 
expectation of success, but rather 
merely a “reasonable prediction that 
the invention will work”. Nevertheless, 
plausibility can be a significant hurdle 
where the patent is fundamentally 
speculative in nature.

As a patent cannot be revoked for 
lacking plausibility, an allegation of a 
lack of plausibility must be linked to 
another deficiency of the patent that 
is a ground for invalidity.

Sufficiency
In the UK, the disclosure of a patent 
may generally be considered to be 
insufficient for two reasons. First, a 
patent may lack sufficiency if it fails to 
describe the invention to the extent 
that it can be carried out by the 
skilled reader without undue burden. 
Second, a patent may lack sufficiency 
if the claims are excessively broad so 
that the teaching of the patent does 
not allow the claimed invention to be 
performed across the whole scope of 
the claim.

In Generics (UK) Ltd (t/a Mylan) v 
Warner-Lambert Company LLC [2015] 
EWHC 2548, a claim directed to 
pregabilin for use in treating pain was 
found to be insufficient because there 
was no basis for concluding that it 
was plausible that pregabilin would 
be effective for treating all types of 
pain (although it was plausible that it 
could be used to treat certain specific 
types of pain). This decision appeared 
to set a reasonably high plausibility 
threshold but was upheld by the 
Court of Appeal.



Conclusion
It is clear from the decisions 
discussed above that failure to render 
the claimed invention plausible 
when drafting a patent application 
can have serious repercussions, 
leaving the patent vulnerable to a 
number of different attacks and also 
undermining the prior art effect that 
the publication may have. That said, at 
present the threshold for plausibility 
is relatively low and a reasonable 
hypothesis or technical evidence that 
indicates that the invention is not 
purely speculative in nature is likely 
to clear the plausibility hurdle before 
the UK courts and the EPO. However, 
any move to raise this threshold could 
have significant consequences and 
so we will be watching the area with 
keen interest. It is not hard to see how 
courts or the EPO could use a stricter 
approach to plausibility as a means to 
clamp down on speculative patents 
benefiting patentees who have not 
really made a contribution to the art 
that justifies the monopoly they seek 
or have been awarded.

Siân Gill 
sgill@vennershipley.co.uk

Anwar Gilani 
agilani@vennershipley.co.uk
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cnewcombe@vennershipley.co.uk

www.vennershipley.co.uk
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in Conor Medsystems Inc v Angiotech 
Pharmaceuticals Inc [2008] RPC 8, Lord 
Hoffmann set out that obviousness 
should be considered as a two step 
process, taking into account the 
plausibility of the invention. It should 
first be determined whether the 
claimed invention is plausible and 
then whether the claimed invention is 
obvious.

This approach was adopted in 
Generics [UK] Ltd (t/a Mylan) v Yeda 
Research And Development Co Ltd and 
Teva Pharmaceutical Industries Ltd 
[2013] EWCA Civ 925. It was considered 
that a technical effect which is not 
rendered plausible by the patent 
specification may not be taken into 
account for assessing inventive step. 
This decision also confirmed that 
later filed evidence may be used 
to support a technical effect made 
plausible by the specification and that 
a third party may rely on later filed 
evidence to challenge the existence of 
a technical effect made plausible by 
the specification. 

Industrial applicability
In Human Genome Science v Eli Lilly and 
Company [2011] UKSC 51, the issue 
of plausibility arose when tackling 
the question of whether particular 
biological material had industrial 
applicability. Lord Neuberger set 
out that for a patent disclosing a 
new protein and its encoding gene, 
a plausible or reasonably credible 
claimed use or an educated guess of 
a use can suffice for demonstrating 
industrial applicability.

Novelty
Plausibility can also be relevant to 
the assessment of novelty. It is well 
established that, for a disclosure to 
be novelty destroying, it must be 
enabling. In Merck v Ono, the judge 
remarked that “plausibility is an aspect 
of enablement”. Thus, for the prior art 
to be an enabling disclosure, it must 
make the technical effect plausible. 
In the case at issue, the relevant prior 
art was not considered enabling 
because the document did not make 
it plausible that the particular agent 
would treat cancer.

Plausibility at the EPO
The case law of the Boards of Appeal 
of the European Patent Office makes 
reference to plausibility in connection 
with sufficiency and inventive step.

With respect to inventive 
step, reference is made in the 
aforementioned Generics decision 
of the Court of Appeal to the Johns 
Hopkins decision (T 1329/04). In this 
case, it was stated that a patent 
application as filed must make it 
at least plausible that the problem 
addressed by the patent application 
has been solved, and post-published 
evidence can only be taken into 
account if it is already credible from 
the disclosure in the patent that the 
problem is indeed solved.

The more recent BMS decision (T 
488/16) relating to the anti-cancer 
drug dasatinib (also known as 
Sprycel®) gives guidance on what 
experimental data is needed, if any, to 
reach the plausibility threshold. 

The application as filed disclosed 
hundreds of compounds, including 
dasatinib, and their use as protein 
tyrosine kinase (PTK) inhibitors. The 
claims of the granted patent were 
limited to dasatinib. The application 
included no actual data relating to 
activity of dasatinib but it did contain 
the following statement: “Compounds 
described in the following Examples 
have been tested in one or more … 
assays, and have shown activity.”

The Board acknowledged that it 
is not always required to include 
experimental data or results in an 
application but went on to state that 
at least some technical evidence is 
required to show that a technical 
problem has indeed been solved, 
unless the nature of the invention is 
such that it relies on a technical effect 
which is self-evident, predictable or 
based on a conclusive theoretical 
concept. 

The Board also emphasised that the 
issue was not the absence of in vivo 
or clinical data in the application, but 
rather the absence of any verifiable 
data with regard to the asserted 
technical effect. In this case the 
Board decided that the plausibility 
threshold had not been reached, and 
that the patent consequently lacked 
an inventive step, in the absence of 
any such data and in the absence 
of an established structure-activity 
relationship which would make the 
asserted technical effect plausible. 
As such, the plausibility threshold 
required by the European Patent 
Office is arguably higher than the 
plausibility threshold currently set by 
the UK courts.
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The distributed ledger system known 
as the blockchain provides a basis for 
foolproof, fraud free and transparent 
accounting. Cryptocurrencies in 
general, and Bitcoin in particular, rely 
on blockchain technology and are 
now regular features in the news. 
It is quickly becoming apparent 
that blockchain has the potential to 
provide fundamental change to the 
financial industry. 

Here, we look at how this potential is 
being realised in patent applications 
relating to blockchain technology and 
cryptocurrencies, as well as how the 
potential of blockchain technology 
is being realised in other areas of 
business.

What is blockchain?
While blockchain is not limited to this 
example, it is useful to consider the 
context of financial transactions to 
explain blockchain.

Conventionally, a trusted middleman 
is required to undertake a transaction. 
For example, if person A in the UK 
wanted to transfer money to person 
B in the USA, then person A would ask 
a bank to transfer money from their 
account to person B’s account. This 
uses a centralised system in which the 
transaction from A to B goes via the 
bank, which is trusted to verify and 
record the transaction.

The growing 
influence of 
blockchain
Between 2010 and 2016 there was approximately a 1000% increase in 
the number of blockchain-related patent applications filed per year. 
This rapid growth appears to be continuing into 2017 and provides 
a good indication that this relatively new technological area is 
receiving significant interest and investment.

In contrast to the conventional 
centralised system, blockchain 
uses a peer-to-peer system, 
where computers in a network 
can communicate directly with 
each other. In essence, blockchain 
is a decentralised digital ledger 
of transactions that everyone on 
the network can see. In order for 
a transaction (for example from 
person A to person B) to be verified 
and recorded, it must be verified by 
participating operators in the system, 
known as miners1. Those miners do 
not represent all the participants in 
the system but are essential as they 
carry out the enormous processing 
tasks to make the system work. This 
method of verifying and recording 
transactions results in high system 
integrity, meaning that the results can 
be trusted to be correct.

Blockchain 
has a 
number of 
advantages 
over the 
conventional 
centralised 
system2. For 
example, 
blockchain 
provides 
potential for a 
reduction in the 
time taken to verify 
and record transactions, 
as well as well as reduced 
transaction fees. In addition, 
the high system integrity means the 
chance of innocent mistakes, as well 
as fraud, can be reduced or even 
minimised.
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insurance in the hope of transforming 
the industry. EY consider that 
blockchain’s “transparency, security 
and standardization” will support the 
“complex international ecosystem 
involving multiple parties, long 
paper chains and duplication, high 
transaction volumes and significant 
levels of reconciliation – all potentially 
preventing transparency, compliance 
and accurate exposure management”.

In addition to financial and insurance 
industries, blockchain technology is 
being applied in a variety of other 
areas. There are developments 
relating to distributed cloud storage 
using blockchain4. This can provide 
secure data storage while eliminating 
the need for a single storage provider. 
This allows for potentially cheaper 
cloud storage and could result in a 
system in which individual consumers 
can ‘lease’ their spare storage to other 
individuals needing extra storage. 

Further developments involving 
blockchain relate to online identity 
services such as online passports, as 
well as smart contracts and secure 
online voting. 

Summary
Even though blockchain is already 
being applied to the variety of 
areas discussed above, it must be 
appreciated that this technology is 
still in its infancy. It is likely to be 
a number of years before we fully 
appreciate the potential of this 
technology and it will be exciting to 
see which industries blockchain is 
applied to and the extent to which it 
affects those industries.

Henry Aldridge 
haldridge@vennershipley.co.uk
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“the potential of cryptocurrencies is being 
realised on a much wider scale than purely 
by financial institutions

”

What’s happening with 
patent applications?
The number of patent applications 
relating to blockchain technology is 
increasing at a substantial rate. As 
can be seen in Figure 1, the number 
of patent families filed is roughly 
doubling each year. It therefore 
appears clear that companies and 
individuals are quickly realising that 
there is significant potential in the 
field of blockchain that is worth their 
interest and investment.

The vast majority of the patent 
families in Figure 1 with a priority 
date between 2010 and 2012 include 
a granted patent.

When looking at the 
prosecution history of 

blockchain-related 
patent applications, 

there are common 
issues that arise. 

As may be 
expected, the 
most common 
objections 
appear to 
be that the 
inventions 
relate to 
non-technical 
subject-

matter/
abstract 

ideas. Some 
reasons for this 

are that many of 
the inventions are 

software-related and 
others relate to improved 

business methods. It therefore 
will be important to correctly identify 
the technical nature of inventions, 
and to draft applications in a manner 
so as to emphasise their technical 
aspects when applying for patents.

Do these all relate to 
Bitcoin?
Many people assume that most 
patent families in the field of 
blockchain technology relate to 
cryptocurrencies such as Bitcoin 
and Ethereum. It is true that there 
is significant innovation relating 
to cryptocurrencies, but what may 
surprise people is the breadth of 
industry and use suggested by 

other patent applications. A search 
to identify which of the blockchain-
related patent families include a 
reference to Bitcoin, Ethereum, or 
cryptocurrency shows that innovation 
relating to blockchain is by no means 
limited to cryptocurrencies.

Searches reveal that smaller 
companies and big name corporations 
are investing significant resources 
in technologies relating to 
cryptocurrencies. Bank of America 
appears to be the biggest filer to date, 
with 23 patent families relating to 
Bitcoin, Ethereum or cryptocurrencies. 
It is also interesting to note that whilst 
many banks and fintech companies 
are investing heavily in this area the 
assignee with the second largest 
number of patent families relating to 
cryptocurrencies, is in fact not another 
bank, but Apple. It appears that the 
potential of cryptocurrencies is being 
realised on a much wider scale than 
purely by financial institutions.

However, the percentage of 
blockchain-related patents that 
relate to Bitcoin, Ethereum or 
cryptocurrency has varied over the 
last few years from a low of roughly 
20% in 2013 up to a maximum of 
roughly 50% in 2014 and 2015. 
Interestingly, with the data available 
for 2017 to date, it appears that only 
15% of blockchain-related patent 
families include a reference to Bitcoin, 
Ethereum, or cryptocurrency.

From these data, it appears clear that 
innovation relating to the blockchain 
is expanding into areas other than 
cryptocurrencies. While it is likely that 
a number of the patent applications 
will relate to the functioning of 
blockchain itself, the potential of 
blockchain in other areas of business 
and industry are also quickly 
becoming realised.

One example of these other 
realisations is the recent press release 
from EY and Guardtime3, in which they 
announced that they are collaborating 
with organisations such as Microsoft 
to introduce blockchain into marine 

References   1 “How Bitcoin mining works”. The Economist. N.p., 2015. Wed 27 Sept 2017     2 “Blockchain 101”. IBM. N.p., 2016. Tues 26 Sept. 2017.   
3 “EY, Guardtime and industry participants launch the world’s first marine insurance blockchain platform”. EY. EYGM Limited, 2017. Mon 25 Sept. 2017. 
4 “Distributed cloud storage with blockchain technology”. Allerin. N.p., 2017. Mon 25 Sept. 2017. 
The statistics and figure were generated using data from Patbase
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Under current EPO practice, the effect 
of Article 123(2) is that the subject 
matter of an amendment must be 
“directly and unambiguously derivable 
from the application as filed”. This 
definition has come to be known 
as the ‘gold standard’ for assessing 
added matter. However, even though 
this is established practice, it is not 
presently clear whether this standard 
should be applied in all situations.

Typically, patent claims are drafted 
in terms of positive features, which 
define particular subject matter. 
However, even though this is 
established practice, under certain 
circumstances, it may be desirable 
to disclaim particular subject matter, 
resulting in a claim containing 
‘negative’ features. For example, 
consider the following claim relating 
to group V elements (shown in the 
table):

X1 A solar cell 
comprising a group 
V element.

Now imagine this 
claim was amended to 
exclude bismuth:

X2 A solar cell 
comprising a 
group V element 
excluding bismuth.

If the application as filed discloses 
that the solar cell may comprise all 
group V elements other than bismuth, 
then the disclaimer of claim X2 is said 
to be disclosed. Alternatively, if the 
application as filed does not disclose 
the subject matter of claim X2, the 
disclaimer is said to be undisclosed.

It will be appreciated that the subject 
matter of an undisclosed disclaimer 
is not ‘directly and unambiguously 
derivable from the application as filed’. 
However, such disclaimers are allowed 
by the EPO in three specific situations, 
which are set out in the Extended 
Board of Appeal (EBoA) decision G1/03. 
These are i) restoring novelty over a 
disclosure under Article 54(3) (another 
European application which is filed 
before and published after the filing 
date of the application in question); 
ii) restoring novelty over a disclosure 
which is in a field completely unrelated 
to the invention (so-called ‘accidental 
anticipation’); and iii) removing 
subject matter which is excluded 
from patentability for nontechnical 
reasons. In these situations, the EPO 
would usually permit an amendment 
to disclaim certain subject matter, so 
that the applicant is not prevented 
from obtaining protection altogether.

From this, it could be concluded that 
the ‘gold standard’ does not always 
have to be applied. However, in the 
more recent decision G2/10, the 
EBoA seemed to imply that the ‘gold 
standard’ should be applied in all 
circumstances, without exceptions.

This apparent contradiction has been 
highlighted by Technical Board of 
Appeal (TBoA) decision T437/14. The 
grant of the application in this case 
was opposed, and during opposition 
proceedings, several claim requests 
were filed, some of which included 
claims containing undisclosed 
disclaimers. During appeal, the 
proprietors of the patent argued that 
these claims were allowable in view 
of G1/03, while the opponents argued 
that, due to G2/10, these claims 
should be rejected on the ground of 
added subject matter.

In arriving at decision T437/14, the 
TBoA analysed various decisions 
following G2/10, and concluded that 
in several cases, a ‘modified gold 
standard’ had in fact been applied 
in order to make allowance for 
undisclosed disclaimers. Due to this 
nonuniformity in case law, the TBoA 
has referred three questions to the 
EBoA in order to obtain clarification 
(referred as G1/16) where the key 
question is the first question:

Is the standard referred to in G2/10 for 
the allowability of disclosed disclaimers 
under Article 123(2) EPC, i.e. whether 
the skilled person would, using common 
general knowledge, regard the subject-
matter remaining in the claim after 
the introduction of the disclaimer as 
explicitly or implicitly, but directly 
and unambiguously, disclosed in the 
application as filed, also to be applied 
to claims containing undisclosed 
disclaimers?

If the EBoA decides that this question is 
to be answered in the affirmative, then 
it is difficult to see how undisclosed 
disclaimers can continue to be allowed. 
Due to the benefits of undisclosed 
disclaimers for applicants in certain 
situations, it may be desirable to arrive 
at a compromise in which G2/10 is 
applied generally, but the exceptions 
set out in G1/03 are still permitted.

Chris Hunter 
chunter@vennershipley.co.uk

Undisclosed disclaimers at 
the EPO: current approach 
and future outlook
When making an amendment to a European patent application (or patent), 
the amendment must meet the requirements of Article 123(2) EPC, which 
states that “The European patent application or European patent may not be 
amended in such a way that it contains subject matter which extends beyond the 
content of the application as filed”.
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“the EBoA 
seemed to 
imply that the 
‘gold standard’ 
should be 
applied in all 
circumstances, 
without 
exceptions

”
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Intelligent patents for 
artificial intelligence
From HAL 9000 to the Terminator and on to GlaDOS, Hollywood and the 
games industry have ingrained in us the idea of murderous artificially 
intelligent machines. Is it any wonder then that Elon Musk recently stated, 
“Competition for Artificial intelligence superiority at a national  
level is the most likely cause of WW3”1? Against the backdrop  
of such ominous predictions, discussing artificial intelligence,  
or AI as it is more commonly known, in the context of 
patent law may seem somewhat of an anticlimax. 
Thankfully, not all leaders in the field 
hold such a bleak point of view of the 
future of AI. Google’s AI chief John 
Giannandrea believes comments such 
as those from Musk to be overblown 
and simply fear mongering2, and AI 
is already transforming many of the 
less dramatic aspects of our lives. 
Speech recognition and natural 
language processing have provided 
us with intelligent personal assistants, 
such as Amazon’s Alexa and Apple’s 
Siri, and it seems only a matter of 
time before driverless cars become 
a common sight on our streets. 
Given the technological advances 
that are involved in these, and other, 
applications of AI and its potential 
applicability to just about every 
industry, it is inevitable that there will 
be an increasing interest in patenting 
AI related inventions. 
 
The definition of AI in its broadest 
sense can include any intelligent 
activities performed by a computer; 
from speech recognition to 
autonomous agents. AI is itself not 
a new technology; the ideas behind 
neural networks, for example, can 
be traced back to the 1940s and 
50s, when neural networks were 
proposed as a method for computing 
logical functions and for incremental 
learning using supervised feedback3. 
It is not until recently though that 
computing power has made the 
implementation of AI on a widespread 
basis feasible.
 
As mentioned above, one method 
of implementing an AI is a neural 
network (NN), which is loosely 

based on the neural system of the 
human brain. Neural networks are 
formed from non-linear units called 
neurons, which are interconnected to 
produce a network which is capable 
of computing a wide range of logical 
functions. Each neuron accepts 
a number of inputs, performs a 
weighted sum of them, and outputs 
a value in dependence on that sum. 
NNs are typically arranged into 
layers of neurons, with each layer 
accepting the outputs of a previous 
layer as its input. So far this does 
not sound particularly spectacular; 
there are far more straightforward 
and transparent ways of calculating 
functions on a computer.
 
However, the great strength 
of using a NN is that it can be 
trained. Given sets of input 
data with corresponding 
known output data, the weights 
used in each of the neurons can 
be optimised to recreate the 
outputs from the inputs. After 
training, the neural network 
can then be used to predict 
unknown outputs for new 
input data.
 
Until recently the adoption of NNs 
was constrained by computational 
capabilities, training techniques 
and datasets. However, advances 
in all of these areas have unlocked 
the potential of AI. Deep learning, 
which uses neural networks with 
many layers, led to one such 
revolution, leading to significant 
improvements in, for example, 
speech recognition, image 



considerations will also apply to other 
AI methods and techniques; the key 
is always to identify some technical 
effect or advantage that the use of the 
AI algorithm provides.
 
It is crucial to bear these factors 
in mind when aiming to patent an 
invention involving AI in order to 
protect your place in the market. 
While it is unlikely that patent 
protection will be of much use in the 
event that a malevolent intelligent 
machine takes over the world, it may 
at least provide you with a measure of 
protection against your competitors 
in this increasingly important field. 

James Varley 
jvarley@vennershipley.co.uk
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view that subject matter will not be 
considered as relating to excluded 
subject matter as such if it contributes 
to the technical character of the 
invention. Technical character may 
be found in features of a computer 
program which, for example affect 
the efficiency or security of a process, 
or which reduce the use of computer 
resources, or the rate of data transfer 
in a communication link, or which 
otherwise contribute to the solution 
of a technical problem, even if the 
computer program relates to the 
implementation of a mathematical 
method. Technical character may also 
be found in features of a computer 
program which have a technical effect 
on a process which is carried out 
outside the computer, for example, if 
the output of the computer program 
is being used to control some other 
technical process.

On the other hand, where a particular 
feature cannot be considered as 
contributing to the solution of any 
technical problem by providing 
a technical effect, it is not given 
any significance when assessing 
the inventive step of the claimed 
invention. As a general rule, the 
effect or result produced by a feature 
will provide the key to answering 
the question of whether or not 
the feature contributes to solving 
a technical problem. The question 
should be asked – does the feature 
have a technical effect? Does it 
contribute to the solution of a 
technical problem? 
 
These principles apply to AI-related 
inventions. Technical character may 
be found in features relating to the 
operation or training of a neural 
network-related invention if those 
features solve a technical problem. 
Similarly, technical character may 
be found in features relating to the 
use of the output generated by a 
neural network, if those features 
solve a technical problem. Similar 

classification, autonomous agents, 
and other areas such as drug 
discovery and genomics.
 
Although patents are frequently 
granted for AI-related inventions, 
there are a number of particular 
issues that need to be considered 
when seeking patent protection in 
this area. For example, one potential 
obstacle is the presence of a culture 
of openness and sharing which exists 
in the field. While admirable in many 
respects, this can pose a barrier to 
obtaining patent protection. There are 
many open source tools provided by 
some of the biggest tech companies. 
Facebook and Google, for example, 
have each released deep learning 
tools under free to use licenses which 
are extensively used by start-ups 
aiming to make use of AI techniques. 
Members of the field will often also 
self-publish research in order to claim 
credit for their breakthroughs. This 
results in a large amount of publicly 
available information which may be 
cited as “prior art” against patent 
applications in the field. 

In addition there are also a number of 
factors affecting the patentability of AI 
technologies at the European Patent 
Office in particular. Readers with 
experience of the patent world may 

have already spotted one 
of these: excluded subject 
matter.
 
According to Article 52(2) 
of the European Patent 

Convention, there are 
certain subject areas which 

are excluded from patentability, 
including mathematical methods and 
computer programs. At first glance, it 
may therefore appear that attempting 
to obtain patent protection for an 
AI system such as a neural network 
would be something of a lost cause. 
However, in practice the exclusion 
provisions are applied narrowly. As 
stated in Article 52(3) EPC, “Paragraph 
2 shall exclude the patentability of the 
subject-matter or activities referred 
to therein only to the extent to which 
a European patent application or 
European patent relates to such subject 
matter or activities as such” (emphasis 
added). 

For many years, the European 
Patent Office has taken the 

“one potential obstacle is the presence of 
a culture of openness and sharing which 
exists in the field. While admirable in many 
respects, this can pose a barrier to obtaining 
patent protection.

”

1 https://www.theguardian.com/technology/2017/sep/04/elon-musk-ai-third-world-war-vladimir-putin

2 https://www.cnbc.com/2017/09/21/head-of-google-a-i-slams-fear-mongering-about-the-future-of-a-i.html

3 McCulloch, W., and Pitts, W. (1943). A logical calculus of ideas immanent in nervous activity. Bull. Math. Biophys. 5, 115–133.
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disclosed in the priority document 
and the second specifying the 
range 1-10 punctured by the range 
4-6, i.e. ‘1-3 & 7-10’. The first part 
is assigned the filing date of the 
priority document; the second part 
is assigned the filing date of the 
subsequent application. 

Before G1/15, partial priority for the 
claimed range of 1-10 could have 
been denied in its entirety, on the 
basis that the broader range 
was not disclosed 
in the priority 

document. 
There would have 

been no account taken 
of the narrow range 4-6 

disclosed in the priority 
document.  The effective 

filing date of a claim referring 
to the range 1-10 would 
be the filing date of the 

subsequent application. 

Now assume that there 
exists a prior art 

document disclosing 
the range 4.5-5.5 
that was published 
between the 
filing date of the 
priority document 

and the filing date 
of the subsequent 

application. Before G1/15, 

Practical 
implications 
of G1/15
In the previous edition of Inside IP, we reported a decision (G1/15) issued by 
the Enlarged Board of Appeal of the European Patent Office clarifying how 
partial priority is to be assessed. The decision addressed the concepts of 
“poisonous priorities” and “toxic divisionals” which have been the source of 
much debate over the last few years.

“Poisonous priorities” and “toxic 
divisionals” involve the potential 
prior art effect of unpublished 
documents (referred to as Article 
54(3) documents in EPO practice). 
In summary, the Enlarged Board 
held in G1/15 that a generic claim 
encompassing alternative subject-
matter may not be refused partial 
priority, provided that the alternative 
subject-matter has been directly and, 
at least implicitly, and unambiguously 
disclosed in the priority document. 
By endorsing a generous approach 
to partial priority, the Enlarged 
Board effectively ruled out European 
patents being invalidated by so-called 
“poisonous priorities” and “toxic 
divisionals” but at the same time 
the Enlarged Board’s decision has 
affected other circumstances, and we 
look at such a scenario in this article. 

In particular, we look at the effect 
this decision has had on the 
assessment of inventive step in 
which prior art has been published 
between the priority date and the 
filing date of a European patent/
patent application. 

As background, partial priority now 
arises where the priority document 
discloses a feature, e.g. the range 4-6, 
and the subsequent application is 
broadened to disclose the range 1-10. 
Following G1/15 in assigning priority, 
the claim is split into two notional 
parts: the first  
specifying the 
range 4-6 as 

the subsequent application directed 
to a range of 1-10 would lack novelty 
over this prior art document since the 
claim of the subsequent application 
would not benefit from any claim to 
priority. However, assigning partial 
priority in line with G1/15 the claim of 
the subsequent application would be 
novel; the part of the claim that the 
prior art in theory anticipates 
benefits 

from the 
filing date of the priority 

document. Accordingly, the prior art 
document is not citable against the 
part of the claim to which it would be 
relevant, and the claim is novel. 

In cases involving “toxic divisionals” 
and “poisonous priorities”, this tends 
to be the end of the matter since 
the prior art documents involved 
are post-published documents, i.e. 
published after the filing date of the 
subsequent application, and under 
EPO practice are not citable for the 
purpose of assessing inventive step. 
In contrast, in the scenario set out 
above the prior art document is an 
intermediate document, i.e. published 
between the filing date of the priority 
document and the filing date of the 
subsequent application. As a result, 
the prior art document is citable for 
the assessment of inventive step for 
subject-matter that does not validly 
claim priority. In this case, that is the 
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How can we avoid such scenarios? 
First, from a patentee’s perspective 
you should always be aware that 
a claim can be assigned partial 
priorities and when intermediate 
prior art documents have been 
cited against your application or 
patent, highlighting these partial 
priorities may be a useful way of 
overcoming the cited prior art. From 
an opponent’s perspective, if relevant 
intermediate prior art has been 
identified in a search and that prior 
art is relevant only to the preferred 

embodiments of the granted 
patent, it would be advisable 

to carry out further 
searching, looking for 

disclosures relevant 
to the area of the 

claims that has 
been added 
when filing the 
subsequent 
application. Prior 
art documents 

disclosing subject-
matter relevant to 

the extended area of 
the claim may on the 

face of it look less relevant 
than the prior art disclosing 

the preferred embodiments of the 
granted patent but ultimately may 
be more useful when formulating an 
inventive step attack. 

In conclusion, although G1/15 
addressed the issues of “toxic 
divisionals” and “poisonous priority” 
and made it clear that such issues 
should not occur, the Enlarged 
Board’s decision also fundamentally 
affects how the EPO approaches 
the way priority is assigned to 
different areas/parts of the claims. 
The relevance of this clarification 
will affect cases in different ways 
depending on the facts and 
circumstances of each. It is however 
something of which patentees/
applicants and opponents, should be 
aware. 

Tim Russell 
trussell@vennershipley.co.uk

“an opponent 
would need to rely 
on an inventive step 
attack directed against 
the subject-matter that 
is not entitled to claim 
priority

”

part of the claim directed to the range 
‘1-3 & 7-10’. Hence, applying partial 
priority in line with G1/15 overcomes 
any potential novelty objections, but 
the prior art document is still citable 
for the assessment of inventive step 
against at least part of the claim. 

Given 
the circumstances of the 
present situation, it is possible, 
perhaps likely, that the majority of 
the application’s examples fall within 
the narrow range, i.e. the range 4-6, 
disclosed in the priority document. It 
is also possible that the application 
contains not a single example falling 
within the part of the claim now being 
assessed for an inventive step, i.e. 
the part of the claim directed to ‘1-3 
& 7-10’. In the absence of examples 
in the “claimed range”, an applicant 
may find it difficult to argue that 
the claimed invention is based on a 
surprising, unexpected improvement 
in performance. Instead, in the 
context of the EPO’s problem-
solution 

approach, the technical 
problem addressed by the claimed 
invention may have to be formulated 
less ambitiously as the provision of 
a mere alternative. Although G1/15 
may help applicants overcome 
novelty objections, they may still face 
difficulties overcoming inventive step 
objections. 

On the other hand, applying partial 
priorities in the scenario set out 
above may have a different impact 
on opposition strategy. When 
formulating an opposition (or 
invalidity action), it is common to 
look for prior art that anticipates or 
corresponds as closely as possible 
to the “heart” of the claimed subject-
matter. For example, demonstrating 
that the preferred embodiments 
of any patent either lack novelty 
or inventive step is a good starting 
point for an opposition.  In turn, 
the preferred embodiments of 
an application are often closely 
associated with the disclosure in 

the priority application. Focussing 
on prior art that relates closely to 
the preferred embodiments (and in 
turn relates closely to the disclosure 
of the priority document) could be 
ineffective if a scenario set out above 
involving partial priorities occurs. 

For example, an intermediate prior 
art document, i.e. published 

between the 

filing date of the 
priority document and 

the filing date of the subsequent 
application, would only be citable 
against subject-matter not benefiting 
from the filing date of the priority 
document. If that priority document 
discloses only the preferred 
embodiments of the claim which 
in the subsequent application are 
entitled to claim priority back to the 
filing date of the priority document, 
the claim would not lack novelty. 
Instead, an opponent would need 
to rely on an inventive step attack 
directed against the subject-matter 
that is not entitled to claim priority. 
Any such inventive step attack would 
start from the disclosure in the 
intermediate prior art document. In 
reply, a patentee can argue that it 
would not have been immediately 
obvious to modify the prior art from 
within the narrow range to outside 
the narrow range. At the EPO, a 
patentee will find such arguments 
much easier after grant at which 
time the full burden of proving that 
the claims are obvious falls to the 
opponent. 
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Funding in the UK 
Life Science sector
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The continued growth of the UK Life Science sector 
was confirmed earlier this year at the Future of 
Healthcare Investor Forum hosted by the London 
Stock Exchange.
£1.96bn was raised in life science 
initial public and further offerings in 
2016, bringing the total since 2014 
close to £6bn –an historic 3-year 
peak in life science funding in the UK. 
Further to this, early stage investment 
into the UK’s most promising life 
science companies more than tripled 
in 2016, and first quarter reports for 
2017 indicated that this trend will 
continue. 

The Government is clearly mindful 
of the role that the Life Science 
sector plays in the UK economy as it 
plans the UK’s future outside of the 
European Union. It confirmed, after 
the Brexit referendum, that whilst 
Britain remains part of the EU, the 
Treasury will underwrite research 
projects receiving EU funding even 
when projects continue beyond the 
UK’s departure from the EU. These 
include universities participating in 
Horizon 2020, the EU’s research and 
innovation programme that is making 
nearly €80bn of funding available 
between 2013 and 2020.

A Green Paper on Industrial 
Strategy was then published by the 
Government in January 2017. The 
Paper acknowledged that the 1.7% 
of GDP that the UK invests in R&D 
is below the OECD average of 2.4% 
and far behind the leading backers 
of innovation (such as South Korea, 
Japan and Sweden). Emphasis was 
placed on the need to look beyond 
existing companies and create 
the right conditions for new and 
growing enterprise to thrive, and to 
identify and address the barriers to 
entrepreneurship and scale-up. 

not only the necessary R&D to be 
undertaken, but also effective global 
commercialisation of products. 
Each programme will require 
multiple partners and funders, and 
it is envisaged that the NHS will be a 
partner in most, providing, in particular 
“unique and perhaps exclusive access 
to large data sets and a healthcare 
context to pilot new approaches to 
medicine”. Return of the benefits from 
the project to the healthcare system 
needs to be ensured, including access 
to the technology. A ‘golden share’ 
with the Department of Health or NHS 
England is envisaged in some cases, 
to ensure that the company continues 
to be based in the UK.

Fields for possible large-scale HARP 
projects include genomics, early 
diagnostics, use of digitisation and 
artificial intelligence to transform 
pathology and imaging, and healthy 
ageing.

The launch of the Life Sciences 
Industrial Strategy was accompanied 
by two life sciences investment 
announcements. Health Secretary 
Jeremy Hunt announced £14m 
funding to support 11 medical 
research centres to encourage 
collaboration between the NHS and 
industry; and Greg Clark, Secretary 
for Business, Energy and Industrial 
Strategy announced £146m of 
government money over four 
years for five projects supporting 
advanced therapies, advanced 
medicines, vaccine development and 
manufacturing, with the projects 
expecting to leverage a further £253m 
from partners.

Whilst details of the Life Science 
Sector Deal are awaited, it is clear 
that significant investment in 
and energisation of the sector is 
anticipated. Protection of resultant 
IP will form an important part of any 
commercialisation strategy, and our 
expert life science team would be 
delighted to offer advice.

Kate McNamara 
kmcnamara@vennershipley.co.uk

“Each programme 
will require multiple 
partners and funders, 
and it is envisaged 
that the NHS will be 
a partner in most

”

The Paper set out an ‘open door’ 
challenge to industry to come to 
the Government with proposals to 
transform and upgrade their sector 
through ‘Sector Deals’. Sir John Bell, 
Regius Professor of Medicine at the 
University of Oxford, and Chairman 
of the Office for the Strategic 
Coordination of Health Research 
was commissioned to put forward 
proposals for a Sector Deal for the 
Life Sciences. 

The resultant Life Sciences 
Industrial Strategy Report, 
published in August 2017 following 
a comprehensive review into the 
future of the industry, brings together 
recommendations from a range of 
stakeholders, including multinational 
pharmaceutical companies such as 
AstraZeneca and GSK, healthcare 
groups, SMEs and charities. 

Key themes include increasing R&D 
spending to 2.6% of GDP; providing 
incentives to drive improved medicine 
manufacturing in the UK; and action 
to address skills shortages, including 
a migration system that allows highly 
skilled workers from the EU and 
beyond to be recruited and retained.

A further theme that is emphasised 
throughout the Report is the need 
for closer collaboration with the 
National Health Service (NHS). A 
strategic goal is for the NHS to engage 
in 50 collaborative programmes 
with industry during the next five 
years in late-stage clinical trials, data 
collection or the evaluation of medical 
diagnostics and devices. 

The Report proposes the creation 
of a Health Advanced Research 
Programme (HARP), a body to bridge 
the gap between government and 
industry funding. HARP would bring 
together a coalition of public, charity 
and corporate funders to undertake 
large research infrastructure 
projects and high-risk ‘moon shot’ 
programmes that will help create 
entirely new industries in healthcare.  

Each of the programmes is expected 
to require several hundred million 
pounds in investment, to allow 
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Venner 
Shipley 
News

Gary is a UK and European 
patent attorney and has been 
working with patents, mainly in 
the fields of electronics, software, 
telecommunications, engineering 
and semiconductors, since 1997.

Gary has always enjoyed 
supporting a wide spectrum 
of clients, including university 

spin-outs, SMEs and large multi-national corporations. 
In addition, he has spent almost 10 years working as 
an in-house patent attorney, resulting in a practical, 
commercially-focussed approach to intellectual 
property in general and patents in particular.

Prior to joining Venner Shipley, Joel 
worked as a software developer in 
the energy sector for several years.

Joel graduated from the University 
of Cambridge in June 2013 with 
a degree in Computer Science. 
During his final year, he worked on a 
project investigating the application 
of machine learning techniques to 

prior art search. Subsequently, he completed a Master’s in 
Artificial Intelligence at the University of Edinburgh in 2017. 
During his Master’s, he gained an extensive knowledge 
of Machine Learning techniques and their wide-ranging 
applications.

Emma graduated from the University 
of Bath with an honours degree in 
Physics. She then gained a Master’s 
degree in Cybernetics from the 
University of Reading, where her 
research focused on the use of 
terahertz spectroscopy for the 
study of conformational states of 
biomolecules in solution. Following 

this she joined a centre for doctoral training in the Physical 
Sciences of Imaging in the Biomedical Sciences at the 
University of Birmingham, and completed an integrated 
Master’s and PhD. She has extensive experience in 
research relating to biomedical imaging, in particular single 
molecule and super-resolution microscopy.

Gary Whiting, Partner

Joel Moss, AssociateEmma Lonnen, Associate

Since our last issue of Inside IP we have continued 
growth in our Electronics and Engineering team with the 
appointment of a new partner and 8 new associates.

Gary has drafted and prosecuted many patent 
applications around the world and has particular 
experience of patent prosecution before the UK, 
European, US, Chinese and German Patent Offices.  
He also has extensive experience in providing 
freedom-to-operate advice, including the 
understanding and mitigation of risk.

Gary has a background in electronics, gaining an MEng 
degree from the University of Southampton in 1997. 
Following this Gary went on to gain a certificate in 
Intellectual Property Law at Queen Mary, University 
of London in 1999. Gary was also awarded an LLM 
and postgraduate certificate in Intellectual Property 
Litigation by Nottingham Law School in 2007.
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Sudhakar was awarded with a First 
Class Honours from the University 
of Oxford for a Master's in Physics. 
During his final year he specialised 
in Atmospheric and Oceanic Physics 
and Condensed Matter Physics. His 
research project aimed to refine a 
method to create high-energy density 
plasma in equilibrium using an X-ray 
pulse to heat magnesium foil.

Haiyue is a solicitor in our legal 
team. She advises on a range of 
contentious and non-contentious 
intellectual property matters, 
including patents, trade marks, 
copyright, confidentiality, and design 
law. Haiyue completed a Master's 
in Intellectual Property Law and an 
undergraduate Law degree with 

French Law, both at University College London. Haiyue is 
also fluent in Mandarin and French.

Ting has extensive engineering 
experience gained from working at 
Bentley Motors Ltd, Penso Electronics 
and SAIC Motor UK Technical Centre.   
She speaks Mandarin and English 
fluently. 

Ting holds an MSc from the 
University of Nottingham in Electrical 
Engineering where she also spent 
a year working as a postgraduate 
researcher designing and 

implementing a temperature adaptive IGBT drive circuit. 
She also has a first class honours degree in Electrical 
Engineering from Beijing University of Civil Engineering.

Claire graduated from University 
College London in July 2016 with a 
First Class Honours degree in Physics.

During her degree she studied 
a broad range of subjects, such 
as semiconductor technology, 
optics, environmental physics and 
thermodynamics. Her final year 
project involved designing and 

creating a software tool for teaching the preliminaries of 
quantum field theory.

David holds a DPhil in Cardiovascular 
Science from the University of Oxford. 
He has a background in Pharmacology 
and Pharmaceuticals having worked 
for a year with Glaxo Smith Kline as 
part of an undergraduate degree 
in Pharmacology. David has since 
specialised in Biophysics through his 
PhD. 

Steven graduated from the University 
of Surrey in July 2017 with a first 
class Master's degree in Electronic 
Engineering. During his degree he 
studied computer vision and pattern 
recognition, image processing and 
nanotechnology. His final year project 
involved investigating how using 
photogrammetry techniques can 
be used to generate virtual reality 

environments with consumer grade hardware.

Whilst at University, Steven completed an internship at a 
multinational engineering company.

Runhan graduated from the 
Electrical and Electronic Engineering 
department in University College 
London; continuing on to do a PhD 
in the Implanted Devices Group in 
Medical Physics and Bioengineering 
department in UCL. Runhan's PhD 
project was based on an FES cycling 
system for incomplete spinal cord 
injury patients. 

Runhan also completed a Technical Entrepreneurship 
course in UCL.

Sudhakar Brodie, Associate

Haiyue Yu, Solicitor

Ting Wu, Associate

Claire Lightfoot, Associate

David Eberhardt, Associate

Steven Davis, Associate

Runhan Luo, Associate
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When taken by the general group 
of patients with the disease, not 
all of whom have the biomarker, 
a potential new drug may, on the 
whole, appear to be ineffective, or 
even to cause adverse effects. This 
is because the true potential of the 
drug may be masked by unresponsive 
patients and/or adverse side effects. 
Therefore, once an appropriate 
biomarker is identified, a drug that 
is on the face of it unpromising can 
be targeted accordingly and may be 
found to have significantly enhanced 
efficacy. 

Advocates of personalised medicine 
say these kinds of narrowly targeted 
drugs, tied to clear biomarkers, 
are the future. They argue that the 
current approach to medicine, in 
which everyone is given the same 
drug and it works for many but causes 
crippling side effects for others, will 
eventually become a thing of the 
past. However, while this new field 
of medicine is incredibly exciting and 
holds great potential for the future of 
healthcare, it poses some tricky issues 
for the patent system.

Medicines and diagnostics are eligible 
for patent protection at the European 
Patent Office (EPO). However, patents 
only protect inventions that are new 
and inventive. This is potentially a 
problem for the type of personalised 
medicines described above, precisely 
because they relate to the use of 

The future 
of medical 
treatment 
– precision 
medicine
The rapidly falling cost of genetic testing is 
revolutionising medicine. The cost of sequencing 
a whole genome is now less than £1,000, and an 
entire genome can be characterised in less than 48 
hours. This technical progress is astonishing given 
that the first sequencing of the human genome, 
which was finalised as recently as 2003, took 13 
years to complete, at a cost of more than £2 billion.

Using these advanced genetic 
sequencing methods, medical 
professionals are now able to 
categorise people with similar 
symptoms into an increasing number 
of ever narrower groups based 
on their genetic profile and can 
potentially target medicines more 
accurately. For example, researchers 
from the Wellcome Trust Sanger 
Institute recently announced they had 
determined that the most common 
and dangerous form of leukaemia is 
actually 11 distinct diseases that each 
respond very differently to treatment.

To maximise the potential of this 
approach, the UK government has 
recently opened a new sequencing 
centre on the Wellcome Genome 
Campus in Cambridge, and launched 
the 100,000 Genomes Project with the 
aim, by 2019, of sequencing 100,000 
genomes. By September 2017 the 
genomes of 34,151 different people 
in England had been sequenced. It 

is hoped that by correlating these 
genomic sequence data with the 
corresponding individuals’ medical 
records a ground-breaking resource 
can be created that will translate 
directly into better patient care. The 
initial areas of focus for this approach 
have been rare diseases and cancer. 
The changes in an individual's DNA 
that trigger cancer make it an obvious 
target for a genomic approach, but 
rare diseases are also an important 
area, with at least 80 per cent of 
them being caused by changes in an 
individual’s DNA sequence.

This rise of “personalised” or 
“precision” medicine in which a sub-
population of patients, suffering or 
predisposed to suffer from a given 
disease, is treated on the basis that 
they share a particular biomarker 
which is causally linked to the disease, 
is revolutionising the way doctors and 
pharmaceutical companies approach 
medicine. 

“Of particular concern 
to the EPO was the 
possibility that in 
some cases the agent 
may be for use with 
essentially the same 
patient group as in 
the prior art, merely 
defined in a different 
way. 

”
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Regarding the assessment of 
inventive step, in many cases, if a 
relationship between the biomarker 
and the therapeutic indication was 
not previously known then the 
identification of such a link may 
be considered to be a sufficiently 
inventive contribution to the art. The 
conclusion from recent decisions 
of the EPO Boards of Appeal is that 
experimental data demonstrating a 
connection between the biomarker 
and the treatment of the new 
subgroup is helpful for establishing 
that a surprising technical advantage 
and, hence, an inventive step, exists. 
For this reason, applicants are 
advised where possible to include 
comparison data relating to the 
effect of the drug in patients with and 
without the biomarker. For example, 
the application may include clinical 
data supporting a link between the 
biomarker and the improved technical 
effect of a drug, or preclinical 
data with a clear biochemical 
understanding of the relationship.

The patentability of personalised 
medicines is good news for everyone. 
The incentive provided by patent 
protection for personalised medicines 
offers pharmaceutical companies 
and other developers of therapeutics 
an attractive strategy for improving 
the efficacy of old treatments by 
identifying appropriate biomarkers 
and thus targeting for treatment 
only those groups of patients who 
potentially respond to the drug. They 
can also revisit therapeutics that had 
previously been shelved due to a lack 
of efficacy, to investigate whether 
the outcome would be different in a 
specific group of patients defined by a 
particular biomarker. 

Either way, patients and healthcare 
providers can look forward to reaping 
the benefits of an increased number 
of better targeted and therefore more 
cost effective treatments. 

Matt Handley
mhandley@vennershipley.co.uk

therapeutics that are already known, 
and are already used for treating the 
same diseases, albeit in a broader, 
untargeted, context. 

The good news is that, in Europe 
at least, the law is very favourable 
to patent applicants in the field of 
personalised medicine, and indeed, 
appears to be moving to become 
ever more accommodating. The 
EPO recognises that there is clearly 
a significant public and commercial 
interest in the development of new 
therapies of this type. In the Board 
of Appeal decision T1020/30 the 
EPO specifically acknowledged that 
the reward of a patent monopoly 
was needed to justify on economic 
grounds the investment in clinical 
trials to find new applications of 
known therapies. 

The EPO has for many years 
acknowledged the patentability of a 
known agent on the basis of a newly-
discovered use. This principle has 
now developed to the point where 
a known agent may be considered 
patentable on the basis of its use in 
the treatment of patients identified by 
means of a biomarker indicative of a 
particular drug response.

The issue that the EPO has wrestled 
with relates to the degree of “overlap” 
between the target patient group 
identified by the biomarker and the 
group of patients that the drug was 
already known, and used, to treat. 
Of particular concern to the EPO was 
the possibility that in some cases the 
agent may be for use with essentially 
the same patient group as in the prior 
art, merely defined in a different way. 

The initial approach of the EPO was 
to consider the claimed agent to lack 
novelty if it was likely that there was 
any overlap whatsoever. However, 
the EPO has since moved to take 
a much more lenient approach, 
and the presence of an “overlap” 
does not prevent a subgroup from 
being considered novel. Recent case 
law of the EPO Boards of Appeal 
indicates that the patient group 
identified by the biomarker must 
be distinguishable from the patient 
group treated in the prior art in terms 
of their ‘physiological or pathological’ 
status. The biomarker must also have 
a functional relationship with the 
therapeutic or pharmacological effect 

achieved. In other words, the defined 
subgroup cannot be arbitrary.

This current approach by the EPO to 
assessing “overlap” has similarities 
with the EPO’s strategy towards 
selection inventions generally, which 
deals with the novelty of selected 
individual elements, sub-sets, or 
sub-ranges, which have not been 
explicitly mentioned in the prior art, 
within a larger known set or range. 
The selected sub-range is considered 
novel if it is narrow compared to the 
known range, sufficiently far removed 
from any specific examples disclosed 
in the prior art, and if it is not an 
arbitrary specimen of the prior art. 

Moreover, exactly what constitutes a 
"sub-population" and a "biomarker" 
are very broadly defined. For 
example, a subpopulation may be a 
group of patients with, or predisposed 
to, a specific disorder, it may be 
drug responders or non-responders 
within a patient population, or it 
may be particular patients at greater 
risk of adverse effects of a drug. 
The biomarker which identifies the 
subpopulation may be, for example, 
a germline gene mutation, a single 
nucleotide polymorphism, a somatic 
gene mutation (such as in a tumour), 
or the presence of a particular protein 
or other biomolecule in the blood, on 
a cell surface, or elsewhere within the 
patient. 

Generally, the novelty of a claim in 
the format “substance X for use in 
treating disease Y in an individual, 
wherein the individual has genetic 
marker Z” should be acknowledged 
by the EPO where a correlation 
between the claimed biomarker and 
the therapeutic indication has not 
previously been disclosed. However, 
it is also a good idea for applicants 
to include, as a fall-back option, 
basis for amending the claim to 
recite the actual step of diagnosing 
patients having the biomarker. Thus, 
the diagnostic step forms part of 
the intended therapeutic use and 
consequently confers novelty on the 
claimed invention.

In some cases it may also even be 
possible to obtain patent protection 
on the basis of a ‘new’ method of 
detecting a biomarker that is already 
known in relation to the same 
disease.
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IP valuation
It is widely recognised that intangible assets, such as patents and trade marks, 
can have significant monetary value. However, it can often be difficult to 
assign a specific value to a particular asset, or indeed to an entire portfolio. 
There are many scenarios in which 
one might wish to determine the 
value of an intangible asset, for 
example when entering negotiations 
over the sale or licensing of a patent, 
or when trying to value a company. 
In this article, we review some of the 
common IP valuation methods and 
discuss their relative strengths and 
weaknesses.

Cost approach
A cost-based approach attempts to 
value an IP asset by estimating the 
costs that would be required in order 
to reproduce the asset by developing 
it from scratch, or to develop a 
comparable replacement asset, for 
example by developing a work-around 
to a patent instead of purchasing 
the asset. These two approaches 
are referred to respectively as the 
reproduction cost method and the 
replacement cost method. In cases 
in which the party that is seeking to 
value a patent was also responsible 
for creating the invention in the first 
place, the reproduction cost method 
could take into account any R&D 
expenditure that could be attributed 
to the development of the invention.

One potential drawback of a cost-
based valuation method is that by 
failing to consider potential future 
benefits which could be derived from 
the asset, such as licensing fees or 
additional sales, the valuation may 
not truly reflect the value of the asset 
to a potential purchaser. In particular, 
a cost-based valuation may be of 
limited use when the potential future 
value of the asset far outstrips the 
initial investment that was required to 
create it in the first place.

Market approach
This approach relies on a comparison 
between the asset being valued and 
known sale prices of similar assets in 
the same marketplace. For example, 

if the asset in question was a patent 
for a new type of display panel for 
use in mobile phones and tablet 
computers, a market-based valuation 
would take into account previous sale 
prices of patents for similar displays. 
When conducting a market-based 
valuation, the selection of comparable 
price data is particularly important 
to ensure an accurate valuation. This 
may require careful consideration 
of the circumstances surrounding 
a transaction. For instance when 
looking at historical price data in 
the same marketplace, it would 
be misleading to take into account 
previous transactions in which an 
asset may have been traded at less 
than the market rate. Similarly, for 
transactions which involve bundles 
of assets, it may be artificial to try to 
attribute a certain percentage of the 
total sale price to an individual asset.

In some situations, a market-based 
valuation may not be possible 
at all if sale prices achieved by 
competitors in the same market are 
not publicly known, and if it is not 
possible to identify an analogous 
market for which price data is readily 
available. Also, by its very nature an 
invention must be novel over the 
prior art, which can make it difficult 
to identify comparable assets with 
which a comparison can be made. 
Nevertheless, in cases where 
sufficient price data is available, a 
market-based approach can give an 
accurate valuation of the real worth of 
a particular asset.



Summary
It can be seen that there are 
numerous different approaches to 
valuing IP assets, each of which has 
its own strengths and weaknesses. As 
a result, it is important to choose the 
most suitable method for the specific 
asset, or assets, to which the current 
valuation relates.

Rob Cork
rcork@vennershipley.co.uk
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Income approach
In an income-based approach, a value 
of a particular asset is determined 
by considering the future income 
that could be expected to be 
generated by the asset. The rationale 
behind this approach is simple 
to understand, since it permits a 
potential buyer of the asset to carry 
out a straightforward cost-benefit 
comparison between the proposed 
sale price and the impact that 
the purchase could have on their 
revenue.

For example, an income-based 
approach may attempt to estimate 

“by its very nature an 
invention must be 
novel over the prior 
art, which can make 
it difficult to identify 
comparable assets

”

the impact on the cash flow as a 
result of acquiring the asset. Taking 
the above example of a novel display 
panel, one effect of acquiring the 
patent could be that the new owner 
can now charge a higher price for 
their products, in comparison to 
competing products based on older 
technology. In this case, an income-
based approach could take into 
account the additional revenue that 
would be expected to be derived over 
the useful life of the patent, which 
may be less than the full 20-year 
lifespan of the patent in fast-moving 
technical fields.

An income-based approach may also 
take into account other potential 
sources of income, such as royalties 
that could be derived by licensing the 
patented technology to third parties. 
Examples of income-based valuation 
methods include: direct cash flow 
prognosis method; relief-from-royalty 
method; multi-period excess earning 
method; and incremental cash flow 
method.
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The phrase “groundless threats” or “unjustified threats” refers 
to the practice of threatening to sue someone for infringement 
of patent, trade mark or design rights without justification. 

Changes to the law on

These provisions have their origin in 
the 19th century when businesses 
who claimed to be patentees would 
sue their competitors’ customers in 
order to stop them from dealing with 
their rivals. Legislation was enacted 
to provide a remedy to any person 
aggrieved by such threats. This 
remedy was extended to cover not 
only patents but also trade marks, 
registered designs and unregistered 
designs (but not copyright or passing 
off).

However, it had become increasingly 
difficult for rights holders or their 
advisors to raise issues of potential 
infringement without falling foul of 
the legislation. The old law did not 
strike the necessary balance between 
protection of rights holders and 
preventing the misuse of threats to 
distort competition. In addition, there 
were variations in the unjustified 
threats regime between different 
intellectual property rights. The 
Intellectual Property (Unjustified 
Threats) Act 2017, which came into 
effect on 1st October 2017, aims to 
re-balance these issues. 

The Unjustified Threats Act
The new Act harmonises the position 
across patent, trade mark and design 
rights and sets out a number of 
changes to the current law:

1 What amounts to a “threat” is 
now defined as a two part test: 
(i) whether a reasonable person 
would understand from the 
communication that a patent, 
trade mark or design right exists; 
and (ii) whether the reasonable 
person would understand that the 
person issuing the communication 
intends to bring proceedings for 
infringement of the right by virtue 
of an act done in the UK. The 
change from the current law is that 
the threat now needs to relate to 
proceedings arising from an act 
done (or intended to be done) in 
the UK rather than understood as 
being to bring legal proceedings 
in a UK court. This change ensures 

that the threats provisions can 
apply to infringement proceedings 
in non-UK courts, including of the 
new unitary patents and European 
patents under the jurisdiction of 
the Unified Patent Court, once 
established. 

2 The Act introduces the concept 
of “permitted communications” 
being “permitted statements” 
made for “permitted purposes” 
to people, such as retailers, who 
are not primary infringers and 
who might otherwise be able 
to sue for unjustified threats. 
These new provisions introduce 
a safe harbour allowing parties 
to communicate and take steps 
towards obtaining information and 
resolving disputes without running 
the risk of triggering a legal action. 
The provisions should allow rights 
holders to obtain information 
about the primary source of the 
infringement by approaching those 
further down the supply chain. 
However, to take advantage of the 
safe harbour a communication 
must satisfy a number of 
conditions:
a it must not contain an express 

threat of infringement 
proceedings; 

b it must be made for a permitted 
purpose. Examples given are 
giving notice that a right exists, 
discovering the identity of a 
primary infringer or whether 
primary acts of infringement 
have taken place. The court is 
also given discretion to treat any 
other purpose as a permitted 
purpose in the interests of 
justice; and

c all of the information that 
relates to the threat is 
information that is necessary 
for that purpose and the person 
making the communication 
reasonably believes it to be true.

 The provisions also rule out 
three purposes which cannot 
be permitted, whichare asking 
a person (i) to stop doing 

something;(ii) to destroy or hand 
something over; or (iii) to promise 
not to do something in respect of 
the rights in question. 

 An example of how the safe 
harbour might work is: 

 B is a shop is selling a product 
which A believes infringes its trade 
mark. A sends a letter to B. The 
letter notifies B of A’s trade mark 
registration and asks B to give 
details about the supplier of the 
goods identified in the letter. 

 The letter does not contain an 
express threat of proceedings. 
The letter asks for details of the 
supplier and can be interpreted 
as being made for the permitted 
purpose of tracking down 
the primary infringer and the 
information given is necessary for 
that purpose. Provided A can show 
that he reasonably believes the 
information given to be true then 
the threat is not actionable. 

3 Primary infringers can now be 
threatened with proceedings for 
secondary infringing acts e.g. 
retailing or distribution of goods 
and not just acts of primary 
infringement. Previously, a letter 
to a manufacturer of infringing 
goods which also referred to their 
retailing activities which were also 
infringing could be actionable as an 
unjustified threat. 

4 In relation to trade marks, an 
action for unjustified threats 
continues not to be available 
where the threat is in respect 
of (i) applying a sign to goods 
or packaging (ii) importing for 
disposal, goods to which or, to 
the packaging of which a sign has 
been applied (iii) supplying services 
under a sign. The Act now extends 
these exceptions to causing 
another person to apply a sign to 
goods or their packaging. 

5 The Act clarifies that a mass 
communication can constitute a 
threat. A threat does not have to be 
made to an identified individual. 
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groundless threats
Defences
1  It remains the case that a threat 

can be justified by demonstrating 
that infringement actually occurred 
or was intended. The express 
wording that a threatened party is 
entitled to relief by showing that 
the relevant IP right is invalid has 
been removed as it was deemed 
unnecessary on the basis that an 
invalid right cannot be infringed. 

2 A defence introduced in 2004 
in relation to patents has now 
been applied to designs and 
trade marks. The defence allows 
threats against alleged secondary 
infringers where a primary 
infringer cannot be found. This 
provision allows rights holders to 
avoid further commercial damage 
where infringement is ongoing. 
However, the person making the 
threat has to show that:
a they have taken reasonable 

steps to identify the primary 
infringer but have not been able 
to identify anyone;

b that they have notified the 
person to whom the threat has 
been made of the steps taken to 
find the primary infringer; and

c the notification was given either 
before or at the time of making 
the threat. 

 The defence applies the principle 
that a rights holder must try to 
direct any threats towards the 
primary infringer. Only where, 
despite taking reasonable steps, 
it is not possible to identify the 
primary infringer is the new 
defence available. 

 The UKIPO has said “reasonable 
steps” include using permitted 
communications to discover 
information about a primary 
infringer. However, what is 
reasonable will depend on a case 
by case basis. 

Exemptions for 
professional advisors 
Under the old law professional 
advisors were at risk of incurring 
personal liability for unjustified 
threats even where the letter is 
written on behalf of a client. Under 
the new law a threats action cannot 
be brought against a professional 
advisor provided that they are acting 
on the instructions of a client and 
they have identified that client to 
the person with whom they are 
communicating. The exemption 
applies both to independent advisors 
and in-house advisors. 

Transitional provisions
The new law will apply to 
communications made on or after 
the commencement date of the Act. 
Any threats action brought in relation 
to a communication made before 
commencement of the Act will be 
dealt with under the old law. A threat 
is made when the communication is 
sent rather than when it is received. 

Comment
The new legislation is to be welcomed 
in harmonising the threats regime 
across patents, trade marks and 
design rights. Although the new 
Act provides greater clarity and 
certainty in the area of unjustified 
threats, the law continues to strike 
a balance between the protection 
of rights holders and those they 
threaten to sue. Accordingly, rights 
holders still need to exercise caution 
when threatening infringement 
proceedings. In particular, to take 
advantage of the “safe harbour” 
provisions great care must be taken 
to make sure that each part of the 
communication to the secondary 
infringer falls within the definition of 
a permitted communication. Similarly, 
for a rights holder to defend on the 
basis that a primary infringer cannot 
be found giving the right to threaten 
to sue an alleged secondary infringer, 
it is extremely important to identify 
what “reasonable steps” have been 
taken and that these have been 
properly notified. 

“the law continues 
to strike a balance 
between the 
protection of rights 
holders and those 
they threaten to sue

”
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“A process for the production of plants and 
animals is considered to be essentially 
biological if  it consists entirely of natural 
phenomena such as crossing or selection.

”

EPO changes approach 
to the patentability of 
products of essentially 
biological processes
Plants and animals obtained from essentially biological processes are no 
longer patentable in Europe. This move comes after years of controversy 
and conflicts with earlier decisions of the Enlarged Board of Appeal of the 
European Patent Office (EPO). 
The “Biotech” Directive (Directive 
98/44/EC of the European 
Parliament and of the Council of 6 
July 1998 on the legal protection of 
biotechnological inventions), was 
implemented by the EPO in 1999. The 
Directive was highly controversial and 
the process leading to the adoption 
of the Directive lasted for more than 
10 years. The purpose of the Directive 
was to harmonise national law on the 
patentability of inventions relating 
to biological material, and as a result 
of the directive, various exclusions 
to patentability are provided in the 
European Patent Convention (EPC).

For example, the Biotech Directive 
dictates that plant and animal 
varieties are excluded from 
patentability (this is implemented 
by Article 53(b) and Rule 27(b) EPC). 
Plant varieties are excluded from 
patentability because separate 
protection for specific plant varieties 

has been available since the 1960s 
via the plant variety rights system. 
Provided that the feasibility of 
the invention is not restricted to a 
particular plant variety, however, 
plants, plant parts, and plant products 
are patentable in Europe. 

The Biotech Directive also excludes 
from patentability essentially 
biological processes for producing 
plants and animals. A process for the 
production of plants and animals is 
considered to be essentially biological 
if it consists entirely of natural 
phenomena such as crossing or 
selection. However, biotechnological 
methods of producing transgenic 
plants and tools such as genetic 
markers for use in such methods can 
be patented.

Although the Biotech Directive 
remains controversial, the exclusions 
to patentability which it provides have 

since been confirmed by numerous 
decisions of the EPO Boards of 
Appeal, including by the highest 
decision-making authority at the EPO, 
the Enlarged Board of Appeal, for 
example, in the related cases Broccoli 
II (G2/13) and Tomato II (G2/12). 

In G2/13 and G2/12, the Enlarged 
Board referred to the official 
background documents for the 
negotiation leading to the EPC in 
1973, which indicated that exclusions 
from the general principle of 
patentability must be narrowly 
interpreted. In view of this, the 
Enlarged Board decided that claims to 
products derived from an essentially 
biological process are not excluded 
from patentability, even if the 
process used to obtain the products 
is essentially biological and thus not 
patentable. 

However, these decisions of the 
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the previous decisions of the EPO’s 
Enlarged Board of Appeal.

With this amendment to the 
implementing regulations, the stay of 
proceedings at the EPO was lifted, and 
pending examination and opposition 
proceedings will now be resumed. 

On the face of it, the EPO’s change in 
position may come as a setback to 
companies that filed European patent 
applications based on the G2/12 and 
G2/13 decisions, and generally to 
patent applicants in the European 
agricultural sector. At first glance, 
the amendment of these rules by the 
EPO could also be seen as removing 
the incentive of patent protection 
for research and development into 
potentially important new plant or 
animal material. 

In practical terms, however, very 
little has actually changed for patent 
applicants. The enforcement of 
European patent claims to plants 
produced by crossing and selection 
was already limited in this area, and 
in a number of countries national 
legislation already excluded patent 
protection for the products of 
essentially biological processes. 

Most significantly, however, 
transgenic plants and animals 
and biotechnological methods of 
producing them remain patentable, 
provided that the methods don’t 
involve only classical breeding and 
selection steps. 

It is also still possible to obtain patent 
protection for plant or animal derived 
products that are not propagation 
material, and in vitro plant or animal 
cell populations which are treated as 
microorganisms.

Enlarged Board of Appeal were not 
received favourably by some groups, 
especially plant breeders’ associations 
who argued that allowing plants 
resulting from crossing and selection 
to be patented is an unfair intrusion 
into the territory of plant variety 
rights. The decisions also meant 
that plant breeders had to acquire 
a licence from any relevant patent 
holder in order to use patented plants 
in a breeding programme. 

Moreover, due to internal pressures, 
the countries in Europe with the 
largest plant breeding sectors; the 
Netherlands, Germany, and France, 
either before G2/13 and G2/12, or in 
response to these decisions, enacted 
national legislation which specifically 
excluded patent protection for plants 
produced by crossing and selection.

Having come under pressure from 
such lobbying groups, and certain 
national governments, to limit 
the extent of patent protection 
available in this area, in December 
2015, the European Parliament 
adopted a resolution asking the 
European Commission to review the 
patentability of products of essentially 
biological processes. 

This resulted, in November 2016, in 
the Commission adopting a Notice 
on certain articles of the Biotech 
Directive (Notice 2016/C 411/03). In 
the Notice it was considered that 
in trying to assess the intentions of 
the EU legislator when adopting the 
Directive, the relevant preparatory 
work to be taken into consideration 
was not the work which preceded 
the signature of the EPC in 1973, but 
that which relates to the adoption of 
the Biotech Directive. The European 
Commission concluded that the EU 

legislator’s intention when adopting 
the Biotech Directive was to exclude 
from patentability products that are 
obtained by means of essentially 
biological processes. Thus, the rulings 
in G2/13 and G2/12 by the EPO’s 
Enlarged Board of Appeal to allow 
claims to products obtained from  
an essentially biological process  
went contrary to the intentions of  
the Biotech Directive.

The Commission’s Notice was 
controversial, not least because it 
states that certain provisions of the 
Biotech Directive are only consistent 
if plants and animals obtained by 
essentially biological processes are 
understood as being excluded from 
the scope of the Directive. However, 
the Directive specifically states that 
inventions which concern plants or 
animals shall be patentable if the 
technical feasibility of the invention is 
not confined to a particular plant or 
animal variety. 

Although the Notice was not 
binding on the EPO, a decision was 
nevertheless taken by the EPO to 
stay all proceedings in relation to 
potentially affected patents and patent 
applications until a way could be 
found to reconcile the practice of the 
Commission’s comments with the EPC. 

Following a meeting of the 
Administrative Council of the EPO, 
Decision (CA/D 6/17) was taken to 
amend Rules 27(b) and 28(2) EPC. Rule 
28(2) EPC now states that European 
patents shall not be granted 
in respect of plants or animals 
exclusively obtained by means of an 
essentially biological process. This 
Decision to amend the implementing 
regulations is unprecedented because 
it stands in direct contradiction to 

Matt Handley
mhandley@vennershipley.co.uk
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Sale of grey 
goods is a 
criminal 
offence
A recent case before the UK Supreme Court has clarified whether 
a criminal offence is committed under the Trade Marks Act 1994 
(“the Act”) if a defendant sells so-called “grey” goods as opposed to 
counterfeit goods bearing a registered trade mark.
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Definitions
Counterfeit goods are those to which 
a trade mark has been applied without 
the owner’s consent e.g. a cheap 
running vest bearing the ADIDAS name 
but manufactured with no involvement 
of Adidas. Counterfeit goods are 
notoriously of poor quality and can be 
dangerous in certain sectors, such as 
pharmaceuticals and electricals.

Grey goods are those to which a 
trade mark has been applied with 
the owner’s consent but which 
have been put on the market in a 
specific territory without the owner’s 
consent. In other words, they are 
manufactured as genuine goods 
but are not being sold legitimately. 
There can be several reasons for 
this. For example, the goods might 
be rejects within an authorised run, 
or part of an overrun authorised by 
the manufacturer to make allowance 
for rejects, or simply genuine goods 
put on sale in a particular territory 
without authorisation.

Criminal Liability under 
the Act
The Act imposes criminal liability in 
respect of trade marks under Section 
92(1) as follows:

1 A person commits an offence who 
with a view to gain for himself or 
another, or with intent to cause 
loss to another, and without the 
consent of the proprietor:
a applies to goods or their 

packaging a sign identical to, 
or likely to be mistaken for, a 
registered trade mark, or

b sells or lets for hire, offers or 
exposes for sale or hire or 
distributes goods which bear, or 
the packaging of which bears, 
such a sign, or

c has in his possession, custody 
or control in the course of a 
business any such goods with a 
view to the doing of anything, by 
himself or another, which would 
be an offence under paragraph 
b.

Under Section 92(6), a person guilty 
of an offence is liable (a) on summary 
conviction (before a Magistrate) 
to imprisonment for a term not 
exceeding six months or a fine, 
or both; and (b) on conviction on 
indictment (at Crown Court or above) 
to a fine or imprisonment for a term 
not exceeding ten years, or both. 

The Case
An appeal judgment in R v M; R v C; 
R v T was handed down by the UK 
Supreme Court on 3 August 2017. 

The defendants were accused of 
bulk importation and subsequent 
sale of grey goods bearing various 
well-known trade marks such as 
Ralph Lauren, Under Armour and 
Jack Wills. They argued that Section 
92(b) of the Act should be interpreted 
cumulatively in light of Section 92(a). 
In other words, that criminal liability 
only applies if the unauthorised 
sale is of goods to which the trade 
mark has also been applied without 
authorisation. They claimed that the 
statutory language was ambiguous 
and it could not have been 

Parliament’s intention to criminalise 
sale of genuinely produced goods. 
Their interpretation would limit 
criminal liability to counterfeit goods 
and exclude grey goods. 

This was given short shrift by the 
Supreme Court judges in their 
unanimous decision. They concluded 
that the subsections of Section 
92 are to be read separately, not 
cumulatively, and that it would be 
a strain to interpret the Act in the 
defendants’ way. They pointed out 
that sales of both counterfeit and grey 
goods are clear infringements of the 
rights of the trade mark owner and 
that sales of grey goods are made 
with the intention of cashing in on 
someone else’s trade mark. “If such 
be proved, they have scant claim to a 
beneficent construction of the Act”.

The defendants also claimed 
that criminal liability would be a 
disproportionate breach of their 
rights under the European Convention 
on Human Rights by depriving them 
of their property. However, the 
Supreme Court held that criminal 
liability did not actually do this and, at 
most, the Act would regulate their use 
or the manner of their disposal of the 
goods, namely that the brand owner’s 
trade mark must be removed.

Conclusion
This case confirms that not only may 
a wronged trade mark owner seek 
redress in the civil courts but, where 
appropriate, it may also consider a 
private prosecution against a seller 
of grey goods. The possibility of a 
criminal conviction and accompanying 
penalties is a strong disincentive and 
this judgment by the Supreme Court 
is welcome.

Camilla Sexton
csexton@vennershipley.co.uk

“Counterfeit goods are notoriously of poor 
quality and can be dangerous in certain 
sectors

”
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3D printing  
– the real  

story
In the last five years 
the advent of 3D 
printing technology has 
taken hold. Advances 
in technology have 
seen 3D printing used 
across many industries, 
for the creation of 
objects ranging from 
replacement parts 
for spacecraft, to 
prostheses (for humans 
as well as animals), and 
indeed building works 
such as houses and 
bridges.

As the technology continues to 
develop, and in particular as 3D 
printing becomes more accessible 
for individuals, IP right owners 
will be presented with a wealth 
of opportunities, thanks to easily 
scalable production and the ability 
to reach end customers wherever 
there is access to a 3D printer. With 
those opportunities, also comes an 
increased risk to IP right owners. In 
this article, we examine some of the 
challenges to protecting the product 
designer’s potential patent rights in 
the context of 3D printing, and how 
related intellectual property rights 
may play a key role in the protection 
of the designer’s creations. 
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The risks of 3D printing for 
IP right owners
A particular concern is that more 
advanced desktop printers will 
allow individuals to print, rather 
than buy, new products. At present, 
even the most expensive desktop 
3D printers are limited to printing in 
one material, most of these being 
polymers; there are currently no 
desktop printers capable of printing 
in metal or printing complicated 
patterns. However, as the technology 
develops and becomes more widely 
accessible, 3D printing will begin to 
present a greater challenge, and IP 
right owners should plan now so as to 
have in place effective strategies for 
the future.

Whilst the capabilities of desktop 
printing remain limited for the time 
being, more advanced printing 
capabilities are available from service 
providers, or ‘bureaux’, which will 
convert print files into 3D objects 
for a fee. The level of technology 
offered by these providers far 
outstrips the printing technology 
of current domestic devices and is 
mostly a business to business service 
for prototype and bespoke parts. 
However, it will not be so long before 
individuals will have the choice to 
obtain a printed replacement part for 
their car, say, rather than an Original 
Equipment Manufacturer (OEM) part 
from a spare parts dealer. Even today, 
replacement parts for items such as 
high-end baby prams are available on 
the Internet, having been 3D printed 
by enterprising traders who recognise 
the demand for such parts, which in 
some cases are no longer offered by 
the OEM. 

In addition to the risk of lost revenue, 
manufacturers should be alive to the 
risk of reputational damage which 
may result from the unlawful copying 
and dissemination of 3D print files, 
especially when it comes to sub-
standard products. Take for example 
a 3D printed replacement part for a 
baby pram; it is not difficult to see 
how the failure of a sub-standard 3D 
printed part could result in negative 
attention for the OEM since there 
would likely be associated safety 
questions. This is just one area, 
though, where manufacturers can 
embrace the opportunities afforded 
by 3D printing, for example by 
reviving back catalogue items which 
may be too costly to stock, but which 
can be printed to order.

What can be done?
How, then, can manufacturers 
effectively protect their IP rights as 3D 
printing becomes more ubiquitous? 
Firstly, it should be recognised that 
whilst there are a number of different 
technologies in play, the reality is 
that a 3D printing machine is no 
different conceptually from a plastic 
injection moulding machine. There 
are, however, some subtle differences 
which make the question of IP right 
infringement more relevant when it 
comes to 3D printing.

In the case of a would-be infringer, 
the person creating the infringing 
work will be infringing, for example 
a design right, if that person creates 
a visually similar item; or, in the case 
of a patent they create an item which 
falls within the claims of a patent.  

infringer. The designer has therefore 
created a document which enables 
copies of an item whose design is 
protected by means of design right 
to be made and that the document 
itself is an infringement of the design 
right, in the item (though it might not 
infringe any copyright in or relating 
to the item in question). That file 
will then be stored on the designer’s 
computer for a period of time, and he 
may have a directly attached printer. 
In that case, an injunction can be 
obtained to restrain the further use 
of the design document and an order 
can be made for its delivery up to the 
design right owner. A court order for 
erasure of the CAD file may also be 
available. 

The more interesting situation arises 
where the file is made available on 
a website or is transmitted through 
a public communications system of 
some sort (such as the Internet), so 
that a remote 3D printer, operated 
by a remote 3D printing company 
can be used. A question arises as to 
the extent to which the remote 3D 
printing company is responsible for 
any infringements which it produces. 
It is well known that those who 
are responsible for the transit of 
information over the Internet escape 
damages and criminal liability in cases 
where they are not aware of any 
infringing activity. Neither, necessarily, 
is notice of the infringement always 
enough. Of course, there is nothing to 
stop the right-owner from applying to 
the court for all kinds of injunctions 
that have been sought recently in film 
streaming cases, whereby specific 
websites are ordered to be blocked by 
a service provider. That would arise 
where, for instance, infringing CAD 
files are made available to the public 
and can be downloaded from that 
website. 

For many IP right owners, however, 
seeking court injunctions may prove 
to be both costly and of limited effect 
in preventing the sharing of CAD 
files over the Internet. Determined 
infringers will simply move to new 
websites when existing websites 
are blocked, or will use more 
sophisticated encoding technologies; 
this game of cat and mouse is 
notoriously frustrating for IP right 
holders. In the UK, luxury goods 
manufacturers have recently obtained 
court injunctions to block access to 
websites offering counterfeit goods, 
indicating that the courts are alive to 
and flexible concerning the need to 

“the reality is that a 
3D printing machine 
is no different 
conceptually from 
a plastic injection 
moulding machine

”
The Patents Act 1977 contains 
exemptions for certain acts which 
otherwise would amount to an 
infringement; one of which, under 
s.60(5)(a), covers acts carried out for 
purposes which are not commercial, 
if they carried out in private. Thus, 
there is the potential that many 
individuals may 3D print objects in 
their homes, for their own use, rather 
than purchasing the items from the 
manufacturer. Enforcement of patent 
rights in such cases presents serious 
challenges to patent owners; not 
only will many individuals be able 
to rely on the non-commercial use 
exemption to avoid infringement, but 
seeking to hold individual infringers to 
account can be both very costly and of 
limited effect (as demonstrated by the 
early experiences of copyright owners 
in combatting illegal file sharing). 

In terms of programming, the typical 
scenario will be that a designer will 
create a CAD file which will either 
be the result of his own creation, or 
will be a depiction of an item which 
infringes in some way. Let us assume 
that the designer is an intentional 



What to look for on the 
road ahead
We can expect that as 3D printing 
grows in popularity, and particularly 
as 3D printing bureaux become more 
common, debate will be had as to 
whether those offering 3D printing 
services should take a role in policing 
the unauthorised use of those services, 
much in the way that Internet service 
providers have been enlisted in the 
fight against copyright infringement. 
Also likely, is renewed debate over 
the appropriateness of levies on 
technology which could be used to 
infringe IP rights. Such debate has 
always arisen, or become re-ignited, 
with the rise of new technologies such 
as cassette tapes and players, home 
videos, CDs, and MP3 players. 

IP right owners will be well advised 
to consider now, whilst 3D printing 
is gaining steam but has not yet 
reached a point of mass adoption, 
how they will embrace the increased 
opportunities the technology affords, 
and how they will seek to protect their 
rights going forward. 
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keep up with evolving enforcement 
needs as infringers utilise more 
sophisticated techniques to reach 
consumers online. 

An interesting question does, 
however, arise as to whether the 
supply or ownership of a 3D printing 
machine may itself amount to an 
infringing act. In the CBS v. Amstrad 
case, the House of Lords in the 
United Kingdom found that unless 
an item was specifically and precisely 
dedicated only to carrying out 
infringing activities, then its supply 
was not itself an infringing act which 
was liable to be restrained by court 
order. Hence, it is likely that the 
supplier of the printing machine would 
have to have some sort of knowledge 
as to what the machine was going to 
be used for before it could be said 
that he was going to be liable for 
infringement. In short, the position 
concerning 3D printers is very similar 
to that concerning photocopiers in 
libraries and other public institutions. 

It is also the case that it is possible 
that the provision of a CAD file, which 
can be used to create an infringing 
item on a website may amount to 
making the file available to the public. 
This may be an infringement of 
copyright in a literary work, and also 
possibly in an artistic work (though 
this last point is a complicated 
question of law which we shall leave 
to one side the moment). 

In the case of Anacon Corporation 
Limited & Another v. Environmental 
Research Technology Limited & Another 
[1994] F.S.R. 659, Jacob J. was asked 
to decide in an undefended case 
whether a circuit diagram was 
not only itself an artistic work, but 
whether it was also a literary work. 
What was important was that, 
provided the work was written down 
and contained information which 
could be read by somebody (as 
opposed to being appreciated by 
the eye), then it was a literary work. 
Accordingly, taking a net list, which is 

a list of components and how they are 
joined to other components, was an 
infringement of the literary copyright 
in the circuit diagram, even though 
the net list design software could 
create a circuit diagram that was 
wholly different. Anacon is authority 
for the proposition that artistic works 
can also be literary works. However, 
the obverse does not appear to apply, 
that literary works can also be artistic 
works since, on reading a literary 
work, there is nothing artistic to be 
observed from the literary work in 
question. Quite the opposite is true 
in relation to an artistic work such 
as a circuit diagram. This would tend 
to suggest, by analogy, that a design 
cannot be discerned from a literary 
description of it, such as a CAD file. 

The upshot is that 3D printing files 
could very easily themselves be 
infringing items (infringing of literary 
copyright, that is), where a design 
right is in issue. The reason why 
finding literature in art is important 
for the purposes of copyright, is that it 
is likely to be much easier to persuade 
a court to grant an injunction to 
restrain the copying of a literary work 
passing through a server, than would 
be the case for an artistic work. 

The position concerning copyright, 
registered design and European 
unregistered design or patents is 
unclear. In relation to patents, the 
ambit of the tort of infringement is 
the making or supply, for disposal 
or otherwise, of an item or the 
importation of an item. It might be 
that in future patents can be drafted 
to have a claim at the end which says 
a process for making the item, and 
that has yet to be explored and is 
outside the scope of this article. It 
is also the case that the file handler 
could be a means essential which, 
although itself is not infringing, is 
something that enables infringements 
to be made and is not a staple 
product. In relation to patents, 
therefore, this is very much an open 
question.

“debate will be had as to 
whether those offering 3D 
printing services should take a 
role in policing the unauthorised 
use of those services

”



UPC update

“the complaint 
alleges that the UPC 
violates fundamental 
democratic principles 
of the German 
Constitution

”

It had previously been suggested 
that the UPC would start in late 2017 
or early 2018. The complications 
thrown up by Brexit always made 
this timeframe look optimistic, but 
events took an unexpected turn when 
a constitutional complaint against the 
ratification of the UPCA by Germany 
was filed at the German Federal 
Constitutional Court in March 2017. 

It was initially unclear whether this 
would cause a significant delay, but 
it now appears that the complaint 
will be properly considered and it 
is unclear how long this process 
will take. The court has asked 
several stakeholders to comment 
on the complaint, and has recently 
extended the response period until 31 
December 2017.

The complaint was filed by a German 
IP lawyer who has been a vocal critic 
of the UPC. Apparently, the complaint 
alleges that the German ratification 
process did not comply with the 
necessary two-thirds majority vote 
in both chambers of the German 
legislature (the “Bundestag” and the 
“Bundesrat”) that is required when 
sovereign rights are transferred. 
The Bundestag voted on the bill for 
ratifying the UPCA with a simple 
majority and the vote was held when 

few members were actually present 
to vote. 

In addition, the complaint alleges 
that the UPC violates fundamental 
democratic principles of the German 
Constitution. In this respect, the 
complaint is concerned with 
democratic deficits and deficits in 
the rule of law with regard to the 
regulatory powers of the UPC’s 
bodies, a lack of independence and 
democratic legitimation of the UPC 
judges, and the breach of EU law 
through the UPCA. 

If the complaint is found to be 
admissible, the complexity of the 
questions that have been raised, 
concerning both substantive 
constitutional law and EU law, mean 
that this complaint may hold up the 
German ratification process for a 
considerable period of time. 

In the meantime, there has been 
progress elsewhere in the ratification 
process around the European 
Union.  The UPCA has, to date, been 
ratified by 14 countries (Austria, 
Belgium, Denmark, Estonia, Finland, 
France, Italy, Lithuania, Luxembourg, 
Malta, the Netherlands, Portugal 
and Sweden). However, ratification 
by both the United Kingdom and 

Germany is required in order for 
the Provisional Application Phase to 
commence. This now seems unlikely 
to happen in the immediate future.

This uncertainty around timing 
makes it very difficult to advise patent 
owners on preparing for the Unitary 
Patent and the UPC. The UPCA will 
come into force on the first day of 
the fourth month after it has been 
ratified by the required states. The 
sunrise period during which patent 
owners can opt their patent(s) out 
of the system will be the 3 months 
preceding the entry into force of the 
UPC. 

We will be keeping clients and 
contacts updated of any changes to 
the situation and will report the likely 
timeframes for taking action as soon 
as it is possible to do so. 

Siân Gill
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The Preparatory Committee of the Unified Patent Court (UPC) has published 
an update acknowledging the delay to the ratification of the UPC Agreement 
(UPCA) and the Protocol on Provisional Application (PPA), which means that 
the previous timetable for the new system will no longer be feasible.
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